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UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF NEW YORK 


SCOA INDUSTRIES INC., 
Plaintiff, 
Vv. : Civil Action 
FAMOLARE, INC., 


Defendant. 


COMPLAINT 


1. Plaintiff is a Delaware corporation having its 
principal place of business at 35 North Fourth Street, Columbus, 


Ohio 43215. 


2. Plaintiff is informed and believes and therefore 
avers that defendant is a Delaware corporation having its 
principal place of business at 4 West S8th Street, in the City, 
County and State of New York and in the Southern District of 


New York. 


3. The jurisdiction of this Court rests upon the 
ground that this civil action arises under the Patent Laws of 
the United States, Title 28, United States Code, Section 1338, 


and also under Title 28, United States Code, Sections 2201 


and 2202. Venue is proper under Title 28, United States Code, 
Section 1391. 


4. Plaintiff has, directly or indirectly through an 
associate, prior to the filing of this Complaint, authorized the 
manufacture for sale in the United States of shoes and/or soles 
in which the sole is of the cushion type and has crosswise un- 
dulating corrugations. 

5. Defendant has, prior to the filing of this Com- 
plaint, asserted ownership of United StatesyDesign Patent 235,701 
and has charged that plaintiff's manufacts:e or reproduction of 
shoes and/or soles in which the sole is of the cushion type 


and has crosswise undulating corrugations infringes said design 


patent and also infringes proprietary rights of unspecified trade- 


marks and copyrights of defendant. Defendant has also threatened 
customers and prospective customers of plaintiff or its associates 
with legal action for the alleged infringement, and has threatened 
to attempt to seize and impound plaintiff's or its associate's 
said goods eat United States ports of entry. 

6. Said patent Design 235,701 has not been 
infringed by plaintiff, directly or indirectly, and is invalid: 
and unenforceable. 

7. No trademarks or copyrights of defendant have 
been infringed by plaintiff, directly or indirectly, and any 
that may be specified or charged to be infringed are invalid 


and unenforceable. 


WHEREFORE, plaintiff prays for the Court's decree: 
A. That the Design Patent 235,701 be declared 
invalid, unenforceable, and not infringed by plaintiff, directly 


or indirectly. 


copyright rights that are valid, enforceable and infringed by 
plaintiff, direct ~ or indirectly. 


C. That the defendant, its officers, agents, servants 


9 
} 


1 
B. That defendant has no proprietary trademark or | 
i 


empioyees and attorneys, and those persons in active consort or 
participation with them, be enjoined from threatening, directiy 
or indirectly, plaintiff, plaintiff's associates, and plaintiff's 
customers, with threats of legal action due to plaintiff's direct 
or indirect purchase, manufacture, use and/or saie cf shoes and/or 
|soles in which the sole is of the cushion twpe afid has crosswise 
undulating corrugations, and further enjoined fon attempting to 
have seized and impounded at the United States ports of entry, 
shoes and/or soles in which the sole is of the cushion type and 
has crosswise undulating corrugations which are imported by or on 
behalf of plaintiff, directly or indirectly through an 2sociate. 

D. For an award of the costs and disbursements of 
this civil action, including attorneys fees. 

E. For such other relief as to the Cuurt may -eem 
just and proper. 


OSTROLENK, FABER, GERB §& SOFFEN 


a fae 

By: / oo | ee 
Marvin C. Soften : 
Attorneys for Plaintiff 
260 Madison. Avenue 
New York, New York 10016 
(212) 685-8470 


Of Counsel: 


A. Yates Dowell, Jr. 
Dowell §& Dowell 

2001 Jefferson Davis Hwy. 
Suite 705 

Arlington, Virginia 22202 


SCOA INDUSTRIES, INC. 
Plaintiff, 

—V- 

FAMOLARE, INC., 
Defendant. 


75 Civ. 3357 rew 


This is a motion by defendant (Famolare) for a pre- 
liminary injunction (Fed. R. Civ. P. 65) restraining plaintiff 
(Scoa) from infringing Famolare'’s registered copyright for 
"Sculpted Design on Shoe Sole," Copyright Registration No. 

GP 101119. Affidavits were submitted by both sides and it was 
stated for both sides at oral argument that no testimony was 
desired to be offered and that no evidentiary hearing was needed. 


i. 


Both plaintiff Scoa and defendant Famolare are engaged 
in the business of making and selling shoes. The present dispute 
between them centers around a design for a thick rubber shoe sole 
which features several pronounc?d corrugations (or “waves") on 
the bottom, a pattern of raised wavy lines on the sides, and 
another pattern of raised lines on the bottom with a bicycle 
‘design, the words "Get There", "Patent Pending” and "Mu ’e in 
Italy" also on the bottom. 

— ; 

x Famolare claims that this design was created by its 
president, Joseph P. Famolare, around January 1974. Famolare 
first marketed shoes with soles of the wavy design in the 
United States in September 1974 under the name "Get There." 
Prior to introducing "Get There" shoes to the retail market 
Famolare had displayed samples of shoes at the National Shoe 
Fair held in Chicago in March 1974. It appears that Scoa sent 
representatives to the Shoe Fair, who had the opportunity to 
examine Famolare's "Get There" shoes in advance of their intro- 
duction to the retail market. 


The “Get There" shoe apparently received a good deal 
of favorable publicity and was well received by the public. 
Famolare says that by 1975, sales of “Get There" shoes accounted 
for more than one half of the company's total shoe sales for the 


United States. 


Scoa introduced shoes with thick rubber soles, having 
a vague similarity in appearance to "Get There" shoes, at the 
National Shoe Fair held in March 1975. Thereafter, Scoa began 
offering these shoes for sale. Scoa does not use any words 
similar to “Get There" and does not use the bicycle design on 
the bottom; the bottom design is dissimilar in that the ridges are 
straight lines (not wavy) and are obviously to prevent slipping. 
The chief similarity is the appearance on the sides of both 
soles of wavy lines. 


Scoa commenced this action on Maly 8, 1975. The con- 
plaint names Famolare as defendant and asks for declaratory and 
injunctive relief with regard to Famolare's claims of trademark 
ana patent rights and ccpyright in the "wavy" shoe. 


In its answer filed August 13, 1975, as supplemented 
pursuant to Stipulation and Order filed on December 9, 1375, 
Famolare asserted five counterclaims. Only the fifth counter- 
claim, alleging copyright infringement by Scoa, is relevant to 
the present motion. 


Famolare then made this motion for a preliminary in- 


junction. 


There is jurisdiction under 28 U.S.C. § 1338 (a). 


2. 


Famolare first applied on May 7, 1975, for registra- 
tion of a claim to copyright in a "work of art or a model or 
design for works of art" (17 U.S.C. § S({g)). It gave the title 
as "multi-curve sculpture" and described the "work of art” as 
“ornamental sculptured molded bottom for shoe uppers." It 
stated that the work was published on August 4, 1974. Two of 
the "Get There" shoes were sent. 


Under date of May 16, 1975, registration was refusec 
because the "molded bottom" contained no elements capable of 
independent existence apart from the utilitarian aspect. 


Counsel for Famolare visited and argued with the Copy- 
right Office but under date of July 18, 1975, there was a second 
refusal of registration. Among other things, it was specifically 
stated that the "waved" effect could not be copyrighted and that 
there could not be copyright in "the lines applied to the sides 
of the sales and those to the bottoms." 
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There was further argument with the Copyright Office and 
a second application for registration was made on September 15, 
1975. The second application was also for a work of art but 
limited. The title was "Get There" and the description of the 
"work" was "sculpted design on shoe sole." This description 
refers to the bicycle design on the bottom of the sole and 
was calculated to secure registration, because the Examiner 
at an argument on Septomber 11 had noted that possibly the bicycle 
design might have elements of a work of art. 


On the basis of the bicycle design, registration on the 
second application was granted. This was made clear in a letter 
of the Copyright Office of September 19, 1975. 


A certificate of registration was issued. The date 
is not shown but it must have been in September 1975 and after 
September lz. 


3. 


In order to obtain a preliminary injunction restraining 
copyright infringement, Famclare must establish that it is the 
owner of a valid copyright covering those elements of the shoe sole 
Which Scoa has allegedly copied. Famolare has not done this. 


Scoa has not copied the bicycle design, the sole basis 
for registration of Famolare's claim to copyright. 


Scoa has copied only the wavy lines or ridges on the 
sides cf the soles and possibly the troughs in the bottom of the 
soles. 


The certificate of registration cannot becaccepted as 
prima facie evidence of a valid copyright to anything except the 
bicyole design. 


There can be no valid copyright in troughs in the 
sole or wavy lines on the sides. These have no existence as 
‘works of art and if they did have lack even the minimum originality 
needed for copyright. 


Famolare claims copyright protection for the copied 
features on the ground that they are "works of art.” 17 U.S.C. 
§ 5(g). What is a "work of art" may require a subjective judgment. 


ee oe 37 LR ee tema — mh pate se —— 


The Regulations of the Copyright Office provide some guidance in 
this matter. Section 202.10, 37 C.F.R. (75), provides in relevant 
part: 


"(c) If the sole intrinsic function of an article 

is its utility, the fact that the article in 

unique and attractively shaped will not qualify 

it as a work of art. However, if the shape of a 
utilitarian article incorporates features, such 

as artistic sculpture, carving, or pictorial 
representation, which can be identified separately 

and are capable of existing independently af a work 

of art, such features will be eligible for registration.” 


A shoe sole is an object whose intrinsic function is 
utilitarian. There are, of course, works of art which also serve 
a utilitarian function. The classic example is a statute used as 
a lamp base. Mazer Vv. Stein, 347 U.S. 201 (1953). It is clear 
that a statue can beidentified as a work of art independent of 
its utilitarian aspects. 


It is concluded, in agreement with the Copyright Office, 
that the troughs, waves, and lines which appear on the shoe sole 
cannot be identified and do not exist independently as works of 
art. This being the case, Famolare has no claim of valid copyright 
as to the features of the shoe sole which Scoa has allegedly copied. 


Accordingly, the motion for preliminary injunction is 
denied. 


The foregoing contains the findings of fact and conclusions 
of law required by Fed. R. Civ. P. 52 (a). 


SO (RDERED. 


Dated: February 13, 1976 ( 
oy 


~ Wyatt 
Spates District Judge 


lla 
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IN TRE UNITY STATIS HLTHICT COUR ere 
FOR THE SOUTHERN pifsimicr or NEW yr BE DOHOCD @ 


x 
if 
| SCOA INDUSTRIES, INC. 


is 


Plaintife, 


Vv. 
FAMOLARE, INC., 


Deiendans. 


ORDER TC SilOW CZ. 2.USE 


Defendant's application for an Order To Show Cause, and 


the affidavit and memorandum in Support of such Order, having beer 


i: 
duly considered by the Court, IT IS HEREBY ORDERED that: 


1 
oi 


i 1. Plaintiff shall show caus 1 ees this Court on 


‘: Js oI 
es 1976 at _2 3014 - 
ay 


or as soon a as counsel 
may be hearu, why orders in the forms annexed should not be 
i enbeeed. 
2. A copy of this Order, together with the papers on 
. which it is based shall be served on attorneys for plaintiff by. 
attorneys for defendant before 5:00 P.M., on February 27, 1976. 


3. Plaintiff's papers in opposition to the entry of-. 


orders in the forms annexed to the application for this Order 


| To Show Cause shall be served and filed before 5:00 P.M. on se 
: 7; : 
mo « B9T6. ay. 


Inzer B. Wyat 


O.S.0.2. 
\ 


‘Dated: New York, New York 


eee 1976 


cf 
AFFIDAVIT SUBMITTED WAS CONWAY AF DAVIT - NOW DEFENDANT'S 
EXHIBIT F (see page 125a) 


IN THE UNITED STATES DI “T COURT 
FOR THE SOUTHERN DISTRIC’% NEW YORK 


| SCOA INDUSTRIES, INC., 
Plaintiff, 
Civil Action No. 
75 Civ. 3357 


Defendant. (Judge Wyatt) 


DEFENDANT'S SECOND SUPPLEMENTAL COUNTERCLAIMS 
a LUUNTERCLAIMS 


= —— hereby supplements the Answer and Counter- 


lclaims of befandant as follows: 


For Its Sixth Counterclaim 
ats 2ixen Counterclaim 


49. This is a counterclaim for infringement of 
efendant's trademark "GET THERE," registered under the Trademark 
aws of the United States, Title 15, United States Code, Chapter 

Jurisdiction is founded on Title 28, United States Code, 
1338 and on Title 15, United States Code, § 1121. 


50. Replead the averiwents of paragraph 11 of this 


51. Defendant is and always has been the sole owner of 

‘all right, title and interest in and to the trademark "GET THERE” 
‘and of the registration thereof, together with tne business and 

goodwill identified with and symbolized by said trademark. 
| 52. On March 25, 1975 said mark was registered in the 
| United States Patent and Trademark Office on-the Principal 
: Register under Trademark Registration No. 1,007,435 covering the 
: use of said mark on shoes. Said registration is now valid and 


subsisting. 


f 53. Beginning on or about March 1, 1974, defendant has 


| used the mark "GET THERE" to identify and distinguish certain of 
‘ 


jste shoes, made by defendant and sold by defendant throughout the 
‘United States including the State of California. Defendant has 
— said trademark “GET THERE" on those shoes and in connection 
‘with the sale and advertising thereof. 

54. Defendant has expended large sums of money in 
jnationally advertising its "GET THERE" shoes, and has built up an 
‘ eebanetve and valuable business in the manufacture and sale of its 


I 
“GET THERE" shves. Defendant has endowed its "GET THERE" trade- 


jmark with widespread and extremely valuable goodwill. 
55. Without consent of defendant, and after defendant 


! 
i 


lhad extensively advertised its “GET THERE" shoes and had built up 


'said trademark, plaintiff has commenced to use in commerce the 
jwords "GET THERS" in connection with the sale, offering for sale, 
iietribution ont advertising of plaintiff's shoes. 

56. The use of the words "GET THERE" by plaintiff is 

| aixely to cause confusion with defendant's trademark "GET THERE," 
jor to cause mistake or to deceive in connection therewith, and 

| their use by plaintiff is likely to cause the public to believe 
jthae plaintiff's shoes are defendant's "GET THERE" shoes or that 
plaintiff's shoes are sponsored by or are in some way connected 


‘with defendant or defendant's "GET THERE" shoes. 


| 
i 
! 
i 
| 
extensive and valuable business and goodwill in connection with 
{ 


57. The use of said words "GET THERE" by plaintiff is 


° 


an infringement of defendant's registered trademark. 


58. Upon information and belief, plaintiff's acts as 


‘alleged in paragraph 55 herein have been willful and with 
| 
i. knowlecge of defendant's "GET THERE" registered trademark and 


fi 
j with the intent to cause confusicn with defendant's trademark 
tt 

|, "GET THERE", or to cause mistake or to deceive in connection 


i therewith. 


° 


l4a 


59. Defendant has been damaged by said infringement, 
and plaintiff has profited tnereby. Said infringement will 
/continue, to defendant's irreparable injury, unless enjoined by 


'thie Court. 


WHEREFORE, defendant vrays: 
12. That an injunction be issued restraining, pencente 


i lite and permanently, p2aintiff, its officers, agents, servants, 


: employees, and those persons in active concert or participation 
| with them from manufacturing, marketing, distributing, selling, 
| offering for sale, or advertising any shoe or shoe product not 
tt detendant'a, under or bearing the trademark "GET THERE,” or any 
; Other trademark confusingly similar to defendant's trademark 

| "GET THERE." 


13. That pla ntiff be ordered to deliver up for 


|| destruction all labels, signs, prints, packages, receptacles, 


‘| advertising, promotional material, stationery or business cards 

| in its possession bearing the trademark “GET THERE," or any other 

| trademark confusingly similar to defendant's "GET THERE" trademark. 
14. For an accounting toe defendant of all the profits 

| derived by plaintiff and for the damages sustained by defendant 
| by reason of the wrongful acts of plaintiff complained of herein. 
15. For judgment in a sum not exceeding three times 

the amount of such profits and such damages or such amount as 


_ the Court shall deem just and proper according to the circumstances 


, Of the case. 
16. For defendant's costs herein, including reasonable 
attorneys' fees. 


17. For such other and further relief as the Court 


may deem just and proper. 


For Its Seventh Counterclaim 
60. This counterclaim for patent infringement is 
“brought under the Patent Laws of the United States, Title 35, 
‘United States Code. Jurisdiction is founded on Title 28, United 
etktes Code, § 1338(a). 


61. On February 10, 1976, United States Letters Patent 


iNo. 3,936,956 ("Utility Patent") were duly and legally issued to 


} 
i 


Te for an invention entitled "Reflex Action Sole For Shoes 
| 
‘Having Sinuous Contoured Bottom Surface," and since that date 


| plaintifé has been and still is the owner of that Utility Patent 
| and of all rights of recovery thereunder. 

62. Upon information and belief, plaintiff has been | 
;and now is infringing that Utility. Patent ‘by selling shoe soles 

| (with uppers) which embody the invention of that Utility Patent. 
63. Defendant has been damaged by plaintiff's 


., infringing activities. 


64. Upon information and belief plaintiff will continue 
to infringe that Utility Patent to defendant's irreparable injury 


unless enjoined by this Court. 


WHEREFORE, defendant prays: 
18. For judgment that defendant is the owner of United 
|| States Letters Patent No. 3,936,956; that said patent is cood and 
valid in law; and inan said patent has been infringed by plaintifé. 


19. That an injunction be issued enjoining, plaintiff, 


;, infringement of said patent, No. 3,936,956. 

| 20. That an accounting be had for the damages arising 
oue of plaintiff's infringement, not less than a reasonakle 
“_royaity, and that the damages so ascertainec be awarded to 


| defendant togetner with interest. 


| 
! 
| 
i 
1 
i 


heeman iseersiinoy hacen ere mer are er A RE ER 


> 


iG 


21. That defendant be awarded its attorneys' fees, 


;, costs and expenses herein, together with such other and further 


j|relief as this Court may deem just and proper. 


FISH & NEAVE 


ohn 0. 
Attorneys for Defendant 
27?-Park Avenue 
New York, New York 10017 
Telephone (212) 826-1050 


‘ 


Int. Cl: 25 
Prior U.S. Cl.: 39 


Reg. No. 1,007,435 
United States Patent Office i Registered Mar. 25, 1975 
FES 


TRADEMARK 
Principal Register 


Cait There, 
—— 


Famolare, Inc. (Delaware corporation) For: SHOES, in CLASS 25 (U.S. CL. 39). 
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AFFIDAVIT OF LARRY ANDERSON 


STATE OF CALIFORNIA ) 
) ss. 


COUNTY CF Shs 5 


I, LARRY ANDERSON, being first duly sworn, depose 
and say: 

1. I am the store manager of Gallenkamp's store at 
2129 South Mooney Boulevard, Visalia, California in the Visalia 
Fair Shopping Center. This store is a retail outlet of SCOA 
Industries Inc., a Delaware corporation. 

2. As store manayer, I have supervisory responsibility 
for all advertisements which are run in the local newspaper 
(The Visalia Times Delta) on behalf of my store. 

3. On January 22, 1976, an advortisement appeared on 
behalf of my store in The Visalia Times Delta for a "ripple" 
soled lace-up ladies' oxford shoe at See aon: 

4, It is the usual custom and practice for me 10 
receive from the district manager a "slick," together with 
accompanying text for any advertisement to be run in the news- 
paper on behalf of my store. A "slick" is a glossy print suit-~- 
able for newspaper publication. It is the usual and customary 
practice for me to receive a pre-printed "slick" from my 
district manager. In this particular instance, I had not 
received either the "slick" or the accompanying text prior to 
my conference with the advertising representative of The Visalia 
Times Delta regarding the use of this particular advertisement. 

5. A few days prior to January 22, 1976, I met with 
Paul Cislini, the advertising representative for The Visalia 
Times Delta, at my store in regard to the advertisement. The 
assistant store manager, Silverio Montoya, was also present at 
the meeting, although he was also engaged in other duties at the 
time. The particular advertisement in question resulted from 


the conference between Mr. Cislini and myself. As stated, I had 
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not received either the "slick" nor the accompanying text for 

the "ripple" soled shoe advertisement. My store was in the midst 
of remodeling at the time and things were in a general state of 
confusion. 

6. For a picture of the "ripple" soled shoe, I tore 
out a picture of a finished advertisement from the Spring and 
Summer "MATS" Service supplied to my store by our company. A 
"MATS" picture consists of a picture of a finished advertisement 
indented in a backing. The "MATS" catalogue consisted of a book 
of finished Gallenkamp ads. Insofar as possible, we used the 
pre-printed text accompanying the MATS advertisement. Mr. 
Cislini then asked how the shoe could be described and I said 
that it had a "ripple" sole and was similar to the "Get There" 
shoe, but that we could not call it the "Get There" shoe because 
"Get There" is a brand name of a shoe made by another company. 
Mr. Montoya, the assistant Manager of the store, was present at 
the time I made this statement and heard that it was made. 

7. After my conference with Mr. Cislini, I had no 
further discussion with him in regard to the content of the 
advertisement. Nor did I see the proof of the advertisement 
prior to its running in the newspaper on January 22nd. 

8. I did not at any time authorize the use of the 
descriptive phrase "Get There" in connection with the advertise- 
ment for the "ripple" soled ladies' oxford offered for sale by 
our store in the advertisement which ran January 22, 1976 in 
The Visalia Times Delta nor did I see the finished proof of the 
advertisement prior to its publication. If I had seen the 
finished proof or had it been called to my attention that the 
descriptive language "Get There" was contained in the advertise- 
ment, I would not have authorized its use or publication in any 
manner. 


9. I am aware of and did in fact see prior memoranda 
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from Milt Ross from our Los Angeles regional office wherein all 
SCOA personnel were admonished not to use the brand names of any 
other manufacturer in their advertising copy and I was acting on 
the basis of the material contained in said memoranda, together 
with my own common business knowledge, when I informed Mr. 
Cislini that the phrase "Get There" could not be used in connec- 
tion with said advertisement. Prior to my conference with Mr. 
Cislini, as well as prior to the publication on January 22, 1976 
of the advertisement in question, I never saw any "slick", 
accompanying text, nor any memorandum put out by our company 
relating to the advertisement for the "ripple" soled ladies' 
shoe. Had I seen same or had it been called to my attention, I 
would have used the "slick" and advertising text prepared by our 
company for that purpose, 

10. To the best of my knowledge the advertisement 
which appeared on January 22, 1976 was published on one occasion 
only. I have since informed The Visalia Times Delta not to 
publish the advertisement in question in any further edition. 

ll. I would never knowingly use in any advertising 
copy subject to my approval the brand name, trademark or trade 
name of any competitive shoe manufacturer. Nowhere did the words 
"Get There" appear in any written advertising text or copy pre- 
pared by me. 

I declare that I have personal knowledge of the matters 
set forth herein and if called as a i thena. x can testify as to 
the matters herein set forth. 


Further affiant sayeth not. 


Subscribed and nie af to before me 
this“), day Of PJ» 1976. 
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AFFIDAVIT OF SILVERIO MONTCYA 


STATE OF CALIFORNIA ) 
) ss. 


/ 
COUNTY OF Tel [fet & ) 


I, SILVERIO MCNTOYA, being first duly sworn, depose 
and say as follows: 

1. I am the assistant manager of the Gallenkamp 
shoe store located at 2129 South Mooney Boulevard, Visalia, 
California in the Visalia Fair Shopping Center. I have been 
employed in the shoe business for approximately six (6) years. 

2. On or about January 20, 1976, I was present at a 
meeting between Larry Anderson, the store manager of my store, 
and Paul Cislini, the advertising representative of The Visalia 
Times Delta. Although I was engaged simultaneously with other 
duties, I was generally aware of what was being discussed at the 
meeting. One of the matters discussed was a prospective adver- 
tisement for a "ripple" soled lace-up ladies' oxford shoe 
offered by our store for $15.99 each. During the course of the 
discussion, Mr. Cislini asked Mr. Anderson how best the shoe 
could be described. In response, Mr. Anderson told Mr. Cislini 
that the shoe was similar to the “Get There" shoe but that the 
descriptive terminology "Get There" could not be used in the 
advertisement because it was the brand sane of a competitor. Mr. 
Anderson told Mr. Cislini that it would be improper for us to 
use any brand name of a competitor, whether it be "Get ghere®, 
Adidas, "Hush Puppies” or "Earth" shoes in connection with any 
advertisement run for our shoes. 

I declare that I have personal knowledge of the matters 
set forth herein and if called as a witness, I can testify as to 
the matters herein set forth. 


Further affiant sayeth not. 


Subscribed and swo to before me 
thisdn/ day of the 1976. 


all Gill “ sal ty Said County and State 


AFFIDAVIT OF PAUL R. CISLINI 


STATE OF CALIFORNTA 


) 
COUNTY OF “Edees ne ie 


I, PAUL R, CISLINI, being first duly sworn, do depose 
and say as follows: 

1. I am currently employed as the Promotion Manager of 
the Visalia Times Delta, Visalia, California. 

2. During the month of January, 1976, I was, in 
addition to my duties as Promotion Manager, also serving as 
the Times Delta's advertising sales represertative servicing 
the Visalia Fair Shopping Center in Visalia, California. At 
that time, I had been functioning as sales representative to 
the Visalia Fair Shopping Center for approximately three (3) 
years. 

3. On or about January 20, 1976, in my capacity as sales 


representative, I had a conversation with Mr. Larry Anderson 
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concerning a display advertisement to be run in the Visalia 
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Times Delta on Thursday, January 22, 1976. Mr. Anderson is 

the manager of the Gallenkamp Shoe Store lecated in the Visalia 
Fair Shopping Center. The above-mentioned conversation took 
place in the Visalia Gallenkamp Shoe Store at 2129 South Mooney 
Boulevard, Visalia, California. 

4. During the course of my conversation with Mr. 
Anderson, he cut from Gallenkamp's Spring and Summer "Mats" 
Catalog a picture of a shoe which was to be used in the 
advertisement in question, which picture he presented to me. 

He also cut from the Catalog a printed price and a border 
heading in the type styles which he wished to be used. No 
other pre-printed matter was presented to me by Mr. Anderson 


to be used in the January 22, 1976, advertisement. The 


sien iebeennaeantnineerienni 
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remaining copy to be used in the display, in addition to che 
pre-printed shoe illustration, price and border, was given to 
me orally by Mr. Anderson. I personally took notes on th: 
copy to be used. : 

5. After concluding my conversation with Mr. Anderson, 
I returned to my office at the Visalia Times Delta. and, from the 
notes I had taken of our conversation, made up the iay-out 


for the January 22, 1976, advertisement. In accordance with 
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regular policy of the Visalia Times Delta, my notes of my 
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conversation with Mr. Anderson were destroyed approximately 
one week after the display advertisement was published on 
January 22. 


6. Also in accordance with Times Delta policy, the 


a 
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Gallenkamp advertisement was published on January 22, 1976, 


an 


without being presented to Mr. Anderson for proofing, or 


fox] 


approval. Newspaper policy is to present for final approval 


by advertisers only those advertisements in excess of forty 


foe) 


(40) column inches, The January 22, Gallenkamp Shoe 
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advertisement was three inches by seven inches, or twenty-one 
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(21) column inches. 
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7. The circulation of the Visalia Times Delta, according 
to an Audited Bureau of Circulation report, dated September 30, 
1974, is approximately 16,505. 

I declare that I have personal knowledge of the matters 
set forth herein and if called as a witness I can testify as 


to the matters stated herein. 


Subscribed and sworn to before me 


this 2nd day of _mAgcy _, 1976. 


tary public in and for the sa 
County and State 


i] STATE OF OHIO 
COUNTY OF FRANKLIN ) SS. 


Abe Thall, being first duly sworn, says that he is the Manager of 
|| Advertising, Sales Promotion And Display for Shoe Corporations of America, the 
il Retail Footwear Division of SCOA Industries Inc.; that he is responsible for 
| en preparation of the advertisements for the Gallenkamp and Schiff Shoe Stores 


i 
j, operated by said Division; that he is also generally familar with the adver- 


tising done by the Conventional and Discount Shoe Department Operations of 


said Division; that on February 27, 1976, Louis G. Dougherty, Senior Vice 


called him - Abe Thall - to the former's office and told him of information 


just received to the effect that one of our shoe store ads contained the 


phrase "Get There" and that said Mr. Dougherty was very upset about it; that 


} 

1 

me of SCOA Industries Inc., who is in charge of its Footwear Operations, 
i Dougherty directed him to immediately contact all general managers of 


oo Retai] Footwear Operating Subdivisions to remind them, and for them to 


promptly in turn remind all regio...) managers, district managers and unit 
managers that no advertising shall contain or refer to the "Get There" name or 
"Famolare" name; that upon such direction, he did so contact the general 
jmanagers of the Retail Footwear Operating Subdivisions, and conveyed to them 

| such instructions and reminders; and that he is aware of, and enforces to the 


ibest of his abilit » the general policy of SCOA Industries Inc. to not use in 


| 
| 


any of its advertisements the trade names and brand names of other parties. - 


And further affiant saith not. 


if 


i 
1 
' 


‘Sworn to before me and subscribed in my presence this day of March, 1976. 
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Notary Public 


ij 

{I 

| 

! WILLIAM K. FRIEND 
| ATTORNEY AT Lads 

| MOTARY puBLic - STATE OF CHIO 
I ~ RABETIME SOMMISSION 
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AFFIDAVIT OF MILT ROSS 


STATE OF CALIFORNIA ) 
COUNTY OF LOS ANGELES, ny 

I, MILT ROSS, being first duly sworn do depose and say as 
follows: 

1. I am the Operations Manager for the West Coast 
operations of Gallenkamp's Shoes, a division of SCOA Industries 
Inc., a Delaware corporation. My place of employment is the 
West Coast office located at 8300 Santa Monica Boulevard, Los 
Angeles, California 90069. 

2. As Operations Manager, part of my duties involves 
the coordination of advertising by the retail stcres of the 
Gllenkamp division. Approximately 90% of the advertising done 
by the retail stores is standardized in terms of timing, content 
and prices. 

3. On or abo. January 8, 1976, I sent a memorandum to 
all store managers, district managers and regional managers in 
the Northwest sector (including the State of California north of 
Bakersfield) regarding a promotional campaign which was to include 
newspaper advertising for our "Wavy Bottom" shoe, a ripple 
soled lace-up ladies' oxford, selling for approximately $15.99 a 
pair. A copy of this memorandum is attached to this affidavit 
and incorporated by reference as Exhibit A. Attached to the 
memorandum was an advertising "slick" together with accompanying 
text prepared by the Advertising Department of SCOA Industries 
Inc. in Columbus, Ohio. My instructions frem the Advertising 
Department in Columbus in connection with this promotional 
campaign were to run the advertisement exactly as prepared by 


the Advertising Department. Accordingly, as set forth in said 


* memorandum, I instructed my store managers, district managers 


| and regional managers that under no circumstances were they to 


change the wording of the copy in the advertisement for the "Wavy 


26a 


1 || Bottom" shoe. 
<p 2 4. To my knowledge, all of the advertisements placed in 
newspapers in connection with the promotional campaign for the 


“Wavy Bottom" shoe were in accordance with the "slick" and 


3 

4 

5 

6 || Columbus, with the exception of the advertisement which ran in 
7 || The Visalia Times Delta on January 22, 1976. I do not know how 
8|| the descriptive phrase "Get There" ap,eared in said ad nor did 
9}| I authorize any one in our organization to utilize the words 
10 || "Get There" in connection with said advertisement. In my memo- 
11 || randum (Exhibit A), I stated that the promotional campaign for 


12 || the "Wavy Bottom"' shoe was to commence Thursday, January 29, 1976 


advertising copy prepired by the Advertising Department in | 
13 | and run through Sunday, February 1, 1976. I did not authorize 


* 
E gr 14 || the placing of the advertisement which appeared in The Visalia 
. re 15 || Times Delta on January 22, 1976. As stated, it is my custom and 
se58 16 || practice to instruct my store managers, district managers and 
Bite 17 || regional managers not only as to content of advertisements but 
eal 18 || timing as well. In this particular case, my specific instructions 
3 +i 19 || were not followed. 
ui 20 5. It is my custom and practice as part of my business 
21 || duties to periodically advise my store managers, district managers 
22 || and regional managers and to warn them against using established 
25 || brand names, trade names or trademarks of competitive manufacturers 
24 || For example, I have heretofore issued written instructions to avoi.' 
25 || using the phrase "Vegeterian" in connection with certain shoes 
26 | manufactured by Gallenkamp's and to likewise avoid the use of the 
27 || phrase "Earth" in connecticn with promotional campaigns. A copy 
28 || of a memorandum ‘ -om our office dated June 3, 1975 in regard to 
29 || the 'Vegeterian" designation is attached hereto and incorporated 
50 || by reference as Exhibit B. Copies of memoranda, dated November : 
51 ||7, 1975, and February 5, 1976, in « nnection with the use of the 
word "Earth" in promotional campaigns are attached hereto and 


incorporated by reference as Fxhibits C-1 and C 2, respectively. 
6. I had no personal knowledge of the copy contained in 
the advertisement in The Visalia Times Delta of January 22, 1976 
prior to its appearing in said newspaper nor lid I authorize the 
placement of same. 
7. With respect to this particular promotional campaign 
for the "Wavy Bottom" shoe, we had originally scheduled to run 


the advertisement in December, 1975 but subsequently decided to 
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postpone it. In December, 1975, I sent a "Calendar of Events" 
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to my store managers, district managers and regional managers in 


which I instructed them that the advertisements must be run as 


=) 
Rae) 


the copy read, in all cases. Attached hereto and incorporated 


=) 
w 


by reference as Exhibit D is a copy of this document. 


=) 
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8. I declare that I have personal knowledge of the 


ao 


matters set forth herein and if called as a witness, I can 


687-0711 
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testify as to the matters herein set forth, 


“I 


Further affiant sayeth not. 
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Subscribed and sworn to before me 


~ 
tae 


an hd 
this <2” day of (\,,<L. , 1976. 


ik 7 


otary Public In an 
County and State 


(SEAL) 
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OFOOOOSOHOOOOOEOOOHSOOOOHOOOD 
Pa. OFFICIAL SEAL 
MICHAEL E. TuULLY 
NOTARY PUBLIC-CALIFORNIA 
PRINCIPAL OFFICE IN 
LOS ANGELES COUNTY 


My Commission Expires May 21, 1979 
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MEMORANDUM 


TO: All Unic Managers -Dilz~-Rohde and Thornton Reion-GK Vest 
All Fresno Unit Menagers-Dil-Kamirez Recion-GK West 


FROM: “Milt Ross 


DATE: January 8, 1976 


SUBJECT: Advertisements 


. 
7} 


v4 . 
The attached. is a copy of the lay-out for the ed to run in your resp2ctive 
papers on Thursdey, January 29th thru Sunday, February lst, 1975, with the’ 
approval of your DH or R4. The ad cuts and art vork for this 1s,;-out, may 
be found in your met service or on slicks from our Colwunbus Office. linder 
no circwistances, are you to change the wording of the copy which describes 
the shoes ee ere —————— 


The ad scheduled for Thursdey, Janusiy 22n4, 1976, which was to be our 

final clearance sale, willbe cancelled du: to the excellence in disposing 
of the sale merchandise. The RMs inform me that a fine job was done by all 
in clearing the stock, however, a special effort snould be made to clear. 
any remaining sale shczs as soon as possible. In order to do this, it is 
imperative that you continue to display your sale shoes, using the §$1., $3., 
and $5. sale prices, as previously planned. : 


The promotion to run on Thursday, January 22nd, 1976, will be announced 
as soon as a selection has been made. 


MARK-DOWNS 


Women's Wovelties Stock # 7-0160-852 From: $16.99 To: $14.99 


_ Women's Novelties Stock # '7-0160-857 From: $16.99 To: $14.99 - $1. 


a4 bts 


We're going to be #1 


"Best in the West" 


wR/er 
Attachment 
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MEMORANDUM 


ALL STORE MANAGERS, R.M.'S, D.M,'S ~ GK WEST 
John Kekich oe 

June 3, 1975 

WEDGETARIAN SIGNS 


Because of a conflict with the soup=can display 
of our Wedgetarian signs and the Campbell Soup 
Company, it is necessary that you immediately 


throw away the cards and signs listed below: 


1. The hanging Wedgetarian sign (in the shape 
of a soup can) you have hanging in your 


window. 


The hanging Wedgetarian sign you have in 


your store. 


The window card that resembles a seup can 
on a stick (save the stick and base fer fute 


ure use). 
4. The 10 x 15 sign you use in the: store. 


It is very important that you de this immediac 


tely, R.M.'S & D.M.'S PLEASE FOLLOW THROUGH 


cc: M. Ross, A. Thall, D. Tishkoff 


JK:d EXHIBIT B 


TO: 


FROM: 


DATE: 


SUBJECT: 


3la nn 
MEMORANDUM 


Milt Ross 


Abe Thall 


November 7, 1975 


» 


Use of Word “Earth” in Ads or Display 


We were challenged by the attorneys for Mrs. Kelso, 
for using the expression "Down-To-Earth" in an ad 
in our Discount Division. 


George Freise recommended we do not use the word 
“Barth”. 


ve are attaching a copy of a letter that we sent to 
her attorney. 


Please make sure that none of your stores use the 


word "Earth” in any ads. The same thing applies if 
they make up any display locally. 


AT/tb 
Attachment 


xe: John Kekich 
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OFFICE OF MILT ROSS 
GALLENKAMP WEST 

8300 SANTA MONICA BLVD. 
LOS ANGELES, CALIF. 


FEBRUARY 5, 1976 


PLEASE READ-IMPORTANT 


In the future, whenever running ads on the "EARTH TYPE" shoe, please be 
certain that you do not use the word "EARTH" in any way, as this slogan 
is registered by another company. 


In the past, we have referred to this type of shoe as the "SUPER-NATURAL" 
shoe and it is advisable to continue to use this term with the approval 
of your District or Regional Manager. 


In your recent shipments of tennis shoe boxes, you received some boxes 
imprinted with the name "SCATS", America's Action Shoe by Gallenkamp. 
Enclosed in these boxes were plastic bags with the same imprint. “hen 
selling a pair of these tennis shoes, please use the "SCATS" bag, 
rather than our usual shoe bag, as these bags are distinctive and make 
@ marvelous advertising item. You will be receiving more of these bags 
in the future. 


After you trim your windows with the new Spring background, be sure all 
the sale shoes are removed from your windows, along with the sale signs. 
Please gather together all the remaining sale shoes from the sale racks, 
tables, and trollys, and display them in the rear of the store.Your sale 
signs in the interior of the store should be replaced with the new hanging 
cards which you recently received from our Columbus Office. 


aera a rere renarrated 
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ATTENTION: ALL MANAGERS 
According to information received from our Columbus Office, all payroll 
checks are mailed at noon on Wednesdays, never later than 4 P.M., and 


therefore, the late arrival of these checks on some occasions must be 
due to the Postal Service. 


Thankyou, 


EXHIBIT C-2 
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OFFICE OF MILTON ROS 
GALLENKAMP WEST 
8300 SANTA MONICA BLVD. 
LOS ANGELES, CALIFORNIA 


"CALENDAR OF EVENTS" 
DECEMBER 1975 


The exciting Christmas Holiday Season is upon us and our December Promotional 
Calendar is outstanding. All stores must promote the items as scheduled on 
this “Calendar of Events" unless instructed otherwise. 

Your District or Regional Manager will advise you if you should run any of 
the "Directed Acs", however, all promotions are "In Store Events", and will 
start on the dates indicated. 


Make certain that you display 5 to 6 pairs of these fantastic values in your 
windows. Let's hear that register ring!! 


All "Directed Ads" will run in the LOS ANGELES TIMES on the dates shown below. 
een en 
Thursday, November 27th thru Sunday, November 30th 


MOPS and SCUFFS 


7-5127-229 Hot Pink $2.907 7-5107-235 Black Scuff $2.90 
7-5137-229 Sapphire Blue $2.90 S++ %=-5127-235 Hot Pink Scuff $2.90 
7-5177-229 Purple $2.90 7-5137-235 Sapphire Blue Scuff $2.90 
i 7-5147-235 Sun Gold Scuff $2.90 
WOMEN'S BOOTS 
; 7-0500-471 $14.90 


7-0560-471 $14.90 


Both of these ads will be run in the Los ANGELES TIMES on THANKSGIVING DAY, 
November 27th in the "View Section". New ads will be sent to you in a few 
days. 


eet 


Thursday, December 4th thru Sunday, December ‘7th 


"AUSSIE BOOTS" "SUPER NATURAL" 
Family Wallaby Promotion Earth Shoe Promotion 


DO YOUR THING ~ HAVE IT YOUR WAY 


MEN'S 
+. 1203-476< $12.90 7-1203-262 - $12.90 
7-1213-476 - $12.90 7-1203-h62: $12.90 
7-1213-478 $12.90 7-1213-262 $12.90 
7-126 3-4 76- 12.90 7-1213-h6d. $12.90 
7-1263-262 12.90 7-1263-h62- $12.90 
BOY'S 
7-2603-4.76: $11.90 7-2603-442- $11.90 
7-2613-476 $11.90  7-2610-456 $11.90 
7-2663-L. 76+ $11.90  7-2663-442 $11.90 
A7/ c 
Dp - PT n/a mA 
Fig Fre Fc 
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: YOUTH'S 
7603-220 $10.90 7-3763-2h2 $10.90 
7+3703-220 $10.90 7-3663-242 $10.90 
7-3713-220 $10.90 7-3763-220 $10.90 
7-3663-220 $10.90 


An ad will be run in the LOS ANGELES TIMES on Thursday, December 4th in 
the "Main News Section". A new lay-out will be sent to you, showing both 
the "AUSSIE" and the "SUPER NATURAL” shoe in one ad. 


—— 
Thursday, December llth thru Sunzay, December 14th 
; IMPORTANT! 


ne’ 


Ad must be run as copy reads. Any changes rust have my approval. 


YIOMEN ' S 
7-0330-457 epee Fresno, Northwest, and Northern California 
7-0360-457 15.99 Fresno, Northwest, and Northern California 


7-0160-862 $14.90 Southern California, Arizona, and Las Vegas 
7-01 -629- $14.90 Southern California, Arizona, and Las Vegas 
series 


MEN'S DRESS 
7-1100-073 $12.90 7-1100-130 $12.90 7-1101-108 $12.90 
7-1110-073 $12.90 7-1110-130 $12.90 7-1111-108 $12.90 


Both of these ads will be run in the LOS ANGELES TIMES on Thursday, 
December llth. The Women's ad will be in the "View Section" and the 
Men's ad on the "Sports Page". 


Thursday, December 18th thru Sunday, December 21st 


ASPEN 
7-1213-221 $9.90 
7-1233-221 $9.90 


MEN'S DRESS 
7-1101-302 $19.90 
7-1111-302 $19.90 
Both of these ads will be run in the LOS ANGELES TIMES on Thursday, 
December 18th. The ASPEN will be on the "Sports Page", and the 302 


series will be in the "Main News". A new lay-out will be sent to 
you in time for the ad. 


Sunday, December 2lst 
"YEAR - END SALE AD" 
An ad will be run on Sunday, December 21st in the LOS ANGELES TIMES in 


the "View Section", however, the "YEAR-END SALE" will start on Thursday , 
December 18th. 


MR/er 


IN THE UNITED STATES DISTRICT COURT 
YOR THE SOUTHERN DISTRICT OF NEW YORK 


SCOA INDUSTRIES INC., 
Plaintife, 
Vv. Civil Action No. 
FAMOLARE, INC., 75 Civ. 3357 


Defendant. (Judge Wyatt) 


NOTICE OF TAKING DEPOSITION 
AND REQUEST FOR DOCUMENTS 


Marvin C. Soffen, Esq. 
Ostrolenk, Faber, Gerb & Soffen 
260 Madison Avenue 

New York, New York 10016 


Attorneys for Plaintiff 


PLEASE TAKE NOTICE that, pursuant to the Federal Rules 

of Civil Procedure, defendant will take the deposition of 
;, Milton M. Ross, Operations Manager for the West Coast operations 
of Gallenkamp's Shoes, a division of SCOA Industries Inc., upon 


i oral examination before an officer authorized by law to administer 


| oaths beginning at 2:00 P.M. on Tuesday, March 16, 1976, at the 


' offices of Fish & Neave, 277 Park Avenue, New York, New York 10017. 
Plaintiff is requested to produce at the deposition for 
| dnepection end copying by defendant the documents set forth in 
i the attached Schedule A. 
The taking of the déposition will be continued from day 
to day until completed and such adjournments as to time and place 
! will be taken as may be necesSary. You are invited to attend and 
: examine the witness. 


FISH & NEAVE 


By n 


-~ ohn O. Tramontine 

7} Park Avenue 
N York, New York 10017 
Telephone (212) 826-1050 


Attorneys for Defendant. 


Schedule A 

1. The "Spring and Summer 'MATS' Service" or "catalogue" 
getenend to in paragraph 6 of the affidavit of Larry Anderson. 

2. The "pre-printed text accompanying the MATS adver- 
tisement" referred to in paragraph 6 of the affidavit of Larry 
Anderson. 

3. All written communications to or from The Visalia 
Times Delta or personnel of that newspaper (including without 
limitation Paul R. Cislini) relating to the Gallenkamp advertise- 
“ment of January 22, 1976, including without limitation invoices 
and payments, credits and refunds for the same. 

4. All advertisements, slicks and accompanying texts 
‘for advertisements and memoranda, letters and other documents 
"regarding the advertisement and promotion of plaintiff, including 
without limitation its Retail Footwear Division, Gallenkamp Shoe 


‘Stores, Schiff Shoe Stores, and Conventional and Discount Shoe 


Departments, relating to the shoes of the type referred to as 


,"xipple" in the affidavit of Larry Anderson or as "Wavy Bottom" 
: in the affidavit of Milt Ross. 
5. All advertisements, slicks and accompanying texts 
for advertisements and memoranda, letters aad other documents 
"regarding the advertisement and promotion of plaintiff, including 
without limitation ies wets Footwear Division, Gallenkamp Shoe 
Stores, Schiff Shoe Stores, and Conventional and Discount Shoe 
Departments, which mention or refer to "Get There" or Famolere. 
6. Each of the "prior memoranda from Milt Ross" referred 
to in paragraph 9 of the affidavit of Larry Anderson. 
7. The “centact" between Abe Thall and the general 
managers of the Retail Footwear Operatiny Subsdivisions referred 


to in the affidavit of Abe Thall. 
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8. The "advertising 'slick' together with accompanying 
text prepared by the Advertising Department of SCOA Industries" 
referred to in the third sentence of the third paragraph of the 
affidavit of Milt Ross. 

9. The “instructions from the Advertisinc Department" 
referred to in the fourth sentence of the third paragraph of the 
affidavit of Milt Ross. 

10. The advertisement originally scheduled to run in 

“December 1975, referred to in the seventh paragraph of the 
affidavit of Milt Ross, and the slick and accompanying text for 
that advertisement and all memoranda, letters and other documents 
‘ regarding that advertisement. 

: ll. The "lay-out" referred to in the first paragraph 
i:of Exhibit A of the affidavit of Milt Ross. 

: 12. The "ad scheduled for Thursday, January 22, 1976", 
referred to in the second paragraph of Exhibit A of the affidavit 
“of Milt Ross, and the slick and accompanying text for that ad and 
all memoranda, letters and other documents regarding that ad. 

13. The promotion that actually ran on Thursday, 

” January 22, 1976, as contemplated by the third paragraph of 
Exhibit A of the affidavit of Milt Ross, including all advertise- 


‘ments, all slicks and accompanying texts and all memoranda, 


letters and other documents relating to that promotion. 


14. All communications received from Campbell Soup 
Company or its attorneys prior to June 3, 1975 (including without 
_ limitation memoranda of telephone calls) relating to the "conflict" 
referred to in Exhibit B of the affidavit of Milt Ross. 

15. All "Calendar of Events" or communications of the 
type attached as Exhibit D to the affidavit of Milt Ross for the 
months (other than December 1975) during which plaintiff (as 
defined in paragraph 4 of this Schedule A) has offered for sale 


‘ghoes of the type referred to as “ripple" in the Anderson 


38a 


‘affidavit or “Wavy Bottom" the Ross affidavit. 


16. The two ads referred to on the second page of 
Exhibit D of the Ross affidavit under the heading "Thursday, 
December llth thru Sunday, December 14th", and the slicks and 
accompanying texts for those ads and all memoranda, letters and 


other documents regarding those ads. 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE SOUTHERN DISTRICT OF NEW YORK 


SCOA INDUSTRIES INC., 
Plaintiff, 
Vv. Civil Action No. 
FAMOLARE, INC., 75 (Civ. 3357 


Defendant. (Judge Wyatt) 


NOTICE OF TAKING DEPOSITION 
AND REQUEST FOR DOCUMENTS 


Marvin C. Soffen, Esq. 
Ostrolenk, Faber, Gerb & Soffen 
260 Madison Avenue 

New York, New York 10016 


Attorneys for Plaintiff 


PLEASE TAKE NOTICE that, pursuant to the Federal Rules 


| of Civil Procedure, defendant will take the deposition of Larry 


“Anderson, store managerof Gallenkamp's store at 2129 South Mooney 

;, Boulevard, Visalia, California, a retail outlet of SCOA Industries 

i Ine., upon oral examination before an officer authorized by law 

I t0 administer oaths beginning at 10:00 A.M. on Wednesday) March 17, 

: 1976, at the offices of Fish & Neave, 277 Park Avenue, New York, 

' New York 10017. 

Plaintiff is requested to produce at the deposition for 

inspection and copying by defendant the documents set forth in 

, the attached Schedule A. 

| The taking of the deposition will be continued from day 
to day until completed and such adjournments as to time and place 
will be taken as may be necessary. You are invited to attend and 
examine the witness. 


FISH & NEA' 


ry Paes 
S ee 
By : es ~ id te Ward mo bet 
( ~ Joan O. Tramontine 

277/ Part. Avenue 

New Yor! New York 10017 
Telephe: (212) 826-1050 


Attorneys for Defendant 


Schedule A 

l. The “Spring and Summer 'MATS' Service" or "catalogue" 
referred to in paragraph 6 of the affidavit of Larry Ancerson. 

2. The "pre-printed text accompanying the MATS adver- 
tisement" referred to in paragraph 6 of the affidavit of Larry 
Anderson. 

3. All written communications to or from The Visalia 
Times Delta or personnel of that newspaper (including without 
limitation Paul R. Cislini) relating to the Gallenkamp advertise- 

“ment of January 22, 1976, including without limitation invoices 
.and payments, credits and refunds for the same. 

4. All advertisements, slicks and accompanying texts 
i for advertisements and memoranda, letters and other documents 
regarding the advertisement and promotion of plaintiff, including 
ehent limitation its Retail Footwear Division, Gallenkamp Shoe 
‘Stores, Schiff Shoe Stores, and Conventional and Discount Shoe 
: Departments, relating to the shoes of the type referred to as 
"ripple" in the affidavit of Larry Anderson or as "Wavy Bottom" 
/in the affidavit of Milt Ross. 

5. All advertisements, slicks and accompanying texts 
for advertisements and memoranda, letters and other documents 


regarding the advertisement and promotion of plaintiff, including 


without limitation its Retail Footwear Division, Gallenkamp Shoe 


Stores, Schiff Shoe Stores, and Conventional and Discount Shoc 
Departments, which mention or refer to "Get There" or Famolare. 

6. Each of the "prior memoranda from Milt Ross" referred 
to in paragraph 9 of the affidavit of Larry Anderson. 

7. The "contact" between Abe Thall and the general 
managers of the Retail Footwear Operating Subsdivisions referred 


to in the affidavit of Abe Thall. 
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8. The "advertising 'slick' together with acc: .panying 
text prepared by the Advertising D:partment of SCOA Industries" 
rcferred to in the third sentence of the third paragraph of the 
affidavit of Milt Ross. 

9. The "instructions from the Advertising Department" 
referred to in the fourth sentence of the third paragraph of the 
affidavit of Milt Ross. 

10. The advertisement originally scheduled to run in 
December 1975, referred to in the seventh paragraph of the 
affidavit of Milt Ross, and the slick and accompanying text for 
that advertisement and all memoranda, letters and other documents 

"regarding that advertisement. 

11. The "lay-out" referred to in the first paragraph 

of Exhibit A of the affidavit of Milt Koss. 

12. The "ad scheduled for Thursday, January 22, 1976", 


: referred to in the second paragraph of Exhibit A of the affidavit 


' of Milt Ross, and the slick and accompanying text for that ad and 


» all memoranda, letters and other documents regarding that ad. 

13. The promotion that actually ran on Thursday, 

i; January 22, 1976, as contemplated by the third paragraph of 

Exhibit A of the affidavit of Milt Ross, including all advertise- 
ments, all slicks and accompanying texts and al]. memoranda, 
letters and other documents relating to that promotion. 

14. All communications received from Campbell Soup 
Company or its attorneys prior to June 3, 1975 (including without 
timitacion memoranda of telephone calls) relating to the "conflic:” 
referred to in Exhibit B of the affidavit of Milt Ross. 

15. All "Calendar of Events" or communications of the 
type attached as Exhibit D to the affidavit of Milt Ross for the 
montis (other than December 1975) during which plaintiff (as 
defined in paragraph 4 of this Schedule A) has offered for sale 


shoes of the type referred to as "ripple" in the Anderson 


affidavit or "Wavy Bottom" in the Ross affidavit. 


16. The two ads referred to on the second page of 


Exhibit D of the Ress affidavit under the heading "Thursday, 


December llth thru Sunday, December 14th", and the slicks and 
accompanying texts for these ads and all memoranda, letters and 


other documents regarding those ads. 


IN THE UNIGED STATES DISTRICT COURT 
FOR THE SOUTHERN DISTRICT OF NEW YORK 


x 
' SCOA INDUSTRIES INC., 
Plaintiff, 
Vv. Civil Action No. 


‘ FAMOLARE, INC., 75 Civ. 3357 


Defendant. : (Judge Wyatt) 


NOTICE OF TAKING DEPOSITION 
AND REQUEST FOR DOCUMENTS 


Marvin C. Soffen, Esq. 
Ostrolenk, Faber, Gerb & Soffen 
260 Madison Avenue 

New York, New York 10016 


Attorneys for Plaintiff 


PLEASE TAKE NOTICE that, pursuant to the Federal Rules 


i of Civil Procedure, defendant will take the deposition of Abe 
1 


Trall, Manager of Advertising, Sales Promotion And Display for 
Corporations of America, the Retail Footwear Division of 


Ss 4 Industries Inc., upen oral examination before an officer 

| authorized by law to administer oaths beginning at 10:00 A.M. op 
| Tuesday, March 16, 1976, at the offices of Fish & Neave, 277 Park 
Avenue, New York, New York 10017. 


Plaintiff is requested to produce at the deposition for 


- inspection and copying by defendant the documents set forth in 


: the attached Schedule A. 


The taking of the. deueeition will be continued from day 
to day until completed and such adjournments as to time and place 
will be taken as may be necessary. You are invited to attend and 
‘examine the witness. 


FISH & NEAVE 


t 


/ Cy rtoue les 
Tramontine 
227 Park Avenue 
New York, New York 10017 


Telephone (212) 826-1050 


Attorneys for Defendant 


Schedule A 

1. The "Spring and Summer 'MATS' Service" or “catalogue” 
referred to in paragraph 6 of the affidavit of Larry Anderson. 

2. The "pre-printed text accompanying the MATS adver- 
tisement" referred to paragraph 6 of the affidavit of Larry 
Anderson. 

3. All written communications to or from The Visalia 
Times Delta or personnel of that newspaper (including without 
limitation Paul R. Cislini) relating to the Gallenkamp advertise- 
ment of January 22, 1976, including without limitation invoices 
and payments, credits and refunds for the same. 

4. All advertisements, slicks and accompanying texts 
for advertisements and memoranda, letters and other documents 
regarding the advertisement and promotion of plaintiff, including 
without limitation its Retail Footwear Division, Gallenkamp Shoe 
Stores, Schiff Shoe Stores, and Conventional and Discount Shoe 


Departments, relating to the shoes of the type referred to as 


"ripple" in the affidavit of Larry Anderson or as "Wavy Bottom" 


in the affidavit of Milt Ross. 

5. All advertisements, slicks and accompanying texts 
for advertisements and memoranda, letters and other documents 
regarding the advertisement and promotion of plaintiff, including 
without limitation its Retail Footwear Division, Gallenkamp Shoe 
Stores, Schiff Shoe Stores, and Conventional and Discount Shoe 
Departments, which mention or refer to "Get There" or Famolare. 

6. Each of the "prior memoranda from Milt Ross" referrec 
to in paragraph 9 of the affidavit of Larry Anderson. 

7. The "contact" between Abe Thall and the general 
managers of the Retail Footwear Operating Subsdivisions referred 


to in the affidavit of Abe Thall. 
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8. The “advertising 'slick' together with accompanying 
text prepared by the Advertising Department of SCOA Industries" 
referred to in the third sentence of the third paragraph of the 
affidavit of Milt Ross. 

9. The “instructions from the Advertising Department" 
referred to in the fourth sentence of the third paragraph of the 
affidavit of Milt Ross. 

10. The advertisement originally scheduled to run in 
December 1975, referred to in the seventh paragraph of the 
affidavit of Milt Ross, and the slick and accompanying text for 

“that advertisement and all memoranda, letters and other documents 
|. regarding that advertisement. 

ll. The "lay-out" referred to in the first paragraph 

of Exhibit A of the affidavit of Milt Ross. 


12. The "ad scheduled for Thursday, January 22, 1976", 


'' referred to in the second paragraph of Exhibit A of the affidavit 


of Milt Ross, and the slick and accompanying text for that ad and 
j, all memoranda, letters and other documents regarding that ad. 

13. The promotion that actually ran on Thursday, 
|| January 22, 1976, as contemplated by the third paragraph of 
) Exhibit A of the affidavit of Milt Ross, including all advertise- 
manta: all slicks and accompanying texts and all memoranda, 
‘letters and other documents relating to that promotion. 

14. All communications received from Campbell Soup 
" Company or its attorneys prior to June 3, 1975 (including without 
, limitation memoranda of telephone calls) relating to the “conflict” 
| referred to in Exhibit B of the affidavit of Milt Ross. 

3 15. All "Calendar of Events" or communications of the 
” type attached as Exhibit D to the affidavit of Milt Ross for the 
_ months (other than December 1975) during which plaintiff (as 

defined in paragraph 4 of this Schedule A) has offered for sale 


. shoes of the type referred to as “ripple" in the Anderson 


affidavit or "Wavy Bottom" in the Ross affidavit. 


16. The two ads referred to on the second page of 


Exhibit D of the Ross affidavit under the heading “Thursday, 


December llth thru Sunday, December 14th", and the slicks and 
accompanying texts for those ads and all memoranda, letters and 


other documents regarding those ads. 
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UNITED STATES DISTRICT COURT 


SOUTHERN DISTRICT OF NEW YORK 


SCOA INDUSTRIES, INC., 
Plaintiff, 
73 Civ. 3357 
ING., 


Defendant. 


March 26, 1976 
5:30 p.m. 


BEFORE: 3, 
4 


HON. INZER B. WYATT, 


District Judge. 


APPEARANCE S: 


OSTROLENK, FABER, GERB & SOFFEN, ESQS. 
Attorneys for plaintiff, 
MARVIN C. SOFFEN, ESQ., 
Of Counsel 
- and- 
DOWELL & DOWELL, ESQS. 
A. YATES DOWELL, JR., ESQ., 
Of Counsel 


FISH & NEAVE, ESQS. 
Attorneys for defendant, 
JOHN O. TRAMONTINE, ESQ., 
Of Counsel 


mcjb 2 

MR, TRAMONTINE: May I proceed, your Honor? 
My name is John 0. Tramontine and I am appearing for the 
defendant, Famolare, the moving party. 


Your Honor, there are two motions before your 


Honor. One is for a preliminary injunction to restrain 
infringement of ‘defendant famolare's trade mark "Get 
There" which applies to shoes. The other motion is for 
leave to file two supplemental counterclaims. 

The first counterclaim, which is not opposed, 
is a counterclaim for an infringement of a utility patent 


that has issued since the filing of the original complaint 


and in our contention in our complaint is directed to the 
same shoes that are being sold by Scoa. 
The second counterclaim is for infringement of 


that "Get There" trade mark. 


Your Honor, the hour is late and with the Court's 


permission I would like to call a witness. 
THE COURT: All right. 
MR. SOFFEN: May I ‘say something at this point? 
THE COURT: Yes. 


MR. SOFFEN: It was only yesterday afternoon 


that I was advised as to the name of this witness. I was 


given some general statement by Mr. Tramontine as to what 


the subject matter of this testimony was going to be. 
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It seems that it does not relate to anything 
that is in the papers. The issue here is very simple: 
Whether the one-time publication of a small ad with words 
"Get There" appears entitles defendant to this preliminary 
injunction. 

As I stated, this witness is going to go into 
some other area to the effect that some store of our client 
in California was passing off. 

I just have no opportunity for rebuttal at this 
point, depending on what this witness says, and I don't 
think that the testimony relates to papers that are already 
on file. I would ask leave at least to have some rebuttal 
at sometime. 

THE COURT: You have to take it as soon as this 
witness is finished. 

MR. SOFFEN: The rebuttal can be only by someone 
who is in California. All these acts took place in Cali- 
fornia. 

THE COURT: There is a limit as to how much time 
I can spend on it. Unfortunately the days have long passed 
when we can do this in an orderly, human, decent fashion, 
That is ancient history. 


MR. SOFFEN: I understand, but it was impossible 


to get someone here in the time given. I only got the 


mcejb 
witness' name yesterday. 

MR. TRAMONTINE: I was never asked if I had any 
witness until yesterday and I told him. 

MR. SOFFEN: We never got a reply brief that 
insisted on an evidentiary hearing before. 


MR. TRAMONTINE: I informed you of that before 


THE COURT: I'm sorry. I've got to get finished 
with this. 
MR. SOFFEN: It is physically impossible to fly 

a witness in from California in this time for rebuttal. 

THE COURT: Too bad. 

MR. TRAMONTINE: May I proceed, your Honor? 
THE COURT: Yes. 

MR. TRAMONTINE: The defendant calls Paula 

Shepherd. 

PAULA SoHE P HER D, called as a witness in 
behalf of the defendant, after having been duly sworn, 
testified as follows: 

DIRECT EXAMINATION 

BY MR. TRAMONTINE: 

THE COURT: Will this be the only witness? 


MR. TRAMONTINE: Yes, unfortunately, Your Honor. 


THE COURT: Is there documentary evidence? 


Shepherd - direct 5 

MR. TRAMONTINE: Yes, your Honor, there is docu- 
mentary evidence with the witness and I have other docu- 
mentary evidence to offer. 

THE COURT: All right, go ahead. We'll deem 
your exhibits as having been marked. You can go on. I 
have to let my courtroom deputy clerk go. He goes to New 
Jersey and the hour is getting late. 

MR. TRAMONTINE: Sure. 

Mrs. Shepherd, where do you reside? 

906 Divisadero, Visalia, California. 

MR. TRAMONTINE: Visalia, California is the 
place where the advertisement was published. 

THE COURT: What is the name of your town? 

THE WITNESS: Visalia, V-i-s-a-l-i-a. 


THE COURT: Tell me, where is it? 


THE WITNESS: Between Bakersfield and Fresno, 


right in the middle. It's in the San Joaquin Valley. 

THE COURT: Would that be near Sacramento? 

THE WITNESS: Sacramento, then Fresno and then 
Visalia. 

THE COURT: Coming south? 

THE WITNESS: Yes. 

THE COURT: All right, I have a general idea of 


where it is. 


S2a 


mcjb Shepherd - direct 
Q How old are you, Mrs. Shepherd? 
A 23. 


Q Who are you employed by? 


A Dick Parker Shoes. 

Q Is that in Visalia, California? 

A Yes. 

Q What is your position with them? 

A I'm assistant bookkeeper and I also do sales 
work. 

Q Ho" long have you been employed by Dick Parker 
Shoes? 

A Nine months. 

Q Does the Dick Parker shoe stores handle the 
Famolare "Get There" shoes? 


A Yes, they do. 


Q During the period from the lst of this year until 


the present time have you done sales work for those stores? 


A Yes, I have. 


Q And do or do not the majority of the people who 


come into the store and purchase "Get There" shoes ask for 
them by the name "Get There" or do they ask for them in 


some other fashion? 


A They ask for them by their name, "Get There". 


Q What kind of seller is the Famolare "Get There" 
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shoe in tne Dick Parker shoe stores? 

A It is our best seller. 

Q Is Dick Parker the owner of those stores? 

A Yes, he is. 

Q Since the lst of the year did you have a conver- 
sation with Mr. Parker, your boss, with regard to the 
Gallenkamp shoe store in Visalia? 

A Yes, I did. 

MR. TRAMONTINE: Your Honor, Gallenkamp is a 
division of the plaintiff Scoa. 

Q Would you tell the Court the substance of the 
discussion that you had with Mr. Parker? 

A Mr. Parker asked me to go to the Gallenkamp store 


and see if there was any kind of advertisement, any pic- 


tures or anything that had the words "Get There" on it 


and to purchase a pair of shoes that would be in appear- 
ance like the "Get There" shoe but not to say the "Get 
There" shoe. To ask the salesman about the shoe and to 
try to purchase it. 

Q When did this conversation take place with Mr. 
Parker? 

A February 5th or 6th. 

Q 1976? 


A 1976. 
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Q Did you in fact go to the Gallenkamp shoe store 
in Visalia? 
A Yea, «© did. 
Q When did you go there? 
Friday, February 6, 1976. 
Did you go by yourself? 
A No, I took my girl friend, Melinda Morris. 
Q Did you see any sign or poster or anything 
printed with the words "Get There" on it? 
A No advertisement.. 
Q Would you tell the Court what happened when you 
went into the store? 


A I asked a salesman if I could purchase a shoe 


with the wavy sole that was in the window and I pointed 


to it and I said, “What is the name of that shoe?” 

And he said to me, "The ‘Get There,'" and I 
said, "Yes," and I asked him if I could try a pair on. 

He brought out the pair. I tried a pair on. 
I told him I would buy them. I asked him again what the 
name of the shoe was. He said, "Get There." 

We went up -- I paid for the shoe. I asked him 
if he could write the name of the shoe down so I wouldn't 
forget it and he wrote it on the box. 


MR. TRAMONTINE: I ask that a box, the yellow 
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box with the name Gallenkamp printed on it be marked as 


Defendant's Exhibit A for identification. 


(Defendant's Exhibit A deemed marked for iden- 
tification.) 
Q Mrs. Shepherd, can you identify that box? 
A Yes. 
Q Is that the box of the shoes that you had pur- 
chased at the Gallenkamp store? 
A Yes, it is. 


MR. TRAMONTINE: Your Honor, I would ask that 


the right shoe contained in that box be marked as Defen- 
dant's Exhibit B for identification. 
THE COURT: All right, B for identification. 
(Defendant's Exhibit B deemed marked for iden- 


tification.) 


MR. TRAMONTINE: I offer the box and the two 


shoes, one of which has been marked B for identification 
in evidence. 

THE COURT: Show them to counsel. 

MR. SOFFEN: I want the record to show cnat 
"Get There" is spelled G-e-t T-h-e-r-e. 

MR. TRAMONTINE: I take it there is no objection. 


MR. SOFFEN: Except for the objection I stated 


earlicr about this. 
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THE COURT: All right, without objection it will 
be received. 
(Defendant's Exhibits A and B received in evi- 
dence.) 


THE COURT: May I see them? 


Is that your handwriting? 


THE WITNESS: No, it is the sales clerk. 

THE COURT: It is he handwriting of the sales 

see. 

There is no “Get There" on the shoes or the box. 

MR. TRAMONTINE: That is correct, your Honor. 

THE COURT: All right. 

MR. TRAMONTINE: The witness' testimony was that 
the salesman identified them as "Get There" shoes. 

THE COURT: I understand. 


(Continued on next page.) 
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Q Mrs. Shepherd, there looks like an erasure on 
the word get, and the word "their" is spelled "t-h-e-i-r." 
Can you explain the erasure? 

A Yes, he didn't know how to spel] it. He started 
to spell it once, exased it and said, “That's okay, I just 
would like you to put the word Asien, * and he spelled it 
incorrectly. 

MR. TRAMONTINE: I ask that a receipt apparently 
dated February 6th be marked for identification as Defen- 
dant's Exhibit C. 

(Defendant's Exhibit C marked for identification.) 

Q Mrs. Shepherd, can you identify that receipt? 

A Yes. 

Q Is that the receipt you received at the Gallen- 
‘ane store when you purchased the shoes? 

A It is. 

MR. TRAMONTINE: Offer if in evidence, your Honor. 

THE COURT: All right. Show it to counsel. 

MR. SOFFEN: No objection. 


THE COURT: . Without objection it will be received. 


Now what exhibit is this? 


MR. TRAMONTINE: That is Exhibit C. 
THE COURT: And what is its description? 


MR. TRAMONTINE: It is a receipt. 
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THE COURT: All right. 
MR. TRAMONTINE: For the pair of shoes the wit- 
ness purchased. 
THE COURT: All right, let me take a look at it. 
MR. TRAMONTINE: On the back side, your Honor, 
which is difficult to see, if you look from the other . 
side, it is Gallenkamp's. 
Pur COURT: All right... Go ahead. 
(Defendant's Exhibit C received in evidence.) 
Q Would you describe the salesman, please? 
A The salesman was young, I'd say between 22 and 
26, probably, and had dark hair. 


Q Did you get his name? 


A No. His number is on the receipt. | 


Q Now, the pair of shoes inside the hox, which you 


purchased, on the innersole it says, "Right-On" by 


Gallenkamp. Did the salesman mention to you anything, 


that word "Right-On"? 


A 


No. 


Q Did you see, before you purchased the shoes, 


the word “Right-On"? 


A 


No. 


Did you try the shoes on before you purchased 
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Yes. 
When was the first time that you noticed the 
words “Right-On" on the inside of the shoe? 

A After I purchased the shoes and left the store, 
I took them out of the box and looked at them. 

Q Did you pay for the shoes yourself or did Mr. 
Parker give you money to pay for them? 

A Mr. Parker gave me the money. 

Q At any time, when you were in the store, did 
either you or your personal friend, Miss Morris, mentson 
the word "Get There"? 

A No, we didn't. 

Q When you tried the Gallenkamp shoe on, how did 
it feel to you? 

A Not comfortable. 


Q Had you worn Famolare "Get There" shoes your- 


self before? 


A Yes, I have two pair. 

Q And how did they compare in comfort ard in 
construction? 

A Very poorly compared to the "Get There" shoe. 
The "Get There" shoe is very comfortable, and it is a 
very good shoe for your foot, and this shoe definitely 


is not the same as the “Get There." 


jkjb 4 Sheperd - direct 14 

Q Is there any difference in construction between 
the Fanolare shoe -- 

MR. SOFFEN: Your Honor, I object, because I 
don't think this witness is qualified as an expert on the 
structure of shoes. 

MR. TRAMOTINE: Your Honor, she sells shoes. 

MR. SOFFEN: It may be one personal reaction. 

I don't know what that means. 

THE COURT: I will treat it as going to the weight. 
As long as she is here we might as well take her testimony. 

Q In terms of materials of construction, is there 
any difference between Famolare shoes and the Gallenkamp shoe 
you purchased? 

A The "Get There" shoe is leather, and this shoe 
is vinyl. 

Q How do they compare in price? 

A The “Get There" shoes are twice as much as these. 
These sell for about 15.99 and our shoes are between 30 
and 32. 

Q Do you have any information as to the price or 
cost to Dick Parker shoes to buy the Famolare shoes? 

A We pay at cost 15, maybe 15.75, at cost. 


MR. TRAMOTINE: I ask that a Famolare "Get 


There" right shoe be marked as Defendant's Exhibit D. 
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THE, COURT: All right, Exhibit D, let's deem it 
‘marked, that is the Famolare nie Show it to counsel. 
(Defendant's Exhibit D marked for identifica- 
tion.) 
Q Mrs. Sheperd, is that shoe sold by Dick Parker 
Shoe Company? 


A Yes, it is. 


MR. TRAMOTINE: Offer it, your Honor, in evidence. 


THE COURT: All right, show it to counsel. 

THE COURT: Any objection? 

MR. SOFFEN: No objection. 

THE COURT: All right, we'll deem it marked. 
Let me take a look at it. 

MR. TRAMOTINE: .-Yes, your Honor. 

THE COURT: Deemed marked Defendant's Exhibit 
in evidence. 

MR. TRAMOTINE: Your Honor, there is tne Famo- 
lare shoe, and this is the Scoa Gallenkamp shoe. 

THE COURT: All right. 

MR. TRAMOTINE: I have no further questions, your 
Honor. 

THE COURT: All right. 
CROSS EXAMINATION 


BY MR. SOFFEN: 
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Q I believe you testified that the Gallenkamp store 
had no written advertising using the word “Get There," 
is that correct? 

A Not in this store. 

Q Did you ever see the word "Get There" used on 
any of the boxes in that store? 

A No. 


Or any display ads on the windows or anywhere 


I saw it in the ad in the newspaper but nowhere 


Q You are speaking of the ad in the Visalia Times 
of January 22nd? 

A I'm not sure of the date. 

Q Did you see it on more than one occasion in the 
newspaper or only once? 

A I saw it just once. 

Q You said you didn't know the salesman's name, 
was that your testimony? 

A Right. I don't know his name. 

Q Do you know any of the salesmen in that store? 


No. 


Do you know a Mr. Ernest Corinado, Corinado? 


Not that I recall. 
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Q Where did you work before you were working at 
the Parker store? 
A L. E. Cooke Company, it's a nursery. 
Q Did you ever work at J. C. Penny? 
Yes, I did. 
Did you sell shoes there? 
Yes, and I know an Ernie from there. 
You know Mr. Corinado from there? 
A I didn't know his last name. 
Q Right. Do you know that Ernie is also a salesman 
in the Gallenkamp store now? 
A I knew he had been, I didn't see him that day 
when I went in. 
Q How many times did you go in that day? 
Pardon? 
Q How many times did you enter the store that day? 
A I went in and made a phone call to Mr. Parker, 
I left the store, and then I proceeded right back in twice, 


in a matter of ten minutes. 


Q You didn't ask for Ernie when you were there? 


A No, I didn't ask for anybody. 
Q You knew he worked there? 
I didn't know he worked there then, no. 


When did you know that? 
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Oh, about maybe a year and a half ago I saw 


Q A year and a half ago? 

A A year. I don't remember. I saw him a long 
ago in there. 

Q Working there? 


Yes. 


Oh, you knew he was there as of a year and a 
is that it? 
I remember going in there about a year and a 


ago and I saw him. That was the last time I saw 


Q And you didn't see him on the first trip into 


the store, is that your testimony? 


A Right. I didn't see him. 


bid you buy anything on your first trip into the 


when did you come back after you went out 


of the store? 


A I said I entered the store twice in a matter 


of ten minutes. 


Q Did you see Ernie at all the second time in the 


store? 
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Not that I recall. 


Did you know the salesman at all that waited on 


No. 
I believe you described him as young, was he? 
Could you describe him a hit more for us? I'm not sure 
I got it on your direct. 
A I said I thought he was probably between the 
age of 22 and 26, and he had dark hair. 


Q Was he Hispanic at all as far as you could tell? 


A I recall him being slightly dark. 


Q When you went in and asked for the shoe, what 
words did you use? 

A I asked the salesman if I could purchase or see 
a shoe, the shoe with the wavy sole and I pointed to the 
one in the window. 

Q You did not ask for the "Get There" shoe? 

A No, I did not. 


(Continued on next page.) 
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Q I believe you said you asked the salesman to 
put the words down on the box? 

A I asked him if he would write the name of the 
shoe down for me so I wouldn't forget it and I thought he 
might put it on the receipt, but he wrote it on the box. 

Q Is that the only reason you gave? 

A Yes. 

Q You didn't give him a reason that you wanted the 
name on it so you would know what to look for? 

A Possibly I told him. The main thing is that I 
wanted to know the name so I wouldn't forget it if I need 
further reference for the shoe. 

Q And he didn't even spell "There" correctly, 

did he? 


A No, he did not. 


Q Did you tell him how to spell the word? 


A No, I did not. 

Q You took his misspelling as it was? 

A He said he did not know how to spell it. I 
said, "Just spell it the way you want to." 

Q As far as sou ne this man who waited on you 
was a young salesman. You don't know that he had any other 
capacity in the store? : 


A No. 
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Q When you received the box with the writing on it, 
did you do with it? After you purchased the shoes, 
did you do? 
A Well, I took it home and the next -- when I went 
into the office I gave it to my boss, Mr. Parker. 
Q That was on what date? 
A The 7th. 
Q The 7th of February? 

Yes. 


And what did Mr. Parker say when you gave it to 


A I told him my conversation with the sales clerk. 
I gave him the change back from the money he had given me. 
He said he was going to take the box and mail it to Famo- 
lare. 

Q Did he say why he was going to mail it to Famo- 
lare? 

A We had discussed it. The reason that I bought 
the shoe was because they were using the words "Get There." 


Q Who was uSing it? 


A It had been used in a newspaper ad. 


Q I had been used in the one newspaper ad you tes- 
tified to? 


A Yes, the one newspaper ad. 


68a 
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Q And Mr. Parker is a competitor of the Gallenkamp 
shoe store, is he not? 

A I wouldn't really call him a competitor. For 
this shoe right now we are. 

Q Can you explain the erasure on the box? 

A yes. When I went up to the counter he started 
to write the word. He said he did not know how to spell 
it. He erased it. I said, "Go ahead and spell it the 
way that you want to," and he continued a second time to 
write the words "Get Their." 

Q You say you gave the box and the shoes to Mr. 
Parker? 

A Yes, I did. 

Q And you said he then mailed it to Famolare or 
sent it to Famolare. Do you know what happened to it 
after that? 


A I presume that Mr. Tramontine got it. 


Q When did you see the box next after the time 


you gave it to Mr. Parker? 

A Today. 

Q Today is the first time you have seen it since 
February 7th, isn't it? 

A That is correct. Well, it wasn't mailed on 


February 7th, but this is the first time I have seen it 
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since February. 

Q When were you first asked to testify in this 
proceeding? 

A I don't remember the exact date. 


Q Was it more than a week ago? 


A Yes. 
Q More than two weeks ago? 
A Possibly two weeks, maybe three weeks ago. 


Q Was your girl friend with you both times that 


you were in the store or only the first time? 


A The first time, when I went in, I just walked 
through. I went to the pay phone and went back. She was 
with me the whole time. 

Q I'm sorry. You went to the pay phone outside? 

A Outside the Gallenkamp store in the mall, and 
she was with me the whole time. 

Q Were there any salesmen in the store at the 
time besides the one who waited on you? 


A I'm sure -- yes, I'm sure there were. 


Can you describe them? 


A No, I could not. 
Q Did you know that any of them were aware of the 
transaction that you had with this salesman? 


A No. 
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Q Did the salesman that sold you the shoe take 
your money? 

A I don't know either. No. I don't think so. 
I'm not sure. I know that the salesman that showed me 
the shoe and gave it to me and called it a "Get There," 
he's the one that wrote it on the box, but I don't know 
who took the money. 

Q Wnen did he put the writing on the box? 


A When I was purchasing the shoe. 


Q After you paid for it? 


A During. 

Q While you were paying for it. What did you do? 
You took the shoe and walked over to a cashier or a counter 
or what? 

A Yes, I walked over to the counter to pay for it. 

Q And you paid someone else? 

A I don't remember. I don't know if I paid the 
same gentleman that showed me the shoe or not. 

Q He wrote the words on the box at your request 
at the time you were paying for the shoes? 

A I didn't ask him to write it on the box, but I 
did ask him to write the words down, yes. 

Q The salesmen in the store don't use name cage 


or anything, do they, or buttons? 
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In Gallenkamp? 
Yes, in Gallenkamp. 
I don't know. 
But you don't know the salesman's name? 
A No. 
Q Did you say anything to the salesman about the 
fact that Ernie had worked there at one time? 
A No, I did not. He never entered my mind. 
Q Did you ever go at any other time into the Gallen- 
kamp store in Visalia to purchase shoes since that time? 
A Since that time? 
Q Yes. 
A No. 
Q Had you ever gone there before that time to pur- 


chase shoes? 


A Maybe two years ago. Maybe a year ago. It has 


been a long time. 
Q Was that, when you went there, also at the 
direction of Mr. Parker? 
A No, it was not. It was for myself. 
MR. SOFFEN: I have no further questions. 
THE COURT: Anything else? 
MR. TRAMONTINE: I have no further c..estions. 


THE COURT: You may step down. 


(Witness excused.) 

MR. SOFFEN: Your Honor, may I just Say something? 
I do want to comment briefly, if I might, that this tes- 
timony because of the fact -- to the extent that this is 


really relevant to the issue here, we would like an oppor- 


tunity to find this salesman who I believe can present 


testimony. 


(Continued on next page.) 
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MR. TRAMONTINE: Your Honor, may I address 
myself to that? 

Mr. Soffen submitted a series of affidavits, 
one by their store manager, one by their regional 
manager, one by their national manager. 

I asked counsel to produce those witnesses 
here today to be examined before you. 


He refused. He said, "You can take their 


d-epositions in California or Ohio." 


They refused to be here, and he could have had 
the store manager here, and now he wants witnesses. 

MR. SOFFEN: No, they could have been here, but 
they couldn't have helped me here. I would have had 
all these people here from California except evidently 
their salesman who we're concerned with, his testimony) 
so we would have gone through the whole expense of having 
the wrong people here. 

It wasn't the store manager who waited on her. 
It was some salesman who couldn't spell properly. 

MR. TRAMONTINE: Your Honor, may I proceed? 

THE COURT: Yes. 

MR. TRAMONTINE: Your Honor, the witness 
referred to a personal friend that accompanied her, 


Melinda Morris, and we have the affidavit of Miss Morris 
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that goes to the same incident, which we would ask to 


be marked as Defendant's Exhibit E for identification. 

THE COURT: Well, we don't have to mark it 
as an exhibit. It will just be part or the file, 

MR. TRAMONTINE: Your Honor, that does raise 
a problem that I have. And the Court, I'm sure, is 
aware that on a motion it can consider affidavits or 
direct a hearing. 

The issues here are directed, I think, in large 
measure, to credibility. 

Now, the reason I made an offer in evidence 
of these affidavits was to find out if counsel for 
Scoa wanted to cross-examine witnesses. 

I personally want to cross-examine the people 
who are identified as managers on their credibility, 
and I would object in the absence of an opportunity to 
cross-examine those people to the Court's consideration 
of their affidavits. 

MR. SOFFEN: Your Honor, he has had three 
weeks to cross-examine these witnesses. He noticed 
their depositions, and then adjourned them without 
taking them. He had every opportunity to ovédeséecnion 
these people. 


MR. TRAMONTINE: There is a stipulation, your 
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Honor, where both parties agreed they were adjourned 
because it was impossible for Scoa to produce the docume 
that I asked for in aid of those depcsitions until the 
22nd. 

MR. SOFFEN: At that point, there was still 
plenty of opportunity; he could have gone to where the 
documents were and examined the witnesses. 

THE COURT: In any event, we started talking 
about whether it should be an exhibit, given an exhibit 
number, or should be simply made a part of the record, 

If you want to give it an exhibit number, it’: 
all right with me. 


MR. TRAMONTINE: Thank you, your Honor. 


MR. SOFFEN: I am just going to interpose 


my objection, without any opportunity for rebuttal to 
this last submitted affidavit. 

THE COURT: All right, I will receive it. 

Whose affidavit is it? 

MR. TRAMONTINE: The affidavit of Melinda 
Morris. 

(Defendant's Exhibit E deemed marked in evide 

THE COURT: What else? 

MR. TRAMONTINE: Just for the sake of the 


record, I would like to offer -- 
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MR. SOFFEN: May I have a copy of the affidavit? 

MR. TRAMONTINE: Certainly. 

I would like to offer in evidence the affidavit 
of Carl C. Conway, the affidavit of Paul R. Cizlini, 
and the affidavit of Richard R. Parker, copies of which have 
previously been served upon counsel for Scoa. 

I offer those as Exhbits F, G and H respectively. 

MR. SOFFEN: I believe these affidavits are part 
of the record already, your Honor. 

THE COURT: a thought they were, too, but if 
he wants to mark them, he may. 


MR. SOFFEN: I just object that they are being 


duplicative of the record. I am not prepared to st-art 


reoffering our affidavits. 

MR. TRAMONTINE: To make myself obviously 
clear, if counsel wishes to cross-examine any of the 
witnesses here, and he wants to object to their admissi- 
bility in evidence on that ground, he can say so. 

Now, I will call Mr. Conway, if necessary, if 
he objects to the use of these affidavits. 

MR. SOFFEN: How about Mr. Cizlini? Will you 
call him? 

MR. TRAMONTINE: He is not in my control, and 


I willwithdraw his affidavit if you object to it on the 


NT MRO RE Ee cdeuantiatcmanieendaieieeerialiaiie baie _ ee wen S eenlinenal enon one en els Mae ane 

: aaa ensaraeneeeinesaeea hmeesrerntnentaents mempeemepanneietinenaannssevyvemnat 

seunstiiselecigile aieaeaiiancer'qeenaantiteenneininiaesian deiner aleelaniinnearinrs : . eee 
- CASRN NATE EES I EE 


2 ERE NE 
a 


jkja 
grounds of lack of opportunity to cross-examine. 
MR. SOFFEN: How about Mr. Parker? 


MR. TRAMONTINE: Mr. Parker is not in my 


control, and if you object to it on the ground of lack 
of opportunity to cross-examine, I will withdraw it. 

MR. SOFFEN: Well, your Honor, as far as I 
am concerned, all the affidavits can go in, but I don't 
want this. I think what the counsel is trying to do 
is make this some sort of one-way street. 


THE COURT: No, if you want to submit affidavits, 


I will take your affidavits. In fact, you have already 


submitted -- 

MR. SOFFEN: Yes, I have. Thank you. 

THE COURT: All right. "E" was the Morris 
affidavit. What is "F"? 

MR. TRAMONTINE: Conway is the "F" affidavit. 
"G" is a second affidavit submitted from the same person; 
the first affidavit was submitted by Scoa. It's the 
Cizlini affidavit. 

THE COURT: "GY is Cizlini? 

MR. TRAMONTINE: That's correct, your Honor, 
and "H“ is Parker. 

THE COURT: All right. 


(Defendant's Exhibits F, G and H deemed marked 
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in evidence.) 
THE COURT: What else? 
MR. TRAMONTINE: Your Honor, I ask that an 
invoice of the Visalia Times Delta to the Gallenkamp Shoe 


Corp. be marked as Defendant's Exhibit I. This document 


was produced to us by counsel for Scoa within the last -- 


this week. 

I offer it in evidence, your Honor. 

THE COURT: All right. How do you describe 
it, an invoice? 

MR. TRAMONTINE: It's an invoice from the 
newspaper, the Visalie Times Delta, to Gallenkamp Shoe 
Corp. 

THE COURT: All right. 

MR. TRAMONTINE: I understand that attached to 
this but not produced to us was a copy of the advertisment 
showing the "Get-There" sole. 

Is that correct, counsel? 

MR. SOFFEN: Excuse me. Where it says, 
"Tear sheet," the tear sheet would be of the advertise- 
ment. 

TRAMONTINE: And it was attached to this 
invoice? 


SOFFEN: I can't say that one way or 
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or the other, but that's what the tear sheet usually is. 
THE COURT: It is deemed received. 


(Defendant's Exhibit I deemed received in evidence 


THE COURT: ° I haven't got a clerk here to 


mark them. Next week you can get him to mark it. 

MR. TRAMONTINE: I ask to be marked as 
Defendant's Exhibit J for identification a group of four 
documents. They are internal documents of Scoa, including 
internal documents of its various divisions, such as 
the Norrwock Shoe Division and the Norrwock Shoe Co., and 
each one of these, your Honor -- and these are internal, 
they don't go outside the company -- but they refer to the 
Scoa copy of our product, our shoe, as the "Get-There." 

THE COURT: Let me see it. 

MR, TRAMONTINE: These documents were produced 
by counsel for Scoa. 

MR. SOFFEN: I am going to object. I don't 
believe these documents were produced by us. 

MR. TRAMONTINE: Your Honor, I represent to 
the Court that they were. They were produced, except 
for the red marks, your Honor, which I put on. 

MR. SOFFEN: I don't recognize these documents 
as being produced from us. 


MR. TRAMONTINE: Unfortunately, your Honor, 
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when the documents were produced, they were not given any 
identification numbers. This is before I came into the 


case. 


I represent to the Court that they were -- 


THE COURT: They are documents of Scoa, and they 


are marked as Exhibit J. Let me see them. 


look at? 
MR. TRAMONTINE: Surely. 


THE COURT: All right. 


MR. TRAMONTINE: May it be received, your Honor? 


MR. SOFFEN: Do you have another copy I could 


THE COURT: Cf course. 


(Defendant's Exhibit J deemed received in 

evidence.) 

MR. TRAMONTINE: Your Honor, it is our con- 
tention here in moving for this preliminary injunction, 
that Scoa has followed a course of conduct of using 
other people's trademarks externally in their promotion 
and advertising until the owner complains about the use 
of the trademark on a shoe, and then they just use it 
internally after that, with the result that happened 
here of a palming-off of a product under the name of 


the trademark, even though not used with any sign in the 


store. 
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THE COURT: Well, I'm not sure I would call it 
a palming-off, because she didn't ask for a "Get-There" 
shoe. 

MR. TRAMONTINE: That is true, your Honor. 
It's worse than palming-off, in a sense. 

THE COURT: I'm not sure. Whatever it may be, 
it's not palming-off. 

MR. TRAMONTINE: It's a misrepresentation by 
use of a trademark. It's clearly the use of a trademark, 
and it injures my client. It's a cheaper shoe. It's 


not as comfortable, and that person would never buy another 


"Get-There" shoe again. 


The same pattern of conduct, your Honor, and 
I have exhibits I would like to offer in evidence here, 
was followed by the Scoa Company with regard to the 
"Barth’ shoe, and I would like to mark as Defendant's 
Exhibit K for identification an internal memorandum of 
Scoa which was produced to us by Scoa, regarding the 
earth shoe, and also as Defendant's Exhibit L, a 
registration of the mark of the "Earth" shoe to another 
company, of neither of the parties here. 

THE COURT: All right. 

MR. SOFFEN: I object to Exhibit K because 


the "Earth" shoe isn't an issue in this case. It's 
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another shoe, it's another matter. 
MR, TRAMONTINE: Your Honor, it shows a 
pattern of conduct. 
THE COURT: There is no jury. Let's go on. 
MR. TRAMONTINE: May they be received, your 
Honor? 
THE COURT: Of course. 
(Defendant's Exhibits K and L received in 


evidence.) 


MR. TRAMONTINE;: I would like to have marked 
as Defendant's Exhibit M for identification another 
trademark that is used by Scoa, trademay* for a shoe, 
and this is che Wallabee's. 

MR. SOFFEN: I object. I just can't see 
the relevance of this to anything that has been mentioned. 

THE COURT: Well, there is no jury. {1 witt 


take it. 


(Defendant's Exhibit M deemed received in 
evidence.) 


MR. TRAMONTINE: I also ask to be marked for 


identification an internal calendar of events for 


Gallenkamp Shoe Stores, which in their own internal 


directions to their stores refers, for example, to 


“Barth Shoe promotion," in other words, somebody else's 
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trademark, but calls it "Supernaturally," but then 
internaily continue to use the term "Earth Shoe." 
This is after they stopped, they stopped 
using it externally, but internally they continued to do so. 
The same thing was done on Wallabee. 


THE COURT: All right, That is Exhibit N, 


MR. SOFFEN: Same objection. I object to the 


characterization, but that is argument. 


THE COURT: All right. 
(Defendant's Exhibit N deemed received in 
evidence.) 
MR. TRAMONTINE: I ask to have marked as 
Defendant's Exhibit O for identification another document 


which was produced by Scoa, internal document, and in 


| 
received. 
| 
| 
| 
| 
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this document, your Honor, it is a very funny document -- 
it was after they said they stopped using the word 
"Earth" and here is an internal document from one of 
the affiants who gave an affidavit here, say, "Whenever 
running ads on the ‘Earth’ type shoe, do not use the word," 
I offer that in evidence as Exhibit 0. 
THE COURT: All right, 


MR. SOFFEN: Same statement of relevance, your 


epee sr a a ae aaa areata malice SS 
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MR. TRAMONTINE: I didn't hear that. 

MR. SOFFEN: I said same cbjection of irrelevance. 

THE COURT: I will take it. Overruled. 

MR. TRAMONTINE: I would like to direct the 
Court's attention to the fact that in the complaint -- 
and the complaint is a complaint of Scoa -- they are 
seeking relief from this Court that Famolare has no pro- 
prietary trademark that is valid, enforceable and infringed 
by plaintiff Scoa directly or indirectly. 

In that connection, attached to my affidavit, 
which has be.n served, and which I would like to mark as 
Exhibit P for identification, is one page from the 
examination of Mr. Famolare By counsel for Scoa, in 
which -- and that is at page 113 of his transcript -- in 
which it is clear that counsel is attempting to show that 


the word "Get-There" is descriptive, and therefore 


MR. SOFFEN: Again, I just would rote that this 


affidavit is a duplicate of what is already --. 


yr 
THE COURT: I know. I don't know what we 
are doing, but if he likes what he is doing -- 
MR. SOFFEN: It's a duplicate of what's on file 


already, if he wants to mark it. 


4 


THE COURT: All right. 


| 

| 

would mean it would be an invalid trademark. ' | 
| 
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MR. TRAMONTINE: Your Honor, we are at this 


juncture. I have asked counsel for the other side to 


produce the people that they gave there, their emplo/ees, 
their managing agents, and they have refused to do so. 
I offered to put over this hearing for a week 
if they would produce them. 
8 THE COURT: No, we are not putting over the 


hearing for any week. 


Your Honor, in view of that, 


MR. TRAMONTINEs: 
I would ask that the Court not consider the affidavits 


cf those three people who they refused -- 


13 THE COURT: No, I will consider them. 


All right, what else? 


MR. TRAMONTINE: Your Honor, that is all. 


Thank you, your Honor. 
17 THE COURT: Now, I thought that you referred 
at somepoint to an advertisement in the Visalia newspaper. 


19 MR, TRAMONTINE: Yes, your Honor. 


THE COURT: How is that in evidence? 


That is attached to the 


MR. TRAMONTINE: 
affidav:.: of Mr. Conway, and, your Honor, probably to 
help the Court, let me mark a copy of that advertisement. 


THE COURT: Wnat exhibit is that, Mr. Conway's 


2 £ & RB 


affidavit. 
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MR. TRAMONTINE: Exhibit Q to the Conway 


affidavit, your Honor -- I'm sorry, Q is the Conway 


affidavit. 

Let me mark the advertisement separately so the 
Court can find it readily. That will be Defendant's 
Exhibit 0. 

THE COURT: Well, apparently it's a loose and 
disjointed procedure. The advertisement is apparently 
an exhibit to a memorandum of law. I don't know where 
that leaves us, but I don't care, 

MR. TRAMONTINE: I'm sorry, your Honor. 

THE COURT: I haven't got time to fool with 
the details of it. 

MR. TRAMONTINE: I would like to mark was 
Defendant's Exhibit Q the advertisement in question, 
and I offer it in evidence. 

THE COURT: All right. 

MR. SOFFEN: No objection. 

(Defendant's Exhibits 0, P and Q deemed received 

in evidence.) : 

MR. TRAMONTINE: That is the advertisement 
of the Gallenkamp Shoe Store that uses the expression 
"“Get-There Sole." 


THE COURT: All right. What is next? 
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MR. TRAMONTINE: That is all I have, your 


THE. COURT: All right. What does Scoa have? 

MR. SOFFEN: Your Honor, Scoa relies on the 
affidavits that we submitted in response to this motion. 

I have some argument I would like to present. 

THE COURT: All right. 

MR. SOFFEN: I have one other document which 


we did produce, which ought to be added, to complete the 


record, as an exhibit, and that is a list of the 


various stores. It shows the scope of advertising of 
the "Walk On, America," which is an ad relative to this 
shoe. 

THE COURT: All right. 

MR. SOFFEN: It's a list of newspa-+rs to which 
Scoa directs its advertising. 

THE COURT: All right. 

MR. SOFFEN: It's not the accused ad, by the was 

MR. TRAMONTINE: Your Honor, all this appears 
to be is a list of newspapers and amounts over here, and 
it says, "December 8, 1975." It's meaningless to me. 

THE COURT: I don't care what it is. I will 
take it. Exhibit 1, and you wil have to get it marked 


by the clerk next week. That is a list of ads. 


MR. TRAMONTINE: I object to it. 

MR, SOFFEN: List of ads. 

THE COURT: All right. 

(Plaintiff's Exhibit 1 received in evidence.) 

THE COURT: What else? 

MR. SOFFEN: If your Honor please, I'd rather 
not go through the attachments to our affidavits and 
remark those, if they are part of the record. 

THE COURT: They are part of the record as far 
as I'm concerned. 


MR. SOFFEN: Fine. So I have nothing else 


THE CQURT: All right. Then what have you got 


to say, because it seems to me I ought to issue a pre- 


liminary injunction. 

MR. SOFFEN: I have to say this: The advertise 
ment -- first of all, this comes on on an order to show 
cause, which was brought a month after this one advertise- 
ment appeared. This is one single advertisement ina 
small town in California. 

THE COURT: I agree. 

MR. SOFFEN: That was put together without 
company authority by the manager of the Visalia store 


with the newspaper man. The manager did not tell the 
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newspaper man to use "Get-There." 
THE COURT: I believe he did. 
MR. SOFFEN: No, he did not, your Honor. 


COURT: Well, I find that he did. 


MR. SOFFEN: Your Honor, there's nothing in 


any affidavit and record -- 

THE COURT: Yes, Cizlini says he did. 

MR. SOFFEN: Cizlini only says that he wasn't 
told, that he doesn't recall being told not to do it. 
That's what he says. 

THE COURT: He says that snaecie he put in 
the ad other than the photographs, he was told to put in 
by the manager. 

MR. SOFFEN: But he says he did not -- well, let 
me -- Cizlini, first of all, never gave a proof of this 
to the manager before the ad came out, and Cizlini says -- 

fi. TRAMONTINE: Exhibit G. 

MR. SOFFEN: Cizlini in his affidavit says, 

“I do not recall Mr. Anderson telling me not to use the 
name 'Get-There' in the advertisement." 

We have affidavits of Anderson and Matoya saying 
he did tell him that. a doesn's say dispositively that 
Anderson told him to use it. 


MR. TRAMONTINE: Your Honor, that's misleading. 
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2 Mr. Cizlini does say, "I am confident that if Mr. Anderson 


had told me not to use that name, I would not have used 


it in the advertisement." 


And he goes on to say that he prepared that 
6 advertisement within not more than four hours after his 


meeting with Mr. Anderson. 


MR. SOFFEN: And he never submitted a proof to 


Mr. Anderson. 


Mr. Anderson is one of the 


MR. TRAMONTINE: 


affiants we asked to be produced here, and he was not. 


12 MR. SOFFEN: If you will look at the ea: Lier 


Cizlini affidavit -- 


THE COURT: I did. ra 


So that we have two affidavits 


MR. SOFFEN: 


saying that he was told not to use it, and you have 


Mr. Cizlini saying he just doesn't recall being told not 


ts use the name. 


THE COURT: No. He says, "The remaining copy 


to be used in the display, was given to me orally by 


Mr. Anderson." 


MR. SOFFEN: But there was no copy, there was 


no wording in that copy, your Nonor. There were no 


words -- 


THE COURT: Loo*., you could argue here till 
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past midnight, and you'd never convince me that the 
store manager didn't tell Cizlini to use "Get-There," 
because common sense would teach me that Cizlini is not 
going to invent it. He is not in the shoe business. 

MR. SOFFEN: You have to remember that there 
was the affidavit of Anderson, which says that there 
was a discussion with Cizlini, and as part of the discussio 


certainly there was a discussion that it had a ripple sole 


Cizlini to putting these two words in this one ad in 


¢ 


similar to the "Get-There" shoe, and this got converted by | 
1 
| 


this one newspaper one time, and it has never been repeated | 
again. Ard there is no showing of any irreparable 
damage from this one thing that was against company policy 
and company orders and has never been repeated, and there 
is a whole list of ads -- 

THE COURT: What harm would it do if I issue 
a preliminary injunction? 

MR. SOFFEN: : One of the harms it will do us 
is in the publicity. . This case is getting a lot of 
publicity, unfortunately. In fact, in a similar case 
involving these parties in Chicago, Judge Will has issued 
an order ordering Famolare to refrain from further 
publicity, and it's -- I'd like to say -- 


MR. TRAMONTINE: My client will not issue any 
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press rele se, I can assure you, if your Honor orders 
on this preliminary injunction, if your Honor wants that. 


MR. SOFFEN: I would like to enter this order in 


Chicago on the publicity aspect here. 


THE COURT: All right. Do you want it marked 
as an exhibit? 

MR. SOFFEN: Yes, please. 

THE COURT: All right, Exhibit 2 is the Judge 
Will order. 

(Plaintiff's Exhibit 2 deemed received in 
evidence.) 

MR. SOFFEN: But the harm, your Honor, this 
is very close to -- 

MR, TRAMONTINE: Your Honor, this was an agreed 
order, and it has attached to it an agreed press release. 

MR. SOFFEN: Your Honor, this case is very close 
to the United Farm Workers case that we cited in our 
memorandum. There, there were four instances, and the 
Court was very careful, this Court, and that was Judge 
Pierece speaking for this Court, saying that, "Before 
preliminary injunction will issue, the moving party must 
demonstrate the likelihood he will ultimately prevail 
on the merits and he will suffer greater irreparable 


injury from denial than the opposing party.” 


Then he goes into publicity, too: "The 
mere announcement to the public that Sloan's has been 
preliminarily enjoined in this case would convey an incorre 
impression of defendant's position with regard to the 
plaintiff, would misrepresent its good faith efforts, and 
would likely do considerable injury to its general business 
réputation which is not presently justified by the record.” 

In that case he said, "The defendant acted in 
good faith, the defendant has simply inadvertently mis- 
stepped in its attempt to comply with plaintiff's request 
and has acted to avoid mistakes 1. the future," which is jus 
what we have, which is jusé \ 1at our record shows. 


One isolated ad by a store manager, contrary 


to the entire company policy on putting out ads does not 


warrant this drastic remedy of injunction. 
This ad came out in January, January 22nd. 
They waited a month to bring this motion and order to 


show cause. It's being argued a menth later. 


In the last two months, nothing else has happened, 


and that is all there is, that is all there is likely to 
be. 

We don't believe this is the kind of case that 
requires this extraordinary remedy. There is just no 


irreparable damage gvoing on here. 


This is just this one isolated instance. 

It's a large company. It was one misstep or one error 
of confusion, one advertisement. 

The circulation of the paper is 16,900, as 
distinguished from the widespread nationwide advertising 
campaign on both sides, and this shouldn't bring about 
all of this kind of relief, it simply isn't called for 
here. 

This will not happen again, anc it was against 
plaintiff's policy to begin with. 

Their pelicy a not to have the store managers 
make up these ads. It's to have them come from head- 


quarters. And the store was being remodeled. 


THE COURT: That policy will be lived up to. 


You ought to be grateful, because your policy will be 
lived up to more certainly ifan injunction is issued. 

MR. SOFFEN: Our policy will be lived up to 
without an inuunction, and this one misstep we submit -- 

THE COURT: So I keep saying, the injunction can't 
possibly hurt you. 

MR. SOPSFEN: But that, your Honor, is net the 
rule, injunctions can't hurt anybody who isn't doing 
anything. 


THE COURT: There isn't any doubt but what a 


cosnernarmnsnnett treme J 
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unit of your business deliberately infringed those people's 


trademark. There is no doubt about that. I so find, 


MR. SOFFEN: Well, I think there's great doubt 


THE COURT: Well, I don't, on this record. 
It may be, if you say there is one instance -- 

MR. SOFFEN: There was confusion in an oral 
conversation. 

THE COURT: I don't believe there was any 
confusion whatever. I believe this man deliberately told 
Cizlini to use "Get-There.”" | 

MR. SOFFEN: This man is not an officer or | 
manager of the company. He runs one store out of hundreds | 
of stores. 

VHE COURT: It may be. That I will accept. 

MR. SOFFEN: And there is a limit as to how 
this can be policed, and this happened in one isolated 
instance. It did not happen before. It has not happened 
since, and certainly, under the cases we cited, this is 
simply not the basis for a preliminary injunction, and 


I direct -your Honor's attention -- 


to have deliberately infringed a trademark of "Get-There,' 


THE COURT: I think that when people are shown 


it seems to me that injury has been shown. They show me 
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that the shoes differ in quality, they differ in price, 
that Famolare has spent a lot of money exploiting the 

mark "Get-There." That is shown by the way it's thrown 
around in the internal documents of Scoa. They evidently 
know it very well, and I see not the slighest reason why 
they shouldn't have an injunction. 

MR. SOFFEN: Your Honor, I would say I wouldn't 
give that interpretation at all on the internal documents. 
I think you might want to take another look at that. 

It has never been represented, except in this one isolated, ! 
unauthorized ad, as a "Get-There" shoe. 

I do not know of one case, and the defencant 
has not cited a single authority in their brief and in 
their reply brief to show that a preliminary injunction was 
granted in a trademark case for one publication or one 


instance. 


As I say, the United Farm Workers case showed 


four instances like this, and the Court refused the 
injunction. ' 

The other cases had even more, but there is no 
case that they cited which is based on a single advertise- 
ment in a small town paper which was sosmall that Me. 
Cizlini never sent the proof back, as he would have if 


it was a bigger ad. There's just a lot of speculation 
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It did not appear again out of all the thousands of ads 
that are being published all over the country by both 
sides. 

This is the only thing they have to complain of. 


And this doesn't justify this kind of extraordinary relief. 


that there has been damage. It appeared only on one date. 
| 


THE COURT: Well, I can't approve of the conduct 
of Scoa when the young lady came in. I accept her testimony. 
I think sh* is a credible witness. 

MR. SOFFEN: Your Honc if we had a chance 
to present the salesman, now that we can find him, I 
think we could rebut that testimony, if you would give 
us an opportunity. 

The point is we did net -- the salesman is 
obviously in California. We didn't know who the salesman 
was. We could have brought in the store manager and 
everybody else, but it was one lower level salesman who 
did this, who couldn't even spell the name right. And 
out of this and out of one single ad, they want this 
extraordinary relief, and I just know of no authority 
where this kind of relie&é bas been granted, and I would 
ask leave at least to scaaee aoeatning on our own to 
impeach this testimony, if this is wh2*: your Honor -- 


THE COURT: I am prepared to hear it. 
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MR. SOFFEN: Your Honor, the salesman is in 
California. 
THE COURT: Look, I've tried to make it clear, 
but you haven't apparently been in the courtroom. I 
haven't got the luxury of just sitting around twiddling 
my thumbs and suiting the convenience of litigants. 
I've got to get on with it, constantly bedeviled from 
morning to night. It's the lowest damned job in the 


United States -- not a lower damned job -~ indecent, 


degrading, and humiliating. But I've got to get on 


with it, at least for another year. My sentence is up 
in one more year. 

So I cannot give you any more time. Don't 
you know I've got cases like this for next Friday, and the 
next Friday, and the next Friday? 

MR. SOFFEN: Can we submit, your Honor ~-- 

THE COURT: No, = cannot. I've got to get 
on with it, man. 

MR. SOFFEN: Well, I just think it is unfair 
that I ould not until *this time -- 

THE COURT: Well, you've got to address yoursel 
to the Congress or the Chief Justice. I can't help the 
degrading conditions in this court. 


MR. SOFFEN: All I'm saying is -- 
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THE COURT: You don't think I like to sit 
here until six-thirty on a Friday afternoon? 

MR. SOFFEN: I don't think any of us appreciate 
it, your Honor. 

THE COURT: I beg your pardon? 

MR. SOFFEN: I don't think any of Ga appreciate 
the hour. 

THE COURT: No, of course not. 

MR. SOFFEN: I just would ask your Honor to 
consider the record as it is, and I know it's unfortunate 
but I could have brought four witnesses from California, 
and they could have been the wrong ones, until I heard 
this young lady testify. And I didn't know -- didn't 
even know her name or that she was coming till yesterday. 

Now, all I want is an opportunity, if this 
testimony is relevant to your Honor's decision, to at 
least -- 

THE COURT: Well, of course it's relevant. 

I'd like to be able to accommodate you. If I had my way 
and could schedule my own calendar and deal with matters 
as I see fit, of course I'd try to accommodate you. 

MR. SOFFEN: You know -- 


THE COURT: But this jg a place which is 


a», 
dedicated to the production of statistics. How many 
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cases do you get finished with? How do you compare with 
Judge X? Judge X has finished 100 cases. You sloth have 
only finished ten. Get cracking. Maybe we will be 
holding court on Sundays. 
Oh, it's a thoroughly disgraceful condition, but 

I didn't bring it about. 

MR. SOFFEN: I just say we shouldn't have an 
injunction by surprise testimony here, your Honor. 

THE COURT: They gave you notice that they 


were going to apply now. 


MR. SOFFEN: Yesterday, yesterday afternoon, and 


I had no way of getting anyone here from Visalia, California. 


MR. TRAMONTINE: Your Honor, I asked on 
Wednesday for people from Visalia, California. They said, 
“We won't do it. We won't bring them Friday or any other 
Friday." 


MR. SOFFEN: That wouldn't have helped on bit 


because I didn't know who this salesman was. I should have 


taken the deposition or something, if I knew ahead and at 
least established who I should bring down to contradict 
this. Now I have no opportunity. I'm foreclosed. 

THE COURT: I' regret it. I regret it. 

MR. SOFFEN: And I frankly don't see that 


this one instance by some lower salesman in the store 


| 
| 
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warrants an injunction. There'd be an injunction in 


every trademark case at this rate automaticaily because 


of salesmen -- 

THE COURT: Well, if there is -- 

MR. SOFFEN: -- and that isn't the rule. 

THE COURT: If there is a deliberate infringe- 
ment of a trademark, I don't know why there shouldn't be 
an injunction. 

MR. SOFFEN: There isn't. 

COURT: I find that there was. 
SOFFEN: I don't agree. What can I say? 
COURT: I understand. 

MR. SOFFEN: I don't think that the 
affidavits justify that conclusion on both sides. I 
don't see how that conclusion can be drawn. 

We have two affidavits to the contrary. We 
know from the record there was never any printed text 
presented with the word. J was all an oral conversation. 
It was a mistake. It's a mistake that has not been 
repeated since. 

As I understand the law ih trademark cases, 
this is not sufficient for a preliminary injunction, or 
else, as I say, anybody with a trademark, there can be 


one slip and an injunction, and that is not the rule. 


102a 


The "Get-There," they're throwing it around 
only in the sense of telling their people not to use 


it. There is no -- 


5 & 8 SE 


MR. TRAMONTINE: Exhibit J, counsel, if you 


1 jkja 56 

2 That is our position on this. And we have tried | 

3 to brief it. 

4 We direct the Court, if the Court pleases, to 

5 the cases we cite in our brief before your Honor reaches 

6 a decision on this. 

1 THE COURT: Well, you have a point that there | § 

8 is just one store in California involved. I recognize 

9 that is a point. But, on the other hand, it does seem 

10 to me highly suspicious that within your oes you | i. 

11 are throwing around the trademark name as a description | . 

12 of shoes that aren't made by the applicant here. | a 

13 MR. SOFFEN: You mean the "Get-There" name, Or . 

14 are you speaking of others? | ae 

15 THE COURT: Yes. | 

16 MR. SOFFEN: I don't believe that is the case, | 

a your Honor. | 

18 THE COURT: If you look at those four papers? | 

19 MR. SOFFEN: I don't believe so. The | ps 

20 exhibits, I believe, refer to other cases and other 7: 

‘ 21 insrances. | 

ia 
| 
| 
[| 
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would like to look at it. 

MR. SOFFEN: It's imply a- means of internal 
identification. 

THE COURT: They aren't identifying Famolare 
shoes in that way. 

MR. SOFFEN: Your Hono., I point to one thing. 
If you look at Exhibit J, which counsel relies on, 
note the date on that, May 16, 1975. 

THE COURT: Yes. 

MR. SOFFEN: That is seven months before this 
occurred, and June '75. There's been nothing since that 
time. Before that time, there's this one memor-ndum, 
and it's used simply as a manner of internal identification. 
It has nothing to do with any representations made to 
the trade or to customers. 

THE COURT: No, but the fruit of using a trade- 
mark to refer to your own merchandise is the incident that 
occurred in California. 

MR. SOFFEN: But this has nothing to do with 
that. I don't connect the two at all. I don't see -- 


HE COURT: I say that the attitude of the 


company, that they can use freely a trademark that doesi:'t 


belong to them, generates an attitude within the company 


which inevitably leads to such incidents as that in 
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California. 

MR. SOFFEN: Well, I must say this, that in 
this one memo here, which is the only thing relied on, the 
term is in quotes; it's recognized as a trademark -- 

THE COURT: I'm sorry, all I can do is to call 
it the way I see it, and I think the applicant should have 
his caiqheeten If he will submit an injunction on 


notice to you, with the appropriate findines, I will 


consider it. 


MR. TRAMONTINE: Thank you, your Honor. 


THE COURT: All right. 
I'm sorry, I can just do the best I cen. 


All right. Good night. 
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"WALK ON AMERICA" ADS 


12/08/75 - rafeefre~ 


Newspaper 
Advertiser-Lafayette, La. 
‘Advertising Development Service-N. Hollywood, Ca. 


Airway Center Merch. Assn.-Dayton, Ohio 


. 


Albert Lea Pub. Corp.-Albert Lea, Minn. 


Alexandria Daily Town Talk-Alexandria, La. 
Alice Echo News-Alice, Tex. 

Anderson Newspapers~Anderson, Ind. 
Antelope Valley Press-Palmdale, Ca. 
Billings Gazette-Billings, Mont. 
Cincinnati Enquirer-Cincinnati, Ohio 
Columbus Dispatch-Columbus, Ohio 

Columbus Republic-Columbus, Ind. 
Commercial News-Danville, I11. 

Corpus Christi Cotte: Times-Corpus Christi, Tex. 
Coshocton Tribune-Coshocton, Ohio 

Geuriae Post-Hannibal, Mo. 

Courier Times-New Castle, Ind. 

Daily Gate City-Keokuk, Iowa 

Daily Herald Telephone-Bloomington, Ind. 
Daily Journal-Franklin, Ind. 

Daily News-Longview, Wa. 

Daily Times-Ottawa, tit, 

Decatur Herald & Review-Decatur, I°l. 


Defiance Crescent News*Defiance, Ohio 


Newspaper 
Delphos Herald-Delphos, Ohio 


Democrat Co. Inc.-Fort Madison, Iowa 
Dodge City Daily Globe-Dodge City, Kan. 
Duncan Banner-Duncan, Cnty 
Eagle-Bryan, Tex. 

Elkhart Truth-Elkhart, Ind. 

Enquirer & News-Battle creek, Mich. 
Eugene Register Guard-Eugene, Ore. 
Evening Aevten-t, Liverpont; Ohio 


Fairmont Sentinel-Fairmont, Minn. 


Fond Du Lac Reporter-Fond Du Lac, Wisc. 


Fort Wayne Newspapers, Inc.-Fort Wayne, 
Foster Eastport ies -Portiond, Ore. 
Frederick News Post-Frederick, Mo. 
Free Lance Star-Fredericksburg, Va. 
Free Pres: Co, -Mankato, Minn. 

Fremont Tcibune-Fremont, Neb. 

Fresno ad eee, Wi 

Galesburg Register Mail-Galesburg, I1l. 
Globe News-Auburn, Wa. 

Greater Beloit Daily Pub. Co.-Beloit, Wisc. 
Greenville Advocate-Greenville, Ohio 
Hastings Daily ee ihune-Hastings, Neb. 


Hawkeye-Burlington, Iowa 


Herald Journal-Logan, Utah 


Newspaper Amount 


Herald Mail Co.-Hagerstown, Md. 83.49 
Highlander Pub. Co.-Hacienda Heights, Ca. 67 .68 
Huntington Pub. Co.-Huntington, W. Va. 156.06 


Indiana Evening Gazette-Indiana, Pa. 59.40 


Indianavolis Newspapers, Inc.-Indianapolis, Ind. 241.92 


Interstate Shopper-Iowa City, Iowa 19.95 
Jeffersonian Co.-Cambridge, Ohio 54.00 
Johnstown Tribune Pub. Co.-Johnstown, Pa. 116.64 
Journal & Courier-Lafeyette, Ind. 88.02 
Journal & Review-Cranfordsville, Ind. | 84.84 
Kansas City Star Co.-Kansas City, Mo. 284.76 
Kokomo Tribune-Kokomo, Ind. 117.94 
Lakeland Ledger Pub. Co.-Lakeland, Fla. 118. 80 
La *.cte Herald Argus-La Porte, Ind. 48.80 
Lima News-Lima, Ohio 72.98 
Logan Banner-Logan, W. Va. 78.75 
Los Angeles Times-Los Angeles, Ca. 1,936.77 
Louisville ues & Courier Journal-Louisville, Ky. 357 .84 
Lynns Printing Service-Mt. Pleasant, Mich. 15.60 
Medford Mail Tribune-Medford, Ore. 54.60 
Mediapolis New Era-Mediapolis, Iowa 33.00 
Miawi Herald ous. Go. “wea. Fla. 174.64 
Mid Cities Pub .-Federal Way, Wa. 84.38 
Minneapolis Ster & Tribune-Minneapolis, Minn. : 293.75 


Mirror Printing Co.-Altoona, Pa. "75.06 


4 
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Newspaper 


Mission District News-San Francisco, Ca. 
Montana Standar¢-Butte, Mont. 

Morning SuacPittemare, Kan. 

Newark Advocate-Newark, Ohio 

News Gazette-Champaign-Urbana, I11l. 

News Journal Co.-Wilmington, Ohio 

News Journal Co.-Wilmington, Del. 

News Journal Corp.-Daytona Beach, Fla. 
Newspaper Agency Corp.-Salt Lake City, Utah 
News Sun-Waukegan, Ill. 

News Tribune-Ft. Pierce, Fla. 

Norfolk Daily News-Norfolk, Neb. 
Northland Group-Superior, Wisc. 

North Platte Telegraph-North Platte, Neb. 
Oregonian Pub. Co.-Portland, Ore. 
Palladium Item-Richmond, Ind. 

Peru Daily Tribune-Peru, Ind. 

Pharos Tribune & Press-Logansport, Ind. 
Phoenix Republic & Gazette-Phoenix, Ariz. 
Piqua Daily Call-Piqua, Ohio 

Pittsburgh Press Co.-Pittsburgh, Pa. 

Post Crescent-Appleton, Wisc. 

Post Tribune-Gary, Ind, 


Press Pub. Co.-Sheboygan, Wisc. 


. Quincy Herald Whig-Quincy, I1l. 


Newspapcr Amount 


Record Argus-Greenville, Pa. 52.45 
Rockford Morning Star-Rockford, Ill. 108.90 


Sacramento Bee-Sacramento, Ca. 196.88 


St. Cloud Newspapers, Inc .-St. Cloud, Minn. 73.44 


Salinas Newspapers-Salinas, Ca. 47.97 
San Fernando Sun-San Fernando, Ca. 49.35 
San Gabriel Valley Tribune-W. Covina, Ca. — 321.09 
Schnectady Gazette-Schnectady, N.Y. 112.99 
Sentinel-San Diego, Ca. 301.20 
Sentinel Star-Orlando, Fla. 365.31 
Shelbyville News-Shelbyville, Ind. 54.78 
Sidney Daily News-Sidney, Ohio 48.20 


x 


Sioux Falls Argus Leader-Sioux Falis, $.D. 221.28 
b 4 
South Bend Tribune-South Bend, Ind. 154.52 
Southeast Missourian-Cape Girardeau, Mo. 96. 00 
Speedway News-Indianapolis, Ind. 75.00 
Spenley Agencies-Newark,Ohio 521.00 
Springfield Newspapers-Springfield, Ohio ~ 118.15 
Staonton Plaza Merch. Assn.-Staunton, Va. 81.00 
Sun Publications-Overland Park, Kan. - 148.50 
Telegraph Herald-Dubuque, Iowa . 6.48 
Times Herald-Port Huron, Mich. 61.10 
Times Recorder-Zanesville, Ohio 70.74 


° 


Today-Phoenix, Ariz. 132.30 


Newspaper 


Toledo Blade-Toledo, Ohio 


Tribune Co.-Tampa, Fla. 


Trey Daily News-Troy, Ohio 


Tucson Newspapers, Inc.-Tucson, Ariz. 
Valdosta Daily Times-Valdosta, Ga. 
Valley View-Granada Hills, Ca. 
Virginia Pilot Ledger Star-Norfolk, Va. 
Washington Post-Washington, D.c, 
Wenatchee World-Wenatchee, Wa. 

Wichita Eagle Beacon-Wichita, Kan. 


Xenia Daily Gazette-Xenia, Ohio 


Amount 


210.50 
199.20 
SI .03 
273.06 
71.55 
59.25 
120.73 
915.12 
64.84 
182.87 


52.65 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE NORTHERN DISTRICT OF ILLINOIS 
EASTERN DIVISION 


FAMOLARE, INC., 
: Plainctite, 
e. Civil Action No. 75 c¢ 


EDISON BROTHERS STORES, INC., 


) 
) 
) 
) 
) 
: 
and USM CORPORATION, 
a 


Defendants. 


AGREED ORDER 


Until a final judgment is entered in this cause, 
or the cause is otherwise dismissed, it is hereby ordered, 
the parties throws their respective counsel consenting 
hereto, that: 

| a. Plaintifs, Famolare, Inc., its officers, 
employees, see servants, attorneys and all those in 
active concedes Ox participation with them: 
(a) shall not dis enineee, publish ox 
disclose any information to the press or 
the public regarding this civil action, 


designated No. 75 C 2708- 


(b) and shall not, through use of the 
press or other public media advertise,. 


disseminate, distribute or publish any- 


information regarding liabilicy or potential 


liability under any of the alleged proprietary 


rights of plaintiff asserted in this civil action 


\ 


2708 


except for release and dissemination of public records, 
public documents or other factual statements of the 


status of this civil action upon request. 


2. (Che paytics, jointly or severally, may issue 


the press release attached hereto as Exhibit A. 
3. Entry of this order does not constitute a 
.waiver by any party hereto of any defenses or allegations 
and does not create cr eee a eee ee ae admission 
against interest Of any fact or peint of law... 
| 4. Plaintife, Famolare, Inc. may apply for 
relief from and/or a neeeeatiah of paragraph 105) of 


this Agreed Order upon a proper showing. 
So Ordered: . 
Date: gk? 


Agreed: d 
Attorney for Plaintiff 


ee 


) b- 


PRESS RELEASE 


. { 
In an Order issued on September +67 °1975, the 


United States District Court for the Northern District of 
Illinois granted the Motion of USM Corporation to intervene 
and sue a6 8 party defendant in the pending lawsuit filed 
by Pamolare, ‘Inc. in Chicago against Edison Brothers 
Stores, Inc., a retail distributor of shoes having a wavy 
sole design. The:'Chicago Court also oxdered hat Pawolace, 
Inc. be enjoined £axom dissemirating, publishing or 
Gisclosing any information to the press or the public 
regarding the Chicago action and advertising, disseminating, 
distributing or publishing through the press or other 
Imedia any information regarding liability or potential 
Aiability undex ‘any of the alleged proprietary rights of 
| plaintife asserted in this civil action, except for release 
and dissemination of public records, public documents or 
other factual statements of the status of this civil action 
upon request. 
USM Corporation manufactures shoe soles which 
“have been accused to infringe alleged proprietary rights 
of Famolare, Inc. As an intervenor in the Chicago 
Jitigation, USM has filed an Answer and two Counterclaims 
which assert respectively that Famolare's design Patent 
NO. 235,701 is ae a not infringed and teak Bonbvers 


has engaged in acts of unfair competition against USM. 


~ 
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IN 245 UNITED STATES DISTRICT COURT 
NORTHERN DISPRICT OF ILLINOIS 
EASTERN DIVISION 
FAMOLARE, INC., 
Plaintirr, 
vs. No. 75 © 2708 


ZDISON BROTHERS STORES, 
INC., 


RF? Nees? Cra “rece Sec? Mra? Maggs? Pre? Crass Crag 


Defendant. 


+ PRANSCRIPT OF PROCEEDINGS. 
had in bie guove~entatiaa cause before’ the Honorabie- 
HUBERT L. WILL, one’of the GGdevs ur nets Coart, in’ 
his courtroom in the United: States eaiiettoume: Chicago, 
Tilinois, on September 19, 1975, commencing at the 
hour of 10:00 o'clock a.m. 
APPEARANCES: 

MR. DENIS Ay BERNTSEN, 

appeared on behalf of the Plaintiff; 
MR. RAYMOND P. NIRO, 


appeared on behalf of the Defendant. 
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THE CLERA: 75 ¢ 2708, Femolare, Inc., versus Edison - 


Brothers Stores, Ines, and U.S.M.. Corparaticn, motion for 
temporary restraining order ty U.S... Corporation, 
MR. NIRO: We have worxed dilligently on this matter 
and have an agreed order and press release to present to 
you af this. time. 
THE COURT et me look at it, 
That is all right. Let me see what the press 
release says. ; eo 
(Document tendered to Court.) 
All right. That is all accurate, 
MR. BERTSEN: Thank you, your Honor. 


THE COURT: Thank you, gentlemen. 
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IN THE UNITED STATES DISTRICT COURT 
NORTHERN DISTRICT OF ILLINOIS 
EASTERN DIVISION 


FAMOLARE, INC., 
Fiaintiffr, 
VS. No. 75 € 2708 


EDISON BROTHERS STORES, 
aNGs, GC al., 


Rie Ve Mra Crema Craze? Meat reat! Mena Mme? MmneO 


Defendants. 


I HEREBY CERTIFY that £ —e in shorthand 
the proceedings had in the above-entitled eres before 
the Honorable HUBERT L. WILL, one of the Judges of said 
Court, on September 19, 1975, and that the foregoing 
traneeeiwe consisting of 2 pages, is a true and correct 
and complete transcript of my official shorthand notes 


so taken as aforesaid. 


: A gavs ee 
Dolores Brennan, Official Court Reporter 
United Ste es District Court 

Northern District of Tilinois 

Eastern Division 
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EXHIBIT A IS A PHYSICAL YELLOW GALLENKAMP SIIOE BOX 
(THE ORIGINAL IS IN THE CUSTODY OF FISII §& NEAVE) 


NDANT 


EXHIBIT 
U. S. DIST. COURT 


S. D. OF N.Y. 


Di 


~ 
Ls 
a 
et 
« 
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ee) 


Legged ~- 


ree 


EXHIBIT B IS A PHYSICAL RIGHT GALLENKAMP SHOE 


(Vik ORIGINAL IS IN THE CUSTODY OF FISH § NEAVE) 


RING THE REGISTER AT THIS END 


GI28 5/75 


ca 


USA 33 - 47g 
EP. <-23-71) 


ee 


| DEPENDANT 


EXHIBIT 
U. S. DIST. COURT 
$8, OF MY, 


gts, +e gran Rae 
* 


"CRE 


LAYAWAY CARD 
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EXHIBIT D IS A PHYSICAL RIGHT "GET THERE" SHOE 


(THE ORIGINAL IS IN THE CUSTODY OF FISII & NEAVE) 


USA 338-475 
(ED, 4-23-71) 


DESCENDANT 
124a 
EXHIBIT 


AFFDIAVIT OF MELINDA MORRIS U. S. DIST. COURT 
5. D. OF N. Y. 


: 


STATE OF CALIFORNIA ) on “fh 
) ss.: 7 
| COUNTY OF TULARE ) “ 


MELINDA MORRIS, being duly swcern, states: 


t 
‘ 


1. I am employed by Safeco, a title insurance company, 
3104 South Mooney Boulevard, Visalia, California 93277. I have 

i been employed by Safeco for approximately two and a half years and | 
ly current position is Escrow Secretary. I am 22 years of age and. 
Ls personal friend of Paula Shepherd. 
; 2. On February 6, 1976, I went with Paula Shepherd to 
the Gallenkamp Shoe Store at 2129 South Mooney Boulevard, Visalia, | 
calif. The salesman who waited on us was young and had black hair. 


‘Paula Shepherd told him that she wanted to try on the shoe with 


i the wavy sole and the salesman said "You mean the 'Get There' 


j, shoe", 


3. After Paula Shepherd purchased a pair of shoes with 
wavy soles, she asked the salesman "What do you call them again?" 
! and he answered "'Get There'". Paula Shepherd then asked the 
 eateeed *o write down the name so she could remember it. The 

salesman then wrote on the shoe box "Get their's", making an 


erasure and saying that he did not know how to spell it. 


/ )) £ ee Pa Z itt 


Ce ot wlelinda Morris 


“rICZ IN 
* ei ¢ 
© NZ Seog hee ey 


~ - 1979 
MOON OID A aap apap 


Subscribed and swcern to 
before me this “%*<' day 
of March, 1976. 


“ 


yo pe i oe 
Po a lara 


Notary Public 


SCOA INDUSTRIES, 


Plaintiff, 


Defendant. 


STATE OF NEW YORK 


COUNTY OF NEW YORK 


bottom soles. 


is from the "GET THERE" 


retail sal2s outlets for its 


UNITED STATES DISTRICT COURT 
FOR THE SOUTHERN DISTRICT OF N 


x 


se 


AFFIDAVIT OF CARLE C. CONWAY 
pol td Rh endnotes lcs dbl 


CARLE C. CONWAY, being duly sworn, states: 

I am Vice President of defendant, Famolare, Inc. 
("Famolare"), a corporation, organized and existing under the 
laws of the State of Delaware, having a place of business at 

4 West 58th Street, New York, New York 10019. 
Management responsibility at Famolare and am kept informed of 
‘the sales of Famolare's products including, specifically, 

the shoes sold under its registered trademark "GET THERE." 
Famolare is the sole owner of the trademark "GET 
THERE" and the federal registration therefor and has, since 
March 1974, continuously and extensively used its "GET THERES" 
mark throughout the United States on and in connection with its 


promotion and sale of its unique, high quality shoes having Wavy 


Famolare has been highly successful, with its 
sales now reaching about $30,000,000 per year, half of which 
Approximately 20% of Famolare's 


sales are attributable to California and Famolare has many 


"GET THERE“ 


eh tcc 


MC UNDANT 


U. S. DIST. CourRT 
S. D. OF N.Y. 


Civil Actic 


(Judge Wyatt) 


ee 


I have a general 


shoes in California. 
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I! 4. Famolare has engaged in a nationwide campaign to 

eareeeee the "GET THERE” mark and the associated shoe products 

, (see Exhibits A through G annexed hereto). The advertising has 
‘been distributed through radio, television, newspapers, newspaper 

‘supplements, magazines, trade brochures and trade shows. In 1975, 

Famolare spent approximately $100,000 in nationally oriented 

advertising and approximately $200,000 in regionally oriented 

jadvertising. The majority of these advertising expenditures is 

, for the “GET THERE” line. 

| 5. Famolare's "GET THERE" line of shoes is of uniformly 

thigh quality and has a unique @esign and structure. The line has 

Lxenerves considerable praise and favorable conment throughout the 
| 


‘l shoe and fashion industries (see Exhibits H through J annexed 
| 


hereto). 


| 


6. As a result of Famolare'’s nationwide efforts, the 


‘words "GET THERE" have become known to the purchasing public and 


= the trade throughout the United States as the trademark 
! 


identifying the wares dealt in by Famolare. The "GET THERE" mark 


j has become distinctive, identifying the goods and only the goods 


‘of Famolare, and has become a symbol of the goodwill and 


reputation Famolare has developed in its products. 


' 
' 


| 
offering for sale and advertisement of shoes having wavy bottom 


i 
{ 


7. %«I £irst became aware of plaintiff SCOA‘s sale, 


soles (strikingly similar to Famolare's "GET THERE" shoes) by use 


i'of the words "WITH GET THERE SOLE" when one of Famolare's salesmen 


| 
| 
j, in California forwaréed SCOA's, d.b.a. Gallenkamp, advertisement 
|, appearing in the Visalia Times Delta of January 22, 1976, copy 
lof which is annexed as Exhibit 3 to Defendant's Memorandum In 
‘Support Of Its Application For Order To Show Cause. I received 


j; the advertisement during the first week of February 1976, 


‘investigated the matter, and forwarded the information to counsel, 
1 
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8. I believe tuat Famolare has lost and will’ continue 
Ae lose sales due to customer confusion and suffer irreparable 


damage to the goodwill and reputation it has established in the 


| 

as THERE" mark and associated shoe products unless SCOA is 

| enjoined. | 
ti 

9. SCOA has not been authorized by Famolare to use the 
| ~ 


| "GET THERE" mark in any manner nor has it been authorized to copy 
j 


jFamolare's "GET THERE" shoe. 
i 
li 10. SCOA's shoe, as advertised by its Gallenkamp store 

ji 


with the phrase "WITH GET THERE SOLE", is significantly less 


| 
texpensive than Famolare's “GET THERE" shoe. The former retails 


lat $9.90 a pair, and the latter retails at approximately $30.00 a 


‘ania Accordingly, it is my opinion that the shoes sold by SCOA 
junder the "GET THERE" name are likely to be of inferior quality 


to Famolare's "GET THERE" shoes. 


ll. Famolare has successfully concluded legal action 
. ito enjoin another infringer, Gordon Orwig, d.b.a. Gordon's 
iShoeland, from using Famolare's "GET THERE" trademark in connecticn 
‘with the sale of shoes in the United St tes District Court for 
(ei Western District of Washington. that action, a permanent 
{ 


injunction (copy annexed hereto as Exhibit K) was entered by 


stipulation on December 9, 1975. 


Ofer (F btn. 


Carle C:Cpnway 


{ 
{ 
| 
| 
| 
| 
| Subscribed and sworn to 
i before me this 27th day 
! 
| 
i 
| 
| 
| 
| 
| 
| 


of February, 1976. 
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. We've racked our brains to ee of places where 
you can't wear the Get There. 


Japanese with geod tatamis hate them. You can't wear 


r ‘ . «them to bed even theugh they feel like part 
r . Of your foot. Youccan’t wear them in the drink, but ycu esi 
6 cerlainly havea drink in them. Yeucan't 


skate in them, but ycu'll feel as if you're gliding en then 


If you have any ideas on vehere you can’t wear 
this super shoe with the patented wavel scle, we've leita 
square epen., Fillitin and send yeur idea to 


Cone Famotare, Ine, $975 


Gel There, Famolare Ine. Vest bSth Sleect, 
New York, N.Y. 10019. About 230.C0. 
At Bamberger's. : men 
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THE DSVSTIANS ParanzeD Tins _ JUD / 
The ultimate insult in 1150 B.C. By Geb He 
painting the f os of an arch enemy on - 
: the soles of cne's sandals, it was easy to tz 
Ky _ stomp on ion Poche iy SS 
\ refreshing. It's called the “name shee.” 


\ AESCHYLUS PATENTED Tims 7 
We A sandal with a platform sole which ces . 
: SS. ‘\ gave 3 inches of stature to ) short gods ; tee fl 
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oO FAMOLAE PATENTED EES 
ik totally now concent in moving based on 4 wave ‘e™ sole so unique 
we pul a patent on it. Melded in four crests, it boosts sagsing 
postures as it turrts walking inta an alfoitless glide ao’ 
It's made in laly, comes in 10 different « Stylo ms 
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Exhibit B 


GOD PATET! F B20 Feo 
oe Bh aa ee Awell thoucht out ariateariitien of 
bone. sinew, end stun to seecert the bee ety and 
help man move arcund. Ws called tha ot.” 
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The ultimate insult in T1SC 8S. Sy o: “re int the (are of 
an archenemy cn the eeles ef cne’s sandais. it yas 

easy to stoma en them, Psychetosically to c 
Is called tho “name shee.” 
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(US. Patent Nos 235,701) asd ether apes pending.) A totally 
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UNTTED STATES DISTRICT COURT = 
WESTERN DISTRICT OF HAS: TLRGCON ~ 
AD SEATTLE ot 


Plaintitr, 


GORDON ORWIG d/b/a GORDON' 
SHOELAND, 


~ 
> 
ee a ee ee a es 


15 Defendant 
COME NOW the parties hereto by their respective counsel 


H a That this Court has jurisdiction of the subject matter 
of the action and of the parties hereto; 


23 That Plaintiff is the owner of the tradex 


18. ef record and ‘do hereby stipulate as follows: 
THERE”; Said trademark is recistered in the United Stétes Pacere 
Office under Registration No. 1,007,435; said trademark end 
registration are presently valid and subsisting; and Defondant 


25 | has ir.Sringed said trademark; anda 
1 


3. That the following Order for Permanent Injunction may 


be entered herein, and the parties waive all right to appeal 


re eS EE: SRE Se @ 6 Otten! 


shy nf 
therefrom, and all rights to recover costs. At 


RLODELL, WILLIAMS). IViIE, 


BULLITT & WALKINSHAW 


| 
30 | agile a 
3] | Ry - Le G a Se ae 


STIPULATION AND ORDER ATTORNEYS FOR PLALINPIF? 
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RIDOOCLL, WILLIAMS, IVIL, BULLITT & WALKINSHAW 
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is 1S HEREBY ORDERED, 


Orwig d/b/a 


Using the mark GET 
abbreviated, 
whether used alone or in combination with any other wo 
words, whether used in ception, text or otherwise, or Ordliy; 22. 


counterfez 


tribution, or advertising of shces and like proéucts an 
other goods or sexvices cn or in connection with which 
is likely to cause confusion, or to cattse misteke, 

(2) Avplying the mark CET THERE (as defined 


(1)) or any reproductio mterfeit, copy or 


or used in connect 
Saic, Oftering for sale, @istribution; or advertising of 
and like products and any other goods or serviccs cn or in con- 
nection With) which such use is.liccly to cause confusion, or to 
cause mistake or to dceccive; 


TIPULNTION BAND GRDER 
Fat PERMANENT INJUNCTION 
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iS FURTHER ORDERED that the provisions of this 

Injunction shall apslyv to Defendant and to each of his 
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SOrs, asSigns, agents, employees, attorneys ané to <1} 


persons in active concert or pa 
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receive actual noti-se of this Perma-- Judgment by personal 


Service or otherwise. 
If IS FURTHER ORDERED that the Defendant Gordon Orwig, 
within ten (10) deys of the entry of this Permanent injunction, 


dutives to a person designated by Plaintiff all labels, hang- 
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pers, receptacles, and advertisements in the possession cr con- 
tro! cc Defendant which might, if used, violate the injuncticn 

if IS FURTHER ORDERED that’ all OCNEE claims which are as- 
serted in the Complaint herein are hereby dismissed, without 
prejudice, to the extent said dismissal is not inconsistent with 
the terms of this Permanent Injunction. 


Dated: Dacor be_- 5 » 2975. 
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i : DeCENDANT 


AFFIDAVIT OF PAUL R. CISLINI EXHIBIT 
U. S. DIST. courT 


S.D. OF N, y, 
; STATE OF CALIFORHIA ) 


h ) ss.: + —~, 
' COUNTY OF TULARE ) 2 Lf 


F ’ PAUL R. CISLINI, being duly sworn, states: 


f 

i; 1. I am currently employed as the Promotion Manager of 
the Visalia Times Delta, Visalia, California. \ 
| 2. I have been employed by the Visalia Times Delta 


i! for approximately six years. My duties during each of those six 
i years included the preparation of advertisements. 


i -3. With regard to the advertisement of the Gallenkamp 


| ato Store that appeared in the January 22, 1976 edition of the 

Visalia Times Delta, I do not recall Mr. Larry Anderson telling me 

not to use the name "Get There" in that advertisement. I ara 

confident that if Mr. Anderson had told me not to use that name 

1 would not have used it in the advertisement. I prepared that 

advertisement within not more than four hours after my meeting 

with Mr. Anderson. . j 
4. It is the policy of the Visalia Times Delta to 

retain notes and other preparatory material on an advertisement 

for one week after the advertisement has been published. The 

purpose of that policy is to have the papers needed to deal with 

any complaint from the advertiser. It is the practice of the 


Visalia Times Delta to send copies of advertisements after 


publication (called "tear sheets") to the a@vertiser if the 


li advertiser so requests. Gallenkamp Shoe Store in Visalia has a 
' Standing request for three copies of their advertisements to be 
" sent to their Visalia shoe store promptly after publication and 


" for two copies of their advertisement to be sent with their 
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| monthly bill to Columbus; Ohio. T have no reason to believe that 
li this practice was not followed with the January 22, 1976 Gallenkaxy 
| advertisement, : 

i 5. Prior to Friday, February 27, 1976, Gallenkamp Shoe . 
; Store had mad? no complaint with respect to the January 22, 1976 

2 


i advertisement. During the period betwéen January 22, 1976 and 
i 


i , February 27, 1976, I had at least two conversations with Mr. Larry 


{| anderson and he did not mention the January 22, 1976 advertisement 


Hs 


i in any of those conversations. The bill of the Visalia Tires 


| 
| 


iDelta for that January 22, 1976 advertisement has been paid in 


full. 


6. After the publication of the January 22, 1976 


advertisement, Mr. Larry Anderson never mentioned, orally or in 


advertisement nor have I ever discussed it with him. 


i : 

| 

{ 
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| 
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i to me that advertisement or anything concerning that 
i 
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; Subscribed and sworn to 
| before me this [i-th day 
of March, 1976. 
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U. S. DIST. COURT 
S..D. OF N.Y. 


AFFIDAVIT OF RICHARD R. PARKER 


STATE OF CALIFORNIA ) 


) ss.: — i 
COUNTY OF TULARE ) 
&“ 


RICHARD R. PARKER, being duly sworn, states: 

1. I reside at 3125 Green Oaks Drive, Visalia, 

|. California 93277. I am 51 years of age. 

2. I own through a corporation two retail shoe stores 


in Visalia, California, namely Dick Parker Shoes, 117 East Main, 


Visalia, Calif., and Dick Parker Shoes, 3319 South Mooney 


Boulevard, Visalia, Calif. I have been in the retail shoe 
' business in Visalia for 22 years. 

3. Beginning in November 1974, my stores have ee 
shoes haying wavy bottom soles under the trademark "Get There". 
All of these shoes were purchased from Famolare, Inc. To 
introduce the "Get There" shoes to the Visalia and surrounding 
area, my store advertised the "Get There" shoes extensively. A 
30-second spot commercial on the “Get There" shoes was placed by 
my company with our local television station, Channel 26, and 
that commercial was run each day for one month. In addition, my 
| company has placed advertisements for the “Get There" shoes eth 
the Visalia Times Delta, the only newspaper in Visalia, at least 
once a month and during some periods once a week. 

4. As a probable consequence of that advertising, the 
r majority of the people who come into my stores and purchase 
"Get There" shoes ask for them by the nane "Get There". People 
ask for those shoes by the name "Get There" approximately 5 to 7 
times a day. The largest selling shoe in my stores is the 
“Get There" shoe. In one 3-day period, my stores sold 53 pairs 
of "Get There" shoes. We now sell an average of 5 to 10 paars 


of "Get There" shoes a day. 


145a 


5. My Mooney Boulevard store is approximately 6 blocks 
from the Gallenkamp Shoe Store at 2129 South Mooney Boulevard, 
Visalia, Calif. My Main Street store is approximately a mile and 
theee-riumcbehs from that Gallenkamp Shoe Store. 

6. It is my belief, based upon, inter alia, the 
extensive advertising of the "Get There" shoe by our company 
and the fact that people ask for the shoe by the name "Get There", 
that the use of the words "Get There" in the January 22, 19756 
Gallenkamp advertisement in the Visalia Times Delta has resulted 


in lost sales of "Get There" shoes by my company. 


Utthel haan 


Richara hk. R. Se 


Subscribed and sworn to > OFFICIALSEAL oj 
before me this /G day CLES MARY L. COMPO 


of March, 1976. ge =o] NOTARY PUELIC . CAticSENA | 
TULA TE CCunty 

Ry comm, cacires AUS 23, 1379 © 

VO APNE we Ny 


~ (), 123 S. Court $1. Visolia, CA 93277 
Lbttiny £ tet 
BgPaey Public 


146a “USK lisa 
(ED, 4.20501 
VISALIA TIMES-DELTA “ 


cay 


Published by Visolio Nowspaptrs In Pena 
tt 


RES tes 
P.O. BOX 31 ae WDANT 


me 


: VISALIA, CALIFORNIA ‘ 277 

BNL SERA SUS SSE, Corr 

Roate & WIAA, ADV AGN EXHIBIT 
G6: 3. STKE Sr. U.S. DIST. COURT 


pone he ACE GSs2US ‘ S. D. OF N.Y, 


t 


H 
PLEASE DETACH THIS STUB AND RETURN WITH YOUR | 


CAST SALANCE 


pea 


— 
DESCRIPTION E ACCUMe CHARGES | CREOITS iF 


{V\T4\TS meme gs hea ae 700- 669,96 
41-15-76 21,75 2.25 786,00 48,94 00+ 718,90 
41-22-76 21,00 2,25 807,00 47,25 .00- 766,15 
“41-30-76 7675 2.25. 885.75 177.19 .00- 943,34 


TEARSHEET OY 


RATE OT 
PL aa CU af * . 


tT CHARGES on this statement if your pty 
ment VIN IN FULL iseles o us on or hose ie 15th of the month immediotcly following date of charge. 


TERMS: ALL BILLS OUE AND PAYASLE BY 1574 OF MONTH FOLLOWINGS DATE OF CHARGE, SERVICE CHARGE OF TES, PER MONTH CnARSE™ 
Ow PUL PAST DUE ACCOUNTS, WHICH IS AN AMNUAL PEHCENTAGE RATE OF 18%. 


ewe ros i pg ee ope DENS —— 


Burrounns i 
a %i VISALIA TIMES-DELTA a oe 


USA 3) 47S, 
(ED, 4-23-11) ~~, 


Bi ENDANT 


eo ao 
‘ pai hae : EXHIBIT 
U. S. DIST. CouRT 


'S. D. OF N.Y, 


asa 


+ ee we eee ° a ta meee oe eeteee wee 


Conn espn ence 16 Monge Ir LW. tae a 
wiry by Toms 


May 6, 1975 


Mr. Jim Carter 

" §COA Industries Incorporated 
35 North Fourth Street 
Columbus, Ohio 43215 


Dear Jim: 


ce, 


Pe 
This is to confi cur telephone conversation of this morning, concern- 
ing the “high Get "Phere ) botte The /suggestions you made to the 


mM. 
final 2 ae be are as ae Me : 


1. The-welting is not- defined enough, especlaliy ly in the inside 
* Quarter. ‘ : 


. a * ? ‘ 
On the toe there is a Iip on the welting anda you desire the 


welting to be flush as it is on the rest of the shoe. 


The middle bump should be slightly larger; therefore, creating 
that all three bumps. will be of equal proportion. When laid 
ona flat nein ee they will all nee at the same time. 


I have instructed alin to EE eeeey with the sau adoption of this bottonr. 


‘Thank you very much for your feinea suggestions. 
pineerely, 


NORRWOCK Cais CO) PANY 
= 


, 


dF 
fe 


yates 


Arnold Menzer 


e 


- A.V. Federle 
S. Clayman 
4. Fels 
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” 


» 


Leaded CUMVLATIONAL DEPARTHENT | CONDITIONS OF THIS OxDER, ON REVE 
35 North Fourth Sireet Columbus, Ohio 43215 - SIDE, ARE AN INTEGRAL PART hen 


a 


. PUN walt waste at 


‘ATTENTION ACCOUNTS PAYADOLE DEPT? 7 8 i i? 
OO PAY z 


WoS. MUeraeR 
OUR F.O. MUNtBi OST AFPLAM On ALL En sG.CES . 
wacnacts. .. . + SALB 08 Woine. ana 
: 


sup to: 70299 mem 


2035 Innis howd 


‘Coltunb3, Caio 


7.0.8. Point 


Dai! 
3 Fe fORY RUMEE® OST OL STAMOED VEAnrs Q Dauivane Cad 
Te OVAITEP LImtNe OF ALL SHOas. » 4 (r= 
ore ae 


TOTsL Pains UNIT GOS, Tora. coat 
Tan can ar eer Be 2 — 


7.55 2 526:00 
Vous ut I 
‘glove Jesther oo. 


SCRIPTIO” 


en 
Poe siead 3 | 


: wg 2/3 ten vinyl 
SIAL RUS! 3 ‘ “Oy r 4, soca Lining 
‘ume. (7 OT Tekan Warr e te Or rian eT SOCK sTaup 
GYR PACLORY HUNSER MUS iaiktep 
ie ‘ : be DunP4113. 


GOacs 


Trays 


SPECIAL NOTICE .- i 


- Plrose ochknawledge toceipt of ordur ond confirm delivery dote. 
*. Stamp vur stuck mumbur in the lower leithand cormnar of the bax, 
o Oesiqnataon all insoices store niiabes ond city where the goods 

ware shopped, Vendor must send esiginal oad one copy of ofl MAER CH. OF FICE 

INVOICES. : ‘ 
ore number aul Vendor npine must appear on all shipping coses, te : é 

+s Sepyrute savaice crust be sssued for each purchose ordur, s Paci aC Wis 
+ Loch wyorce must te oceumpamed by o manifest. : ; OR tea ras, 
H Pace chasjer, sebsntwtions in d-livet) dites, ur uther devia- : : Sees) ase - 

Hone will nae be accepted without aue written consent, ‘ aul 
; : t Ca otal et <de) . 
te Vendor incest use hoe Corp. of America shipping lobels on off so . CONDITIONS OF THs ORDER, ON 

CO%eV US Por Our iMstructions, : : 
Fe fe tavaten the rj) 10 tetgen ony of off meichondine shipped olter 

, Y 
thy agree J wpon dalsvecy date. ; 
ee itt 
POMM HO. 06 204 fein tlO mM U.S A. : : 
f mse ee p + emp ere es 


i 


see = (are ane aM 
‘ ar RNR rr arene Nmo——eee et rere ee O-PS RISP E AEE 
is Se er ae RRR RRR NT 
ene yee Ne EE ne Se ar gE A ft Ae RARE 


FROM 


SUBJECT 


TO 


SC/33 ae ee 2 a 3 


‘ 
NORHWOCK SHOE DIVISION SCOA INDUSTRIES INC 


Gnrternal Coriespomdence 


Ke ATE 
Joe Lizotta . DATE 6/25/75 


Stan Clayman 
REQUEST FOR HOLD - CANCELLATION OF EDISON ORDERS -— ROLLING bovron 
I have just been informed by Jack Schoenfeld that the Wild Pair 


Division of Edison Brothers is hers ie being” sued' “by Famolare for 
selling Famolare type (G@gt-There sandaIs. As it is now known, 


al 


Che sandals were imported and carry an exact duplicate of the 


: bottom. Instructions have come from the President 
of Edison Brothers to hold all orders and cancel them if 
possible for any "Get-There" type shoes, Whether domestic or 
imported, until resolution of the “lawsuit! The orders involved 
for Norrwock are as follows: eB 


ORDER NUMBER NO. OF CASES 


146676 ; 25 
146677 cet roe sane hae 
: . 146678 , 10 2 
wes gs 46161 3 SO! he. ; 
44162 ‘ 5 : 0 , 
é ; a “$90 cases/3240 prs. 


_ Jack has a mantles with the pwns from Haison on Friday, at 
which time they will attempt to line 1e_up alternate shoes utilizing 


all the materials involved in the (Get-There™ shoes with the ex- 
ception of the bottoms I recommend an immediate cancellation 
of these 90 cases of bottoms and a re-slotting of the production 
space laid out for Edison on these shocs. 


Further information will be available on Friday. hy ‘ 


Edison is aware that our shoes, as well as other oo. 

shoes they are buying, carry an indemnification in the U. - 

letter, but they wish at this time not to proceed with thi 

bottom style any further. 
ae 


ce: Ay V. Federle 
A. Sewall 
KoHirshberg 

& {rs 


Cc 


to Atl 


febbexs 


reel 
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NORRWOCK SHOE DIVISION SCOA INDUSTRIFS, INC! 
bi ? [ 
Ontemal Corres prone SNCS 


Bu my p DATE O/25/7'5 


——_— 


FROM Stan Clayman 


3JECT ROLLING 


BOTTOM TNDEMNTPICAT ION 


Per Buzz's wishes, with regards to the above bottom and 


any other United (Get-There) type bottoms, that we do not 


‘get in the business of providing legal advice to any of 


our 


accounts. Purther, he docs not wish the sales force 


to carry around a letter of indemnification as it could 


possibly be misinterpreted between buyers and salesmen. 


What he doves wish to do is to have you mention Lo your 


account, 


SHOULD THE ISSUE BE RAISED BY Tk CUSTOMER, that 


we and our accounts are covered by the ss iin ese of indemnifi- 


cation provided to us by U.S.M. Corporation en June 3, 1975< 


Further, if a particular customer wishes a copy of said 


letter for their own internal interpretation, please advise 


me 


and 


SC/3 3 


CC: 


Ae 


I will be sure a copy is sent for their use. 


V. Federle 
“hu 


TO: Wilt Ross 
FROM: Ake Thall 


DATE: November 7, 1975 
SUBJECT: 


We were challenged by the attoracys for irs. Kelso, 
for using the expression "Doxn-To-Earth” in an ad 


4 
MEMOKAIN DUM 


1Sla 


Use of Word “Earth” in Ads or Display 


“in our Discount Division. 


George Freise recommended we do not use the word 


“Earth”. 


We are attaching a copy of al 


her attorney. 


Please make sure that none of your stores use the 
in any ads. 


word "Earth" 


they make up any display locally. 


AT/tb 
Attachnent 


xe: John Kekich 


pieseues Tek rea 


ar 


EXHIBIT C-1 


es vs 
pees 4 
lr Neb Py 


etter that we sent to 


The same thing applies if 


USA VWs-475 
(ED. 4-23-71) 


Picci 
DEPENDANT 


EXHIBIT 
U. S. DIST. COURT 
S. D. OF N.Y, 


AL x 


USA~Ala 475 ; cre, Pas 
(up aaa rae 


DEFENDANT 


United States Patent Office ,. EXHIBIT 


U. S. DIST. COURT 


152a 


PRINCIPAL REGISTER | S. D. OF N.Y. 
Trademark Z 
sia af 
Ser. No. 364,614, filed July 8, 1970 —- 


THE EARTH SHOE 


Kalso Systemet, Inc. (New Jersey corporation) For: SHOES, in CLASS 39 (INT. CL. 25). 
117 E. 17th St. First use April 1970; in commerce April 1970. 
New York, N.Y. 10003 The term “Shoe” is disclaimed apart from the mark 


as shown. 


USA Y)s- 475 


(ED, 423-71) 


153a DEFENDANT 


United States Patent Office EXHIBIT 


U. S. DIST. COURT 


PRINCIPAL REGISTER S. D. OF N.Y. 


Trademark NY) 3 
/ af 


Ser. No. 303,193, filed July 19, 1968 


WALLABEES 


Padmore & Barnes Limited (Irish corporation) For: FOOTWEAR, in CLASS 39 (INT. CL. 25). 
Wolfe Tone St. First use April 1968; in commerce Apr. 19, 1968. 
Kilkenny, Ireland 


sy nT # 

TA MONICA BLVD. Seen ana 
eaianneripd A \Ss-4i5 —e 

LOS IGE Les, CALIFCRUIA t (LD. 4.27 


DEE NDANTE 


yf 
Tne exciting ‘ns Holiday Senson is upen us end our | PoEXHIBIT 
Calender fll stores must promote the ites: 'U. S. DIST. COURT 
tec ley te - —s tt 5 ; ‘ 
alendar “vents unless instructed otherwise. 
e 5. BO. OF HY, 


Your District or Regional Manager will advise you if you 
the "Directed cs", however, all promotions are " t 


\ / 
in Store / . f 
stert on the dates indicated. / 2X 


Make certain that you displey 5 to 6 pairs of these fantastic veives—imn soar 
windows. Let's hear that register ring!! 
' 2 “ : fal iahen tented etre] 
i. All "Directed Ads" will run in the LOS ANGELES TIS on the dates shown below. 


Thursdey, November 27th thru Sundey, November 30th 


MOPS and a S 


7-5127-229 Hot mah $2, gol ay 7-5107-235 Black Scuff $2.90. 
7-5137-229 Sepphire Blue $2.90 a 7-5127-235 Hot Pink Scuff $2.99 
7-5177-229 Purple $2. 90 ) 7-5137-235 Sapphire Blue Scuff $2.99 

; 7-5147-235 Sun Gold Scuff $2.59 
WOMEN'S BOOTS ae 
. 7-0500-871 [14.90 
7-0560-471 $14.90 
Both of these ads will be run in the IOS ANGELES TIMES on THAMES SGIVING DAY, 
November 27th in the "View Section". New eds will be sent to YOu in @ fev 
days. 
ee ee aE cone erg She ec oNee ore Cee Nn ar LE eNO nae cNNCn Air SO eae e Ce ele Elias 
Thursdey, December kth thru Sunday, December 7th 
"AUSSIE BOOTS" "SUPER NATURAL" 
Family \ Wallaby Promotion Earth Shoe Promotion 
DO YOUR THING - HAVE IT YOUR WAY 
MEN'S 
,- 1203-1,76< $12.90 7-1203-262 « $12.90 
7-1213-476 $12.90 7-1203-462° $12.90 
7-1213-h78 $12.99 7-1213-262 $12.90 
7-1263-h76- $12.90 7-1213-62 $12.90 
7-1263-262 $12.90 7-1263-1:62. $12.90 
Boy's 

7-2603-476' $11.90 7-2603-hh2- $11.90 
7-2613-476 $11.90 7-2610-456 $11.90 
7-2663- 76" $11.90 7-2063-4he $11.90 

Ad 4 _{ +t 

awa HL y > t 

SFACE 

Bred er* 

OILTE em yf : 


EYHTRIT 1D 


15Sa 


YOUTH'S 
7-3603-220 $10.90 7-3753-242. $10.50 
7-3703-220 $10.90 7-2653-2h2. . $10.90 
1-3713-220 $10.¢9 7-3763-220 . $19.90 
7-3663-220 $10.90 


An ad will be run in the LOS Ar TUES on Thursday, December kth in 
Ot, * ’ : br SRR tues enue ereT iemeren ene . : . 

the “Main News Section". A new 1 ut will be sent to you, showing both 

the "AUSSIE" and the “SUPER HATURAL" shoe in one ad. ; 


eevee remit rnp sneer 


Thursday, December 11th thru Sunday, December Lith 


IMPORTANT? 
Ad_must be run es copy reads. Any changes must have my anprovel. 
a ee ESS Psy Neve RY &pprover. 


TOMEI S 
7-0330-457 $15.99 Fresno, Northwest, and Northern California 
7-0360-1:57 $15.99 Fresno, Northwest, and Horthern California 
7-0160-862 $14.90 Southern Californie, Arizona, and Las Vegas 
7-01 --629- $14.90 Southern California, Arizona, and Las Vegas 
series 


MEN'S DRESS 
7-1100-073 $12.90 7-1100-130 §12.90 7-1201-108 $12.90 
7-1110-073 $12.90 7-1310-130 $12.90 7-1121-108 $12.90 


Both of these ads will be run in the LOS ANGELES TINS on Thursday, 
December llth. The Nomen's ad will be in the “Vicw Section" and the 
Men's ad on the "Sports Page". 


A tt re ett nm 


Thursday, December 18th thru Sunday, December 21st 
" ASPEN ; 
7-1213-221 $9.99 
7-1233-221 $9.90 


MEN'S DRESS 


7~1101-302 $19.90 
J-1111-302 $19.90 


Both of these ads will be run in the LOS ANGELES TIMES on Thursday, 
December 18th. The ASP! will be on the "Sports Pace", end the 302 
series will be in the "Main News". A new lay-out will be sent to 
you in time for the ad. 


es el. 


Sunday, December 21st 
"YEAR - END SALE AD" 
An ed will be run on Sunday, December 21st in the LOS ANGELES TIMES in 


the "View Section", however, the "YEAR-=D SALES" will start on Toursday, 
December 18th. 


s 


OFFICE CF MILT ROSS USA 333-475 


156a GALLEXKANP WEST jee 
300 SANTA MONICA BLVD. ~ DEFENDANT 
LOS ANGELES, CALIF. 
FEBRUARY 5, 1976 EXHIBIT 
; U. $. DIST. COURT 
PLEASE READ-IMPORTANT 5. D. OF N.Y. 
In the future, whenever running eds on the "RARTH TYPE" shi sna 
certain that you do not use the word "EARTH" in any way, & ‘ 


is registered by another company. —————— 


In the past, we heve referred to this type of shoe as the "SUPER-IATURAL" 
shoe and it is edviseble to continue to use this term with the approval 
of your District or Regional Manager. 


SOO GOGO 


In your recent shipments of tennis shoe boxes, you received some boxes 
imprinted with the name "SCATS", America's Action Shoe by Gnllenkenp. 
Enclosed in these boxes were plastic bags with the same imprint. “nen 
selling a pair of these tennis shoes, please use the “SCATS" -bag, 
rather then our usual shoe bag, as these bags are distinctive and make 
& marvelous advertising item. You will be receiving more of these bags 


in the future. 


De ae eae Bi Ee Oe OF OE 


etn rete 
PFI IIP IIAP IIE ELI IRIE REP TA AER ERI AEE 


After you trim your windows with the new Spring background, be suze all 
the sale shoes are removed from your windows, elong with the sale signs. 
Please gather together all the remaining sale shoes from the sele racks, 
tables, and trollys, end display them in the rear of the store.Your sale 
Signs in the interior of the store should be replaced with the new henging 
cards which you recently received from our Columbus Office. 


ene een eepaneanduhenrGnramameenemeeenesd 
SPF RON REE IEDR IRIE POE 


JOS EER RE FEE 
° 


ATTENTION: ALL MANAGERS 
According to information received from our Columbus Office, all payroll 
checks are mailed at noon on Wednesdays, never later than 4 P.M., and 
therefore, the late arrival of these checks on sone occasions must be 
ave to the Postel Service. 


“Thankyou, 


MR/er 


EXHIBIT ¢G-2 


Me gee el 
f CED, 423.277 ——_. ee 
H VEN Stag 
I vane Pec ENDANT 
i! e 4 
it IN THE UNITED STATES DISTRICT. EXHIBIT 
FOR THE SOUTHERN DISTRICT OF NI) U.S. DIST. CouRT 

S. D.O 

by is yk, Rea eras ye al rags ee e FN.Y, 


-SCOA INDUSTRIES INC., : > “pf 


Plaintiff, : ‘ D4 
Vv. : Civil Action oo. 
| FAMOLARE, INC. ,; H 7S Civ. 3357. 
Defendant. : (Judge Wyatt) 
eee Ne as aha AG pee gee Ieyet ae wos fee ee x 


AFFIDAVIT OF JOHN O. TRAMONTINE 


1 
i] 
j 
| 
| 
{ 
| 
|STATE OF NEW YORK ) 
| : ) ss.: 
| COUNTY OF NEW YORK ) 

| ‘JOHN O. TRAMONTINE, being duly sworn, states: 

| 1. I am a member of the Bar of the State of New York, 
1 


a partner in the firm of Fish & Neave, 277 Park Avenue, New York, 


He 2. I make this affidavit in support of defendant's 
application for an Order granting a preliminary injunction 
restraining plaintiff from infringing defendant's registered 
trademark "GET THERE". 

3. Attached hereto as Exhibit 1 is a copy of page 113 
i of the transcript of the deposition of Joseph P, Famolare, Jr., 


President of defendant, taken by plaintiff's attorneys on 


' o 
; September 23," 1975. 


4. Attached hereto as Exhibits 2 and 3 respectively 
|| are a copy of a letter of March 24, 1976 from Mr. Soffen, SCOA's 
' attorney, to me, and a copy of my letter of that same date to 


| Mr. Soffen. This morning (March 25, 1976) Mr. Soffen and I 
1 


i 


“had a telephone conversation in which I offered to stipulate to 


"an adjournment of the date of the hearing on the application to 


April 2, 1976, if he would agree to produce Messrs. Anderson, 
Ross and Thall at the adjourned hearing. Mr. Soffen did not 


accept my offer. 


John 0. Tramontine 


» Subscribed and sworn to 
;; before me this 25th day 
Of March, 1976. 


otary Public 


MA. PAPP 
Notary Pub! ce ci New York 
N TIOLS 
“tx County 
Yor County 


24 
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Famolare 113 


Q And the next two figures, where there is 


the designation, "When standing rocking body stretches 


front and back muscles," refers to standing; right? 


A Yes, sir. 
Q And the designation, "Get There," is used 


by you on all of these shoes, is it not? 


A Yes, sir. 

Q Does, "Get There," refer to walking:or 
standing? 

A You can be a very successful man sitting 


or standing; I notice, 


Q Yes, and is that what you'mean by that 


expression, "Get There"? 


A Yes, "Get There" is a mood. 

Q Is what, sir? 

A It's a mood. It's an attitude, 

Q I see, and this means to you either situlieal 


or walking, when you say, "Get There"? 

A Yes. I'm sure there are a tou of people 
who are very successful beauticians, and they're getting 
there, 

Q I see, and that's what, "Get There" means? 

A "Get There," is positive in a time when 
we need to be positive. 


Exhibie) 1 


Samuce OSTROLENK 
1898-1968 


Sioncy G Faser 
Bernano Gere 

Marvin C.SOFFEN 
SAMUEL H. WEINER 
JEROME M. BERLINER 
Lows WEINSTEIN 
ROBERT C FADER 
Eowaro A.MEILMAN 
STANLEY H.LIiGOERSTEIN 


John 0. Tramontine, Esq. 
Fish & Neave 


OSTROLENK, FABER, GERB & SOFFEN 
ATTORNEYS AT Law 
260 MADISON AVENUE 
New YoRK,N.Y. 10016 


March 24, 1976 


RECEIVED 


biSH & WeAYE 
REFERRED TONS. OF ae 
NOTED BY! Gules 


277 Park Avenue 
New York, New York 10018 


Dear Mr. 


Re: 


Tramontine: 


PATENTS 
TRADE MARKS 
RELATEO CAUSES 
TererHone 
f212) G8S-8470 
Caere 
OSTROFABER NEW YORK 
Yevex 
23 6925 


BY HAND 


This is to acknowledse the telephone request you made 


today shortly before noon to the effect that you now wish to 


have us produce tiessrs. Ross, Thall and Anderson a 


at the hearing scheduled for Friday afternoon. 


witnesses on March 11, 1976. 


witnesses 


You originally noticed the depositions of these sane 
Then you stated you would like 


to inspect documents first; whereupon you adjourned the devosi- 


tions 


sine die. 


The documents were produced expeditiously, 
P ) 


Now, on two days' telephone notice, you seek to have us bring 
these witnesses to the courti:ouse in New York. 
believe that your desire, in this New York patent action, 
to insert a counterclain whicn is not compulsory, and is 
based on a single alleged act of trademark infringement 

in California, provides a proper basis for these tactics. 


managing agents, of SCOA. 


Ve do not 


The witnesses sought are employees, not officers or 


As I indicated to you prior to you 


adjournment of the depositions, you were free to take their 
depositiols where they are located, Messrs. Ross and Anderson 
both being in California. 


Exhibit 2 


OSTROLENK, FABER, GERB & SOFFEN 


John 0. Tramontine, Esq. =Z- March 24, 1976 


Your request that these three witnesses come to New 
York on 48-hour notice, after having had their affidavits 
Since Narch 4th, can only result in unjustified expense and 
harassment of our clicnt. Again, we offer to make these 
witnesses available to you at their respective business 
locations. 


Very truly ae 


Pk edd. 
Marvin C. oy 


MCS:ef 


W. PHILIP CHURCHILL 
HARRY R. PUGH, JR. 
RINN DERE 

WILLIAM RK oer 
JOHN FARLEY 

HENAT J. TAFIAN 
tous 7. FEEO 
CHARLES B. SMITH 
DONALD E.CEGLING 


JAMES D. BCCK 

ROBERT C. MORGAN 
RERMETH GOHE SVAN 
ALFREDO L.MIC LSctn 
EOWARO F.MULLOWNEY 


GARY A.WALPERT 
RODERT R, JATYSON 
DALE LISCHER 
HUGH C.649RETT 
YESSE J. JENNER 


DAVID W. PLANT 
ALDEFT £. FEY 

JOHN O. TRAMNGHTINE 
HERGERT F, BAARTZ 
LARS 1. RULLESEID 
WILLIAM J. GILAKETH 
ERIC C.WOSLOM 
JOHN E. NATHAN 
JOHN A. HOWSON 


JOHN W. SCHLICHER 
RONALO A. STHAF PA 
EUGENE MH. KO R 
Wl. EQVWIARO Bs 
RUSSELL J. 
NOY H.WERD 
BAR DARA J. DILL 

ELMIR W HALAR I 
RICHARD M. LAONES 
JONN A. CARUSO 


OF COUNSEL 
ALEXANOER C. NEAVE 


By Hand 


162a 


FiLS HH & 


NEAVE 


277 PARK AVENUE 


NEW ‘YORK, N.Y, 1TOOt7 


TELEPHONE: (212) 626-1050 


TELEX: 12-5806 


CABLE ADDRESS: FISHNEAVE 


Marvin C. Seffen, Esq. 
Ostrolenk, :‘Faber, Gerb & Soffen 
260 Madison Avenue 

New York, New York 10016 


Dear Mr. 


FREDERICK P. FISH 
0655-1939) 
CHARLES NEAVE 
(667-1937) 


FISH, RICHAROSON & NEAVE 
NCW Yor 
(916-1969) 


March 24, 1976 


Scoa Industries inc. v. Famolare, Inc. 


Soffen: 


Your letter of March 24, 1976, which I received 
this afternoon, does not accurately set forth what has 
transpired nor does it reflect the substance of my state- 
ments to you during our telephone conversation this 
morning. 


~ 


~ On March 11, 1976 we served by hand on you 
notices to take the oral depositions with requests for 


documents, here at our offices on March 16 and Ly, MOT6y 
of the following: 


Larry Anderson, Manager of your client's 
Visalia, California, store 


Milton M. Ross, Operations Manager for the 
West Coast operations of Gallenkamp's Shoes, 
a division of your client 


Abe Thall, Manager of Advertising, Sales 
Promotion And Display for Shoe Corporations 
of America, the Retail Footwear Division of 
your client. 


Each of the above persons submitted affidavits in opposition 
& 


to our pending motion. 


Furthermore, each of the above persons 


Clearly is a managing agent for your client, as proclaimed by 
their titles, contrary to the statement in your March 24th 
letter. 


Exhibit 3 


FISH & NEAVE 


to. Marvin C. Soffen, Esq. 


FOLIO. 


2 March 24, 1976 


As stated in the Stipulation And Order signed by 
Judge Wyatt on March 17, 1976, plaintiff SCOA could not 
make the documents we requested in aid of that deposition 
available until at least March 22, 1976. On that basis, we 
agreed orally to adjourn our depositions of Messrs. Anderson, 
Ross and Thall until those documents were availeble. At 
that time I told you that we might wish to have Messrs. 
Anderson, Ross and Thall appear at the hearing before Judge 
Wyatt, but this was subject to our review of those documencés. 

On Monday, March 22, I reviewed a number of the 
documents at your office, asked for copies of those documents 
and pointed out to you that a number of the documents that we 
had requested had not been produced. You undertook to look 
into the matter of the missing documents. 


Yesterday noon, we received copies of the documents 
you had produced for our inspection. Not having heard fron 
you yesterday, I called this morning to inquire into the st 
of the missing Cocuments and to request that Messrs. Anders 
Ross and Thall appear at the hearing this Friday before Judge 
Wyatt. .You informed me that you did not have the missing 
documents and refused to produce the affiants, notwithstanding 
that you had not checked into their availability. 


I informed you that the issues to be decided on our 
pending motion involved the credibility of Messrs. Anderson, 
Ross and ‘thall and that the Court shovld have an opportunity 
to hear their testimony and judge their credibility. I stated 
that you could consider our request as an adjournment of our 
notices of taking the depositions of these affiants to Judge 
Wyatt's courtroom at 2:30 this Friday or as a demand for the 


‘appearance at the hearing of the persons whose affidavits your 


client submitted to the Court. Your response, as confirmed by 
your letter, wes to offer to take those depositions, not in 
New York as noticea, but in Visalia, California, Los Anceles, 
California, and Columbus, Ohio, where those affiants respec- 
tively are enployed. 
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FISH & NEAVE 


wa Marvin i, Sotten, Esq. 


3 March 24, 1976 


I call your attention to the fact that in 
Rodriguez v. Skler, 293 F.Supp. 1013 (S.D.N.¥. 1968), Judge 
Wyatt declined to rule on a motion for a preliminary injunc- 
tion and ordered an evidentiary hearing. Also, the Court 
Of Appeals for this Circvit has held that it is reversible 
error to not have an evidentiary hearing on a motion for a 
preliminary injunction where there are issues of fact to be 
resolved and where credibility is involved. Dopp v. Franklin 
National Bank, 461 F.2d 873 (2 Cir. 1972); Securities ana” 7” ~ 
Excnange Commission v. Frank, 388 F.2d 486 (2 Cir. 1968). 
‘Finally, tne general rule is that a defendant is entitled to 
examine a plaintiff in the forum where plaintiff has chosen 
to sue. See for example Seuthe v. Renwal Products, Inc., 
38 F.R.D. 323 (S.D.N.Y. 1965), where Judge Feinberg ordered 
the plaintiff to travel 3,000 miles from his residence in 
Germany for his deposition in New York. 


After receiving your letter, I attempted to call 
you at 5:30 this evening, but you had left for the Gay. 
Accordingly, I am having this letter delivered by our messenger 
at 9 o'clock tomorrow morning. 

I would appreciate it if you would reconsider your 
position on this matter and let me know if you adhere to that 
position or if you will produce the affiants at the hearing. 
I will then advise Judge Wyatt's Law Clerk accordingly in 
advance of the hearing so tnat our motion can be scheduled 
accordingly. Regardless of whether the affiants a»spear, I 
ask that you produce the attached list of missing Cocuments 
for inspection. 


Very pay yours, 


— . em fe 
! L¢ as Cy. a ZL OPA nen 
JOT/jm 


Attachment 


il. 


i2. 


* 
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Scoa v. Famolare 
LIST OF MISSING DOCUMENTS 


The complete MATS catalog from which Mr. Anderson tore 
out the picture, referred to in paragraph 6 of his 
affidavit. 


The pre-printed text which Mr. Anderson used, referred 
to in paragraph 6 of his affidavit. 


All slicks in the possession of Mr. Anderson. 


_A complete fall and winter 1975 MATS catalog.* 


A complete spring and summer 1975 MATS catalog.* 


If distributed to store managers before January 22; 2976, 
a complete spring and summer 1976 MATS catalog.* 


All pre-printed texts accompanying the above catalogs.* 
The payment of the Visalia Times Delta bill. 

The tear sheet accompanying the Visalia Times Delta bill. 
The other Calendar of Events for Gallenkamp East and for 
Gallenkamp West (we have Gallenkamp West for December 1975 


and January 1976). 


The slick identified as GK West FL 01-75 in the Gallenkaro 
West Calendar 9f Events for Januafy 1976. 


The two ads referred to in Ross Exhibit D on page 2 for 
December 11 - December 14. as 


The layout attached to Exhibit A of the Ross affidavit. 


All of the advertisements referred to in the first line 
of paragraph 4 of the Ross affidavit. 


The advertisement that appeared in the Columbus Dispatch 
in Columbus, Ohio, on December 10, 1975 referred to in 
SCOA's answer to our interrogatory No. 4(b) and said to 
be attached. 


If there are separate catalogs and pre-printed texts 
for Gallenkamp East and for Gallenkamp West, both of 
them. 
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Scoa v. Famolare 


Dear Mr. Soffen: 


This will confirm the two telephone discus 


we had this afternoon. 


You advised me that Messrs. Anderson, 


FREDERICK P. FISH 


18655-1930) 
CHARLES NEAVE 
(867-1937) 


FISH, RICHARDSON & NEAVE 


NEW YORK 
916-1969) 


Ross and 


Thall would not appear at the hearing tomorrow afternoon. 


I advised you that we would have one witness. 
is Paula Shepherd and 
store palmed orf 


Very truly yours, 


Her name 
she will testify that your Visalia 
your client's shoe as a 
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FINDINGS OF FACT 


1, Plaintiff, SCOA Industries Inc. (hercirafte: MSCOA') 
is « Delaware Corporation and has its principal place of business 
in Columbus, Ohio. (Complaint, Para. 1), 

2. befendant, Famolare, Inc. (hereinafter “Famolare") , 
is a Delaware Corporation having its principal place of business 
in New York, New York. (Complaint, bara. 2; Answer, Para. 2), 

3. Famolare seeks a Preliminary Injunction restraining 
SCOA from infringing Famolare's registered trademark "Get There” 
for shoes. 

4. On March 25, 1975, Registration No. 1,007 ,435 was 
issued by the United States Patent And Trademark Office to 
Famolare for the registration on the Principal Register ofthe 
trademark "Get There and Design" for shoes. (DX-F*, Para, 2; Sixth 
Counterclaim, Para. 52). That registration is prima facie evidence 
of the validity of the registration, Famolare's ownership of the 
mark and of Famolare's exclusive right to use the mark in commerce 
in connection with shoes. 15 U.S.C. § 1057(b). No contrary 
evidence was adduced by SCOA, 

5. Famolare first used the trademark "Get There" in 
March 1974 on and in connection with its promotion and sale of 
its shoes having wavy bottom soles. Since that time, Famolare has 
promoted and sold its "Get There'’ shoes throughout the United 
States. (DX+F, Para. 2). 

6. Famolare's sales now are about $30,000.00 per year, 
approximately half of which are sales of "Get There" shoes. 
Approximately 20% of Famolare's sales are to retail outlets in 


California. (DX-F, Para. 3). 


* Defendant's Exhibits referred to as DX- : transcript of 
hearing on March 26, 1976 as Ilearing Tr. . 
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7. Fanolare has conducted a nationwide campaign to 
udvertise its "Get There" trademark associated with its shoes 
having wavy botten soles. That advertising has been by radio, 
television, newsprners, magazines, trade brochures and trade 
shows. In 1975, Famolare Spent approximately $100,000 :n 
nationally oriented advertising and approximately $200,000 in 
regionally oriented advertising. The majority of those adver- 


tising expenditures were for "Get There" shoes. (DX-F, Para. 4: 


? 


Hearing Tr. 50). 


8. Famolare's "Get There" shoes have been sold in 


Visalia, California, since November 1974 by the two retail shoe 


“s stores of Dick Parker Shoes. The "Get There" shoes were 
: advertised in Visalia on the local UIIF television station for 
pe ene month to introduce the shoes an in the local newspaper, 
ce the Visalia Times Delta at least once a month. (llearing 
— Tr. 6; DX-H, Para. 3), 


9. ine majority of the people who come into the 


Dick Parker Shoes stores and purchase "Get There" shoes ask 


for them by the name "Get There". Those shoes are asked for 


by the "Get There" trademark approximately 5 to 7 times a day. 


The "Get There" shoe is the largest selling shoe of Dick 


Parker Shoes. (llearing Tr. 6-7; DX-H, Para. 4). 


y 


10. SCOA owns a retail shoe store in Visalia which 


dees business under the name Gailenkanp Shoe Store. (DX-H, 


Para. 5; llearing Tr. 7). On January 22, 1976, SCOA's Gallenkamp 


Shoe Store ran an advertisement in the Visalia Times Delta 


for a SCOA shoé "WITH GET THERE SOLE",  (DX-Q: DX-F, Para. oe 


11. On February 6, 1976, an employee of Dick Parker 


Shoes, Mrs. Paula Shepherd, was sent by her employer to purchase 


wavy sole shoes at ‘.e Gallenkamp store in Visalia. At her 
Me, 


request, the Galienkamp shoe salesman wrote the name "Get There" 


on the vox for the SCOA shoes that he sold Mrs. Shepherd. 


170a 
(Hearing Tr. 7-135 and 35: DX=A% DX-B: DX=C). Some of her testimony 
was corroborated by the affidavit of “Melinda Morris who was with 


Mes. Shepherd on that occasion, Bosh. 

12, ‘The SCOA and Famoiare shoes differ in quality 
and they differ im price. -Clearinu Yr. SO), The "Cet Thare’ shoe 
was leather and the SCOA shoe was vinyl. (llearins ‘Ir, LA yes 

13. SCOA, including its Norrwock Shee Division and 
Norrwock Shoe Company, has used "Get there" only in internal 
correspondence. (IX-J; Hearing Tr. 50 and 56-7). 

14. SCOA in its complaint alleged that Famolare had 
charged SCOA with infringement of Famolare's Design Patent 235,701 
and also with infringement of un. pecified trademarks and copy- 
rights of Famolare, and had threatened customers and prospective 
customers of SCOA or its associates with legal action for the 

\ alleged infringement. SCOA sought a declaratory judgment that 
the Design Patent be declared invalid and not infringed and that 
Famolare has no proprietary trademark or copyright rights that 

t , are valid, enforceable and infringed by SCOA, directly or 
indirectly. 

15. On the basis of the Cislini affidavit, to the 
effect that he does “not recall Mr. Larry Anderson telling me 
not to use the name ‘Get There' in the advertisement", this 
Court finds that the store manager of the shoe store in Visalia 
told the promotion manager of the Visalia Times Delta to use 
the name "Get There" in the advertisement, and that such act 


constitutes trademark infringement. (llearing Tr. 43 and 49). 


The advertisement was not submitted to the store manager for 
final approval before publication because it was too small 


(Cislini affidavit of March 2.) 1976, p. 2). 


16. Although SCO\ has hundreds of shoe stores, 
only one store located in the small California town of Visalia 
is involved. (Hearing Tr. 49, 56, 42). That store's manager 
is neither an officer nor a manaser of SCOA. (Hearing ‘Tr. 49). 
There is no evidence of the public use of "Get there" other than 
the single advertisement in the Visalia Times Deabta,.and an oral 
statement by one Visalia shoe salesman. The Visalia shoe store 
does not display any sign, poster, or anything with the words "Get 
There". (Hearing Tr. 8). Nevertheless, the Court finds that the 
j, damage done to defendant is irreparable. 
17, Famolare has sued Edison Brothers Shoes, Inc. 


|.and USM Corporation alleging, inter alia, infringenent of its 


| Design Patent 235,701, in the United States District Court, 


\Northern District of Illinois, Hastern Division No. 75 C 2708. 
In that case, on or about September 19, 1975, Judge Hubert S. 
Will entered an agreed order enjoining Famolare, Inc., its 
officers, employees, agents, servants, attorneys and all persons 
in active concert or participation with them for publicising 
information regarding its claims of liability except for an 
agreed Press Release (Hearing Tr. 45, 46). The potential 

harm to SCOA in granting a Preliminary Injunction in this case 
would flow from adverse publicity. (Hearing Tr. 45). 

Defense counsel's statement at the hearing before this Court 
indicates the probability that Famolare weak geeue a press re- 
lease relative to this matter unless this Court orders that it 
not be done, (Hearing Tr. AS: 46). Such publicity would do un- 
justified and incalculable harm to SCOA's reputation, particularly 


in view of the fact that an act at only one of SCOA's hundreds 


of stores has been complained about, and should not be permitted. 
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AFFIDAVIT OF DENNIS S. MORENO, JR. 
STATE OF CALIFORNIA ) 


S265 
COUNTY OF TULARE ) 


I, DENNIS S. MORENO, JR., being duly sworn deposes and 


1. I ama shoe salesman in Gallenkamp's store at 2129 
South Mooney Boulevard, Visalia, California in the Visalia Fair 
Shopping Center. 

2. %I am 24 years of age, and have been employed in 
the Gallenkamp store since August 1975, 

3. I have been informed of the testimony of Paula 
Shepherd concerning her purchase of a wavy sole shoe in our 
store on Friday, February 6, 1976, and can recall that I was 
the salesman who waited on Mrs. Shepherd and sold her the 
wavy sole shoe which was the subject of her testimony. 

4. Mrs. Shepherd has been identified to me by my co- 
worker, Mr. Ernest Coronado, who recognized her when she entered 
the store, as Mr. Coronado had earlier worked with her when 
she was employed at J.C. Penney. 

5. I first saw Mrs. Shepherd enter the store, look 
around, and leave without buying anything. A few minutes later 
she entered the store again, pointed to the wavy sole in the 
window and asked me "is that the Get There shoe". I did not 
volunteer the use of the name "Get There'', inasmuch as we do 
not advertise or display our wavy sole shoe at being a "'Get 


There" shoe. 


6. When Mrs. Shepherd asked for the "Get There" shoe, 
I replied that we do not have this particular brand but we 
have something like it. She then purchased a pair of wavy 
sole shoes, and when she was paying for them she asked if I 
would write the name of the shoe she had asked for on the box 
because she wanted to know what to call it when she. went to 
look for it elsewhere. I acted according to her request, although. 


I was not sure of the spelling of the name. 


: \f 
« NORENO, OR. 


yup © 


Subscribed and sworn to 
before me this 6th day 
of April 1976. iia 


7 a 2 
Qe AA Ye tO 


Notary Public 


IN THE UNITED STATES DISTRICT COURT 
FOR THE SOUTHERN DISTRICT OF NEW YORK 


SCOA INDUSTRIES INC. 
Plaintiff, 


Vi ; Civil Action No. 


FAMOLARE, INC. t 28 (Civ. 33587 


Defendant. : (Judge Wyatt) 


AFFIDAVIT OF EDWARD A. MEILMAN 


STATE OF NEW YORK 
COUNTY OF NEW YORK 


EDWARD A. MEILMAN, being duly sworn, deposes and 


1. I am a member of the bar of the State of New York 
and of this Court. I am also a member of the law firm of 
OSTROLENK, FABER, GERB §& SOFFEN, counsel for SCOA Industries Inc. 

2. On April 16, 1976, our office received a tele- 
phone call which was routed to me. The caller identified 
himself as Bill Eisenberg of Footwear News, a trade publication. 
Mr. Eisenberg told me that he had been reviewing the Court's 
records and inquired whether Mr. Anderson, the store manager 
of the Visalia shoe store, had submitted an affidavit in 
connection with this matter. On information and belief, 


no one contacted Footwear News on behalf of SCOA. 


5 A ae 
“Edward A. Meilmdn 


Sworn to before me this 
20th day of April 1976 


xe 


~~ 


Notary Public 


Rees) Flbuc. Soe cl New York 
L5-€219568 -. 
C.c' ec in Erons County nes 
Conmis on Expres March 39, 19.00 


IN THE UNITED STATES DISTRICT COURT 
FOR THE SOUTHERN DISTRICT OF NEW YORK 


SCOA INDUSTRIES INC. 
Plaintiff, 
Vv. : Civil Action Na. 
FAMOLARE, INC., : 7S Cay. 5357 


Defendant. : (Judge Wyatt) 


MEMORANDUM IN SUPPORT OF FINDINGS 
OF FACT PROPOSED BY PLAINTIFF 


Defendant has submitted Findings of Fact and Con- 
clusions of Law which are unjustified and unsupported by the 
record. Plaintiff is, therefore, submitting herewith proposed 
Findings of Fact and Conclusions of Law which are supported. 

Defendant's trademark registration shows the words 
"Get There" and an arrow. Therefore, paragraph 4 of the Findin 
is for "Get There and Design". (See DX-F). 

Defendant's Exhibit DX-H does not establish that the 
"Get There'’ shoes were "extensively" advertised but it does 
show that television ads were run "for one month to introduce 
the shoes" and that ads in the local newspaper were placed at 
least once a month. Plaintiff's proposed Finding No. 8 accurat 
reflects this evidence while defendant's does not. 

Mrs. Shepherd testified that the name was written 
on the shoe box at her request. Defendant's proposed Finding 


No. 11 does not reflect this testimony; plaintiff's finding do 


Le 


Also, while the Morris affidavit corroborates some of Mrs. 
Shepherd's testimony, it does not "fully" corroborate it, and 
plaintiff's proposed finding reflects this fact. 

Defendant's proposed Finding No. 12 misrepresents 
the testimony and the Court's remarks during the hearing of 
March 26, 1976. The Court rejected defendant's contention that 
Mrs. Shepherd was sold a "Get There" shoe saying: 

"Whatever it may be, it's not palming-off"' 

(Hearing Tr. 35) 
Moreover, *he principal issue to be tried in this litigation 
involves patent infringement. The trademark issue does not 
involve the question of whether the SCOA shoe is a "close copy" 
of the Famolare' shoe, but the patent issue involves this question. 
Defendant's proposal attempts to "slip in" a patent issue finding 
under the disguise of being relevant to the Court's present 
determination, which it is not. 

Defenant's proposed Finding No. 12 is also in error 
in asserting that the Court found that the SCOA shoe was of 


inferior quality and sold at a significantly lower price without 


the benefit of any expert testimony on this point. The Court 


simply said: 
shoes differ in quality, they differ in 


- (Hearing Tr. 50). 


Plaintiff's proposed Finding No. 13 omits the second 


and third sentences of defendant's proposal. Page 56 of the 
transcript makes it clear that the Court's comments at pages 
57-58 refer to SCOA's internal use of the words "Get There" and, 
therefore, defendant has expanded beyond what the Court said 
into an area irrelevant as to this Motion. 

Plaintiff's proposed Finding No. 14 omits the second 
sentence of the defendant's formulation. The omitted sentence 
in addition to being irrelevant, has the Court making a value 
judgment which the Court was not asked to make or did make. 

The remaining sentence has been revised to make it more accurate 
and informative. 

The Finding No. 15 by defendant is totally irrelevant 
to the issue before the Court except in stating that the 
local store manager placed the advertisement in the newspaper. 
The purpose of Findings is to set forth what the Court has 
found the facts to be and not to rehash the opposing contentions 
of the parties, e.g., Anderson's deposition was noticed but not 
taken by defendant, although the witness was available for 
this purpose. Plaintiff's proposed Finding No. 15 merely recites 
the facts found by the Court and omits the arguments of the 
parties. The fact that Cislini's affidavit states only that 
he does not recall the Store Manager, Anderson, telling him not 


to use "Get There" is recited in plaintiff's Finding Ne. 15, 


: ss 
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which also includes the fact that the ad in issue was not sent 
to Anderson for proofing because it was so small (Cislini Affid. 
of March 2. 1976 , po) 2)). 

Defendant's proposal for paragraph 16 of the Findings 
of Fact has been deleted because it is a conclusion of law and, 
moreover, is inaccurate since the Court found that the store 
manager placed the newspaper advertisment, not SCOA. 

Defendant's Paragraph 17 has the Court reject testi- 
mony that was not given and hold that the absent testimony would 
not affect the Court's evaluation of testimony that was given. 
Defendant's formulation also has the Court saying that « con- 
tinuance was denied because the Court is, without hearing it, 
rejecting the testimony not given. In actual fact, the Court 
said with respect to the testimony not given: 

"I am prepared to hearing it". (Hearint Tr. 51) 

"Well, of course it's relevant. I'd like to be 

able to accommodate you. If I had my way and could 

schedule by own calendar and deal with matters as 

1 see fit, of course I'd try to accommodate you." 

(Hearing Tr. $3). 

Because of defendant's tardy identification of Mrs. Shepherd 
to plaintiff, it was only possibly to identify the salesman 
involved at a time when it was too late to be able to bring him 
from California to New York for the hearing. As the Court will 


observe from the affidavit of the salesman, Mr. Moreno, submitted 


herewith, his testimony was indeed relevant and impeached Mrs. 


Shepherd. Thus, Mr. Moreno states that Ernie was in the store 
although Mrs. Shepherd says that he was not (Hearing Tr. 17-19) 
and that Mrs. Shepherd specifically used the words "Get There” 
in asking for the shoes. In the interests of justice, it is 
respectfully submitted that the Court should have granted the 
continuance in order to hear the salesman. 

Plaintiff's proposed Findings include two paragraphs 


which are not present in the defendant's submission. The first 


is a holding that even though only*one of the hundreds of SCOA 


stores was involved (Hearing Tr. 49 and 56), the advertisement 

was placed by that store's manager who was neither an officer 

or manager of SCOA (Hearing Tr. 49), and even though defendant 

did not introduce any evidence of public use of "Get There" either 
before the advertisement or subsequent to the advertisement, 

the damage suffered by defendant is irreparable. Such a finding 
is a necessary holding before a Preliminary Injunction can 

issue. 

The second new finding proffered by plaintiff relates 
to publicity. It was pointed out that the potential harm to SCOA 
in granting an injunction would come from the attendant adverse 
publicity (Hearing Tr. 45; the Meilman affidavit submitted here- 
with shows that this is not just an abstract assertion on behalf 
of SCOA). Since the granting of a Preliminary Injunction requires 
a balancing of the harm done to the opposing parties, a finding 


should be made. Additionally, defense counsel's remarks made it 
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clear that defendant may issue a press release unless the Court 
orders otherwise (Hearing Tr. 45-46). The proposed finding, 
therefore, sets the basis for the Court to limit the adverse 
effect by way of publicity which will result from the granting 
of this Injunction. 

It is submitted that under all of the circumstances 
of this case and the applicable law, plaintiff's proposed 
Findings of Fact are more appropriate. 


Respectfully submitted, 


i) aa 
Marvin C. Sotien 


Edward A. Meilman 
OSTROLENK, FABER, GERB § SOFFEN 
Attorneys for plaintiff 

260 Madison Avenue 

New York, New York 10016 

(212) 685-8470 


Ot Counsel: 


A.. Yates Dowell; Jr., Esq. 
DOWELL § DOWELL 

2001 Jefferson Davis Highway 
Arlington, Virginia 22202 
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IN THE UNITED STATES DISTRICT CouRT 


FOR THE SOUTHERN DISTRICT OF NEW YO Rear, 
r POoine] SS 
4 wn LING 


f(a" 


Ch ell oh aoa 


Plaintiff, 
Civil-Action No. 
75 Cin. 3357 


Defendant. : {Judge Wyatt) 


PRELIMINARY INJUNCTION 


For the reasons stated in the findings of fact and 
conclusions of law entered herewith: 

IT IS HEREBY ORDERED that plaintiff, SCOA Industries 
Inc., its officers, agents, servants, employees and those persons 
in active concert or participation with them are enjoined, until 
entry of final judgment in this action, from: 


(1) Using the trademark "GET THERE" or any reproduction, 


! 


counterfeit, copy or colorable imitation thereof, orally or in 


writing, in connection with the sale, offering for sale, distri- 


buticn, edvertisine of shoes Os —sRee products; —ei—any—-sthes 


a 
Applying the trademark "GET THERE" or any 


: Feprsoduction, counterfeit, copy or colorable imitation thereof to 


labeis, signs, prints, packages, wrappers, receptacles, or 


4dverticcments intended to be used upon oOr.in connection with the 


eh dee co 


=¥ing for sale, distribution, or advertising of shoes on 


! 
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(3) Using the trademar}# "GET THERE" either inthe 


identical form thereof or in near resemblance ereto as to 


a 


- 


nade by defenda to any person 


defendant's trademark 


"GET DHERE" for shoes, 


IT TS FURTHER ORDERED that defendant shall give security 


mo} 
m™~ 
Win 
al 
oO 


“ers for the payment of such costs and damages 
as may be incurred or suffered by olaintiff if plaintiff is found 


enjoined by this Preliminary Injunction. 


vated: New York, New York 
AprilZ/, L976 


% 


PAMOLARE, 
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IN. THE UNITED STATES DISTRICT COURT 
FOR THE SOUTHERN DISTRICT OF NEW YORK 


wt 

a vt 
So Pos : 
TRIES INC, : : 

Plaintver, | 4. R a 
: Civil Action No. 
| 

ENG....6 3 75 (Civ. S857 


(Judge Wyatt) 


FINDINGS OF FACT AND 
ONCLUSIONS OF LAW 


This acticn having come on to be heard on defendant's 


application for a preliminary injunction pursuant to Rule 65 of 


“ederal Rules of Civil Procedure, and the Court having con- 


tne ; -eadings, affidavits, testimony and exhibits received 


in evidence at the hearing on tnat application, and the parties 


having been duly heard on that application, and it appearing to ! 
i 


the Court that defendant has shown that it has a reasonable like- 


ultimately prevailing on the merits of its counterclaim 


U 


genent of its registered trademark "Get There" for shoes | 


that 1t may Suifer greater irreparable injury from the denial 


tive reliel tian any hardship to the plaintiff from the 


sucn relie:t, tnc Court grants defendant's application | 


relaminary inji-action and makes the following findings of 


rea 
wv 


monstrate tiie basis for this Ccurt'!s conclusion that a 


injunction snouid be granted: 
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FINDINGS OF FACT 


1. Plaintiff, SCOA Industries Inc. (hereinafter "SCOA"), 
is a Delaware Coxporation and has its principal place of business 
in Columbus, OnLo. (Complaint, Para. 2). 

2. Defendant, Famolarc, Inc. (hereinafter "Famolare"), 
is a Delaware Corporation having its principal plece of business 
in New York, New York. (Complaint, Para. 2; Answer, Para, 2). 

o 3. Famolare seeks a Preliminary Injunction restraining 


SCOA from infringing Famolere' s regis 


ct 


ered trademark "Get There" 
tor shoes. 
a 

4. On March 25, 1975, Registration No. 1,007,435 was 
issued by the United States Patent And Trademark Office to 
Famolare for the registration on the Principal Register of the 
trademark "Get There" for shoes. (DK-F*,. Para. 27 Sixth Counter= 
claim, Para. 52). That registration is prima facie evidence of 
the validity of the registration, Famolare's ownership of the 
mark and of Fanolare's exciusive right to use the mark in commerce 
in connection with shoes. 15 U.S.C. § 1057(b).) No contrary 
evidence was adduced by SCOA. 

5. Pamolare first used the trademark "Get There" in 
March 1974 on eni in cunnection with its promotion and sale of 
its shoes having wavy bottom soles. Since that time, Famolare has 
promoted and sole its "Get Tnere" shoes throughout the United 
Stetes, (D¥<F, Para. 2). 

6. Famolare's sales now are about $30,000,000 per year, 
approximately half of which are sales of "Get There" shoes. 


Rerresimetely 20% of Famclere's sales are to retail outlets in 


* Defendant's Exhibits referred to as DX- ; transcript of 
song en March 26; 1976 es Hearing fr. - « 
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ee Soi sm cece: ie ltelliaaetteneeahetali beneath ent ee 


. 


\" : /. Famolare has conducted a nationwide campaign to 
wdoebeuse its "Get There" trademark associated with its shoes 
having wavy bottom soles. That advertising has been by radio, 
‘television, newspapers, magazines, trade brochures and trade 


shows. In 15975, Famolare spent approximately $100,000 in 


nationally oriented advertising and approximately $200,000 in 
! regionally oriented advertising. The majority of those advertis- 


,ing expenditures were for "Get There" shoes. (DX-F, Para. 4; 


‘Hearing Tr. 50). 
S$. Famolare's "Get There" shoes have been sold in 
Visalia, California, since November 1974 by the two retail shoe 
ee of Dick Parker Shoes. The "Get There" shces were 
bend 

extensively advertised in Visalia on the local television station 
and in the local newspaper, the Visalia Times Delta. (Hearing 
Tr. 6; DX-H, Para. 3). 

9. The majority of the people who come into the Dick 


Parker Shoes stores and purchase "Get There" shoes ask for them 
Pp 


by the name "Get There". Those shoes are asked for by the 
Get There" trademark apprceximately 5 to 7 times a day. The 
"Get There" shoe is the largest selling shoe of Dick Parker Shoes. 
(Hearing T:.6-7; DX-H, Para. 4), 

10. SCOA owns a retail shoe store in Visalia which does 
business under tne name Gallenkamp Shoe Store. (DX-H, Para. 5; 


Hearing Or. 7). On Ganuary 22, 1976, SCOA's Gallenkamp Shoe 


Store ran an advertiserent in the Visalia Times Delta for a SCOA 


, Shoe "WITH GET THERE SOLE", (DX-Q; DX-F, Para. 7). 


11. On February 6, 1976, a salesman at SCOA's 


i 


SCOA shoes that he sold to Mrs. Shepherd. (Hearing ir. 7-135 and 

DX-B; DX-C). Mrs. Shepherd is a credible witness and 
her testimony is accepted as true. (Hearing Tr...52).) | Ber 
testimony was fully corroborated by the affidavit of Melinda Morris 
who was with Mrs. Shepherd on that occasion. (DX-E).. 

12. The SCOA shoe sold to Mrs. Shepherd as a "Get There" 
shoe was a close copy of Famolare's “Get There" shoe. (C£. DX-B 
and DX-D). But the SCOA shoe was of inferior qvality and sold at 
a significantly lower price than Famolare's "Get There" shoe. 
(learinc fr. 13-15 and 50; DX-F, Para. 10;. DX-@) . 

ancluding its Norrwock Shoe Division and 

Shoe Company, has used "Get There” in internal corre- 

to designate SCOA shoes having wavy bottom soles. 

Nearing Tr. 50 and 56-7). .SCOA has made internal use of 
registered trademarks of other shoe companies in a similar fashion, 
(Dex-K through D¥-O; Hearing Tr. 33-8). The internal use by SCOA 
of trademarks helonging to others leads to incidents such as 
o¢gcurred in Visalia, California, (Hearing Tr. 57-8). 

14. SCOA in its complaint seeks a declaratory judgment 

has no preprictery trademark rights that are valid; 

ang inirangee ly GCUR directly or indirectly. 
prayer for relisf.ls). SCOA, in deposing Famolare's 
uttempted to establish (without success) that the name 
wes descriptive fer shoes and therefore an invalid 
(WeeP, Pata. 3). 

15. SCOn submitted the affidavits of the manager and 

manager of its Gallenkamp Shoe Store in Visalia, 


jhose affidavits stated in substance that the 


manager of the Visalia Times Delta had been told orally, 


3alienkamp store manager not te use the name “Get There" 


eats 


a 


vin the advertisement to be published on January 22; 1976. The 
affidavits of the promotion manager of the Visalia Times Delta 
impeach the credibility of those SCOA affidavits. (Cislini 

1-, Gavit submitted By. SCOA; DX-G; DX-1; Hearing Tr. 32-3). 
-@mglare recuested SCOA to produce that store manager (and two 
other SCOA managers whose affidavits were submitted by SCOA) for 

' cross-examination at the hearing on this application for a 
‘preliminary injunction. -Htetwithsteming—that_thosoatfients-eonte 
havc} at etl cari SCQ# refused to do so. (DY=E, 

. Para. 4; Hearing Tr. 27). This Court finds “het the store manager - 
told the promotion manager of the Visalia Times Delta to use the 
name "Get There" in the advertisement ard did so deliberately ~and- : 


galas. : : ‘ (Hearing Tr. 


16. SCOA has deliberately infringed Famolare's "Get 


. There" trademark. (Hearing Tr. 48-9 and 5). 


SCOR sought to centinue the hearing to call the 


i 
yeni 
Gal\enk mp sales 
aN 
"Get here shoes. 
‘ . 
the testimony* 
\ 


ot Mrs. 
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CONCLUSIONS OT LAW 
ny a a 


1. This Court has jurisdiction over the parties and 
the subject matter. 28 U.S.C. § 1338(a); 15 U.S.C. § 1122, ' 
2. FPamolare has shown a reasonable likelihood of 
‘ultimately prevailing on the merits of its counterclaim for 
|linfrirgement by SCOA of Famolare's registered trademark "Get There” 
“gor shoes. 
" 3. Famolare has shown that it may suffer greater 
irreparable injury from the denial of preliminary injunctive 
‘relief than any hardship to SCOA from the granting of such relie*. 


‘ 4. Famolare has shown that it is entitled to a 


;preliminary injunction against further infringement by SCOA of 


l:the "Get There" trademark... Blisscraft of Hollywood v. United 


Plastics Co., 294 F.2a 694, 702 (2 Cir. 1961); Saxlehner v. Eisner,. 


of ie 
. Rak 
: ee 
i Poh 


4 


“147 Fed. 189, 191 (2 Cir. 1906), cert. denied, 203 U.S. 591 (1906) 
consumers Union of U.S., Inc. v. Lectra Sales Corp., 175 *.Supp. 
161, 162 (S.D.N.¥. 1959). 


5. The preliminary injunction sought by Famola shall 1 


veved: New York, New York 
April 2/ 7 4976 
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IN THE UNITED STATES DISTRICT COURT 


G WY 
FOR THE SOUTHERN DISTRICT OF NEW YORK? FPR 27 ge 2) 

"i NIU 
iwi. 


ScOr. SoueT GES. ENC. ee | 
Plaintiff, : Civil Action No. 
Vo : 75\"Civ. 3357 
| FAMOLARE, INC., (Judge Wyatt) 


Defendant, 


NOTICE OF MOTION FOR REHEARING AND REARGUMENT OF DECISION 
SE OE REARGUMENT OF DECISION 


. 
/ ~ 


TO: FISH §& NEAVE 
277 Park Avenue ; 
New York, New York 10017 


Sirs: 

PLEASE TAKE NOTICE that on the oral Decision of the 
Honorable Inzer hb. Wyatt, of March 26, 1976, in this action 
and on the annexed Memorandum in Support of this Motion, the : 
undersigned wi]? move this Court, in the Covrtroom of the 
Hicnorable Inzer B. Wyatt, United States Disiricr Court for 
the Southern District of New York, at the Courthouse, New York, 
hn Nev Yor, on the 30th day cf April, 1976, at 2:30 P.M., or as 


a soen thereafter as counsel can be heard, for reargument of 


the storesaid decision under Ceneral Rules 9(m) of the United 


States District Court for the Southern District of New York. 


ees 
i yoy ag | 
New York, New York: e KA. | 
3 April 26, 1876 ec Ae gil 
a. Marvin C. Soffen bd 
OSTROLENK, FABER, GERB 4/SOFFEN 

_ Attorneys for all Defendants | 

260 Madison Avenue : 

% New York, New York 10016 
(212) 685-8470 


Defendant. 


NOTICE OF NOTION POR REHEARING AND REARC 707 
ae umtemsaiines and ies lewd ces shoenuceien DUM 


OSTROLENK, FABER, GERB & SOFFEN 
' Attorneys for Plaintiff 
Office and Post Office Address, Telephone 


260 Riadison Avenue 
Borough of Manhattan New York, N. Y. 10016 
(212) 685-8470 


To FISH §& NEAVE 
277 Park Avenue 
Aichi be York, New York 10017 
i, Betewinne 


Service of a copy of the within is hereby -'mitted 
Dated, 


. CG 
* ale 
“Sine _ Please take notice a 
NOTICE oF LENTAY_ 
™~™ 
that the within is a (certified) true copy of a a) so a™~ ae 
culy cntered in the office of the clerk of the within name eo: art on. #7 Ny 19 
NOTICE CF_SETTLEMENT : ia a a ; ie 
thot an order of which the Githin-is% T Uc copy will be rz = epte fe 
settlement to the HON. va one of} the jucres ‘ 
ui Fe So 
ef the within named court, at “ “/) S 
on the day of 19 at M. ~~ o i 
~~ 
Dated, Yours cte 
ours, etc. — 

eay 

i. OSTROLENK, FADER, GERB & SOFFEN O - 

<< Attorneys for J [ 

oe ¢ 

i Offi a P fice Add Telephe: ' \ 

ig ffice and Post Office Addre:s, Telephone Co a 

As 260 Madison Avcrue — 

oe Borough of Mankcttan New York, N. Y. 10016 4 


To 


(212) 685-8470 a _ 
< 


Attorney (s) for 


COPY, RECEIVED 
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UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF NEW YORK 


Sra ge lat ahr ad ce rteval a as eager Se ea x 
SCOA INDUSTRIES INC., 
Plaintif?; 
Vv. : Civil Action No. 75-3357 
FAMOLARE, INC., : (Judge Wyatt) 
Defendant. 
se aha ee ary ease ai tien OD cg es Uy x 


NOTICE OF APPEAL 


Notice is hereby given that Scoa Industries Inc., 
plaintiff above-named, hereby appeals to the United States 
Court of Appeals for the Second Circuit from an Order grantin, 
defendsnt's Motion for Preliminary Injunction entered |, *he 
District Court on the 21st day of April 1976. 

OSTROLENK, FABER, GERB §& 3OFFEN 


Attorneys for Plai 
260 Madison Avenue 
New York, New York 10016 
(212) 685-8470 


ated: May 18) 1976 


To: 
Clerk of the Court of Appeals 


Fish §& Neave 

Attorneys for Defendant 
277 Park Avenue 

New York, New York 10017 
Telephone; (212) 826-1050 


RECORD PRESS. INC., 95 MORTON ST., NEW YORK, N. Y. 100144212) 243-5775 
Ge 38 


